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geographical indications ought to be treated as a category distinct from
trade marks.
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1 Introduction: locating geographical
indications

This book is concerned with the origins of Geographical Indications
(GI) protection and the process by which they have emerged as a distinct
category of subject matter within international Intellectual Property (IP)
law. It sets out to locate GIs within the ‘webs of significance’ spun across
the legal discourse of a century, by pursuing two interrelated questions:

(1) Under what circumstances were signs which indicate the geographical
origin of products incorporated within international IP law?

(2) What can this usefully tell us about the present international regime
governing their use and misuse?

These questions are important because the law in this area is a mess.
In fact, it has been spectacularly messy for over a century. Despite the
popularity of wines from Champagne, Colombian coffee, Darjeeling tea
and other such regional products,’ the nature, scope and institutional
forms of protection available vary considerably across jurisdictions.
Notwithstanding a century of harmonisation efforts, a consensual basis
for granting rights to a particular group to use a geographical designation
and the extent to which third parties should be excluded continues to
prove elusive. This state of affairs is undesirable since an ever-expanding
range of stakeholders — producers, consumers and policy makers — have
an interest in the regulation of these signs. The debates grind on,
generating abundant heat but far less light. The TRIPS Agreement”
has emerged as the site where these arguments coalesce, during attempts

—

For the purposes of this book, regional or local products are those where the region of
origin has added significance in the marketplace. See A. Tregear, “‘What is a “Typical
Local Food”? An Examination of Territorial Identity in Foods Based on Development
Initiatives in the Agrifood And Rural Sectors’, Centre for Rural Economy, Working
Paper 58 (January 2001), 1. While the usage is most commonly found in the
agricultural foodstuffs and beverages sectors, it extends beyond this to include crafts,
textiles and other sectors.

Agreement on Trade-Related Aspects of Intellectual Property Rights, 15 April 1994, in
the Marrakesh Agreement Establishing the World Trade Organization, Annex 1C (1994)
33 ILM 1125, 1197 (hereafter, TRIPS).
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to clarify its existing provisions or reform its architecture. Although
there are several points of disagreement, a central puzzle relates to
the differential treatment sought for GIs by their proponents. These
geographical signs appear functionally analogous to trade marks, a more
familiar category of subject matter protected by IP law. Both categories
signal the (commercial or geographical) origin of goods in the market-
place and sustain valuable reputations. Granting exclusive rights over
such signs ensures uncluttered signalling in the marketplace, with con-
sumers as well as legitimate producers benefiting from this. Yet despite
the apparent similarities, advocates of GI protection seek enhanced
international standards, which would proscribe a broader range of uses
by third parties. The epistemic basis for this differential treatment rests
upon the claim that a distinctive or unique link exists between a certain
category of products and their regions of origin. The most influential
articulation of this link is encapsulated in zerroir, an expression associ-
ated with the French wine industry. However, the international reference
point is found in Article 22.1 of TRIPS:

Geographical indications are, for the purposes of this Agreement, ndications
which identify a good as originating in the territory of a Member, or a region or
locality in that territory, where a given quality, reputation or other characteristic of
the good is essentially attributable to its geographical origin (emphasis added).

This link between product, producers and place therefore grounds
attempts to carve out a distinct niche for GIs within the IP canon.
In the following pages, the functional significance of this link is
unpacked as it fluctuates over several decades. It is only by first locating
the historical basis of GI protection that we can meaningfully evaluate
contemporary attempts to relocate GI protection. These attempts either
awkwardly straddle distinct epistemic paradigms or occasionally gener-
ate entirely new normative accounts that cannot readily be integrated
within the current framework.

1. The mess: conceptual, institutional and epistemic

Having set out the central axis of enquiry, it is necessary to expand upon
the initial diagnosis in order to more fully appreciate the task that
lies ahead. Let us begin by making some sense of the mess we are in,
disentangling its component strands along the way. The muddle is pri-
marily conceptual and relates to the identification of appropriate subject
matter. An unmistakeable symptom is the terminological diversity in this
area. Several categories of signs are conventionally understood to fit
within the broad heading of ‘GIs’ as a category of IP. With due apologies
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for the servings of alphabet soup, the list begins chronologically with the
Indication of Source (IS) explored further in Chapter 2. It then incorpo-
rates the Appellation of Origin (AO) and its inspiration, the French
Appellation d’Origine Controlée (AOC) reviewed in Chapters 3 and 4.
Subsequently Chapters 5 and 6 consider the EU’s Protected Designation
of Origin (PDO) and Protected Geographical Indication (PGI), the
World Intellectual Property Organization (WIPO) attempt at establishing
the Geographical Indication (GI), followed by the TRIPS definition of the
GI already introduced above. This is only a limited selection of the major
contenders. The most comprehensive WTO survey of national laws to
date identifies twenty-three distinct national definitions applied in this
area.” It is recognised that because ‘of the diverse ways in which the
protection of [GIs] has evolved under national laws, there is no generally
accepted terminology’ in this area.” This is in marked contrast to the other
domains of IP. “The protection of GlIs, unlike that of patents or trade
marks, is not an IP system whose variants, which are more or less similar —
or at least comparable — to each other, are applied throughout the world’.”
The lack of a common conceptual framework leads to co-ordination
difficulties,” with one commentator suggesting that we are ‘confronted
with a tower of Babel’.” According to Norma Dawson, throughout the
twentieth century GIs have been ‘an intellectual property right in the
making surrounded by a complex debate lacking common terminology’.”
Opposing sides therefore tend to talk past one another during inter-
national negotiations. The judiciary has joined this concerned chorus on
occasion, with Advocate General Jacobs noting that ‘the terminology used
in this area itself risks being a fruitful source of confusion’.” Since these
terms usually originate within the context of specific multilateral treaty

W

See Annex B to the WTO, ‘Review under Article 24.2 of the Application of the
Provisions of the Section of the TRIPS Agreement on Geographical Indications’,
24 November 2003 (IP/C/W/253/Rev.1).

G. B. Dinwoodie, W. O. Hennessey and S. Perlmutter, International Intellectual Properry
Law and Policy (Lexisnexis, New Jersey 2001), 315. See also C. M. Correa, Trade Related
Aspects of Intellectual Property Rights: A Commentary on the TRIPS Agreement (Oxford
University Press 2007), 211 (“There are few areas of [IP] law where definitions are as
diverse as in the area of [GIs]’).

A. Jokuti, ‘Where is the What if the What is in Why? A Rough Guide to the Maze of
Geographical Indications’ [2009] EIPR 118.

F. Gevers, ‘Topical Issues in the Protection of Geographical Indications’, October 1997
(WIPO/GEO/EGR/97/5), 2 (also referring to GlIs as the ‘sleeping beauty’ of IP on this
basis).

M. Ficsor, ‘Challenges to the Lisbon System’, 31 October 2008 (WIPO/GEO/LIS/08/4), [5].
N. Dawson, ‘Locating Geographical Indications: Perspectives from English Law’ (2000)
90 TMR 590.

Schutzverband gegen Unwesen in der Wirtschaft eV v. Warsteiner Brauerei (C-312/98) [2000]
ECR 19187, [2] (AGO).
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4 Introduction: locating geographical indications

obligations, the WTO Secretariat navigates this minefield by adopting the
neutral terminology of Indications of Geographical Origin (IGOs) as a
common denominator.’” The Secretariat’s umbrella term is adopted for
the duration of this book, where the IGO refers to a category of sign denoting
the geographical origin of the associated product and that category has previously
figured within the IP discourse, making it relevant for our purposes. It is
hoped that this will avoid the artificial backward projection of the GI in
TRIPS onto categories which are not functional analogues.

The preceding paragraph suggests that the only reliable functional
baseline for IGOs is that they operate as signs indicating geographical
origin in the marketplace. Yet this also lays the foundations for a variety
of additional messages to be communicated. For instance, are they signs
which indicate (1) merely a product’s origin, (2) its reputation associ-
ated with a specific origin, (3) its distinctive qualities associated with
origin, or (4) its unique qualities that are reliant upon origin? Once we
add time and space into the mix, matters get more complicated. What if
a sign fulfils one of these functions, but only in a particular jurisdiction?
Should we pre-emptively reserve its ability to do so elsewhere? It is
evident that this terminological diversity corresponds to divergent
expectations about the communicative work these signs are supposed
to do and the ensuing scope of protection. There is a general under-
standing of what we mean by the ‘protection’ of such signs,'’ but on
what basis should we define its scope?

Geographical designations, like many other forms of identifier, also touch a wide
variety of interests and sensitivities that range from our most basic territorial
instincts to more sophisticated conceptions of market and cultural justice. While
the misuse of geographical attributions may offend many feelings, only certain
types of such misuse are sanctioned by the law.'?

Identifying suitably qualified signs, types of undesirable misuses and
proportionate legal responses has proven enduringly divisive. There is
a narrow consensus around the proposition that the use of a geograph-
ical sign will be prohibited where it results in consumers being misled or
confused as regards the origin or qualities of the product. But beyond
this, to what extent should any geographical reference on a product

10 WTO, ‘Review under Article 24.2°, [6].

11 7. Audier, ‘Protection of Geographical Indications in France and Protection of French
Geographical Indications in Other Countries’, October 1997 (WIPO/GEO/EGR/97/8
Rev), 7 (‘Protection is a term with several meanings and there are many reasons for it.
Generally speaking, protection means “right to use” a geographical name . .. Protection
also means a right to prevent illegal use of geographical names’).

12 WIPO, Report of the Second WIPO Internet Domain Name Process — The Recognition of
Rights and the Use of Names in the Internet Domain System (3 September 2001), [205].
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by third parties be deemed illicitt The ambiguity leaves a number
of unsettled controversies in its wake. Should only Greek producers be
allowed to make Feta? Should French producers have exclusive rights
to the use of Champagne, overriding the protests of Californian and
Australian wine-makers? To what extent do we protect GIs from develo-
ping countries — regional specialities consisting of coffees and crafts, toys
and textiles? Whose interests do we accommodate in these balancing acts?
As we will see in Chapter 4, the categories of misuse under consideration
can be parsed into: (1) misleading or confusing uses; (2) allusive uses
which relate to other types of harm, such as third party use leading to
the erosion of the distinctiveness of an IGO, or the tarnishment of its
reputation; (3) misappropriation or ‘free riding’ on another’s efforts; and
(4) ‘absolute’ protection, which presumes that any use of a geographical
sign by those based outside the eponymous region ought to be prohibited.
One line can be drawn between the first category (universally accepted)
and the other three (which remain controversial). Another demarcates the
first three (where audience perceptions matter) from the fourth (more
formalistic and less context sensitive in its approach). This suggests the
need for an overarching enquiry. How are we to decide these questions of
scope? What are the epistemic frameworks — the background benchmarks
for separating true from false claims — that operate in this area?

The tentative terminology and epistemic uncertainty also leads to an
assortment of institutional arrangements at the national level. Since a
number of different legal regimes encompass origin marking for dispar-
ate reasons, this adds yet another layer of complexity. WIPO notes that
the variety of different legal concepts surrounding GIs ‘were developed
in accordance with different national legal traditions and within a frame-
work of specific historical and economic conditions’."” Given the variety
of forms of protection in this area, which institutional configurations
are optimal? A long-standing obstacle to harmonisation efforts has
therefore been ‘the diversity of various national concepts. [GIs] are
addressed in laws concerning unfair competition, trade marks, adverti-

sing and labelling, foods and health, as well as in special regulations’.’*

13 WIPO, ‘Document SCT/6/3 Rev. on Geographical Indications: Historical Background,
Nature of Rights, Existing Systems for Protection and Obtaining Protection in Other
Countries’, 2 April 2002 (SCT/8/4), 4.

14 A. Conrad, “The Protection of Geographical Indications in the TRIPS Agreement’
(1996) 86 TMR 11, 14. For other surveys of the legislative variety, see A. Devletian,
‘The Protection of Appellations of Origin and Indications of Source’ (1968) Industrial
Property 107, 111-13; O’Connor & Co, Geographical Indications and TRIPS: 10 Years
Later ... Part II — Protection of Geographical Indications in 160 Countries around the World
(Report commissioned for European Commission (DG Trade) 2007).
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If the expectation is for IP rights to be bureaucratically channelled
through an Intellectual Property Office or Patent Office at the national
level, IGOs — even those formally recognised as categories of IP —
are sometimes lodged elsewhere.'” GIs are defined and regulated by
the Consumer Code in France,'® registered as protected names by the
Department for the Environment, Food and Rural Affairs (DEFRA)
in the UK'” and have been governed by aspects of Agricultural Law in
Switzerland.'® For several decades revenue laws have played a significant
role in this area.'” Surveys indicate that IGO protection ‘is provided
through a variety of laws and regulations, including laws against unfair
competition, fair trade practices laws, marketing and labelling laws,
consumer protection laws, laws for the protection of appellations or
origin and national and regional registration systems for geographical
indications’.”” An explanation for the existence of multiple, often over-
lapping forms of protection is offered in Chapter 2, which recovers the
origins of this heterogeneity. In response, there are periodic attempts to
tidy up this profusion into analytically useful categories:

The first [category] relates to laws focusing on business practices. Typically, the
issue at stake in legal proceedings regarding the use of a [GI] under such laws is
not whether the GI as such is eligible for protection but, rather, whether a
specific act involving the use of a GI has contravened the general standards
contained in laws covering unfair competition, consumer protection, trade
descriptions, food standards etc. The second category concerns protection
through trade mark law ... On the one hand, protection may be provided
against the registration and use of GIs as trade marks. On the other hand,
protection may be provided through collective, guarantee or certification
marks. In contrast to the general means of protection of the first and second

I. Kireeva and B. O’Connor, ‘Geographical Indications and the TRIPS Agreement:
What Protection is Provided to Geographical Indications in WTO Members?’ (2010)
13 JWIP 275, 284 (‘In some EC member states such as Italy, Spain, Greece, Ireland and
Finland, the competent authorities are the Ministries of Agriculture, which have a
principal role [along] with the European Commission in verifying applications’).

'S Arts. L 115-1 to L 115-33 of the Code de la Consommation.

See www.defra.gov.uk/food-farm/food/protected-names/.

18 See Art. 63 of the Federal Law on Agriculture adopted on 29 April 1998. For the
French text, see WTO, ‘Main Dedicated Intellectual Property Laws and Regulations
Notified Center Art. 63.2 of the Agreement’, 7 July 2003 (IP/N/1/CHE/G/6). See also
F. Brand, ‘Protection of Geographical Indications: The Experience of Switzerland’,
18 November 2003 (WIPO/GEO/DEL/03/3).

Legislation would often define such regional products with an eye to duties based on
origin marking. For example Scotch whisky was initially defined by statute in s. 24 of the
Finance Act 1933 and subsequently in s. 243(1)(b) of the Customs and Excise Act
1952. See John Walker & Sons Limited v. Henry Ost and Co Ltd [1970] FSR 63, 67.
WIPO, ‘Protection of Geographical Indications: General Introduction, International
Protection and Recent Developments’, June 2001 (WIPO/GEO/CIS/01/1), [28].
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categories, the third category of protection concerns means specifically dedicated
to the protection of GIs. Some of these means provide su: generis protection for
GIs that relate to products with specifically defined characteristics or methods of
production; other means apply without such specific definitions.*'

It is worth mentioning that each technique selected ‘reflects a particular
approach to reconciling the various interests engaged by GI protection
that may suit the particular needs of a specific community, but may not
deliver identical outcomes to the different legal means used in other
jurisdictions’.”> To this terminological jumble, epistemic ambiguity
and variety of legal instruments, we must add the relative obscurity of
this area of the law. It has been referred to as ‘the untended patch of the
[IP] garden’,*” having a tangled and ‘cobweb like texture’”* and an area
‘long considered to be exclusively of interest to some few wine and
cheese producing countries and, besides that, to be that kind of intellec-
tual property nobody really understood and therefore to be left to a
handful of specialists’.”” There is a sense that ‘the conceptual underpin-
nings of GlIs have not been rigorously examined’.”® The heterogeneity of
concepts and forms coupled with scholarly neglect also precipitates a
more fundamental question. GIs continue to be regarded by some as
offshoots of consumer protection law, tools of agricultural policy or
aspects of food quality regulation and therefore a questionable presence
within IP regimes. There are some who challenge the inclusion of such
subject matter within the recognised categories of IP. The question is
most directly posed by Stephen Stern but is also taken up by other
commentators.”’ It is a fair question to ask and one that this book sets

D. De Sousa, ‘Protection of Geographical Indications under the TRIPS Agreement and
Related Work of the World Trade Organization (WTO)’, November 2001 (WIPO/GEO/
MVD/01/2), 4-5.

A. Taubman, ‘“The Way Ahead: Developing International Protection for Geographical
Indications: Thinking Locally, Acting Globally’, November 2001 (WIPO/GEO/MVD/
01/9), 10. Unsurprisingly, the institutional form adopted depends on the underlying
subject matter interest. See G. R. d’Imperio, ‘Protection of the Geographical Indications
in Latin America’, November 2001 (WIPO/GEO/MVD/01/5), 2 (“Thus, whereas in some
countries protection is granted . .. for viticultural and agricultural products, in others the
economic interest . . . has led to protection being given to non-agricultural products such as
mineral waters, beers, porcelains and semi-precious stones’).

23 B. O’Connor, The Law of Geographical Indications (Cameron May, London 2004), 21.
24 Jokuti, ‘A Rough Guide to the Maze’, 118.

25 WIPO, ‘International Protection of Geographical Indications: The Present Situation and
Prospects for Future Developments’, 1 September 1999 (WIPO/GEO/CPT/99/1), [1].
K. Raustiala and S. R. Munzer, ‘“The Global Struggle over Geographical Indications’
(2007) 18 European Fournal of International Law 337, 339-40.

27 S. Stern, ‘Are GIs IP’ [2007] EIPR 39. See also J. Belson, Certification Marks (Sweet
and Maxwell, London 2002), 23; W. van Caenegem, ‘Registered Geographical
Indications: Between Rural Policy and Intellectual Property — Part II’ (2003)

22

26
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out to answer. IP rights are fundamentally exclusionary and need clear
justifications because they affect ‘what [people] may do, how they may
speak, and how they may earn a living’.”® Otherwise they remain vulner-
able to allegations of protectionism and the selective favouring of certain
interests. Such allegations do make frequent appearances during the
international deliberations on this topic.

2. Controversies and interests

If the conceptual and institutional ambiguity provides the fuel, it is the
actual or potential value of IGOs that sparks off controversies. “The
economic and political significance of [GIs] has been growing in recent
years as the use of distinctive or quality signs has promoted the demand
for products of a specific geographical origin’.”* While value is usually
measured in economic terms within the context of international trade
negotiations, their heritage value or value as vectors of rural develop-
ment is gaining in prominence. Cumulatively, these raise the stakes and
the ‘debate about [GIs] has proven to be intractable, ill-defined, and at
times passionate’.”’ The sensitivities surrounding the current regime in
TRIPS stem from the growing ‘recognition of the commercial signifi-
cance of [GIs], in particular in respect of agricultural and food products,
for exporting countries that may rely upon the added value that [they]
may bestow’.”’ For that reason, IGO protection is situated within the
framework of international trade strategies and constraints.”” To take

6 JWIP 861, 874; E. Meltzer, ‘Geographical Indications: Point of View of
Governments’, 30 June 2003 (WIPO/GEO/SFO/03/3), [12]; J. Hughes, ‘Champagne,
Feta, and Bourbon — The Spirited Debate about Geographical Indications’ (2006) 58
Hastings Law Fournal 299, 331-4. H. Ilbert and M. Petit, ‘Are Geographical Indications a
Valid Property Right? Global Trends and Challenges’ (2009) 27 Development Policy Review
503. For a response to Stern, see D. Rangnekar, “The Intellectual Properties of Geography’
[2009] EIPR 537.

J. Waldron, ‘From Authors to Copiers: Individual Rights and Social Values in
Intellectual Property’ (1993) 68 Chicago—Kent Law Review 841, 887.

Communication from New Zealand, ‘Geographical Indications and the Art. 24.2
Review’, 18 September 2000 (IP/C/W/205), [3].

30 Taubman, “The Way Ahead’, 2; See also L. Bendekgey and C. Mead, ‘International
Protection of Appellations of Origin and Other Geographical Indications’ (1992)
82 TMR 765; L. Beresford, ‘“Trade Marks and Geographical Indications 101: What
Trade Mark Owners Should Know’ (2008) 1 Landslide 19 (‘One of the most controversial
subjects facing the IP world today is the treatment of [GIs]’).

De Sousa, ‘Protection of Geographical Indications under the TRIPS Agreement’, 2.
W. van Caenegem, ‘Registered GIs: Intellectual Property, Agricultural Policy and
International Trade’ [2004] EIPR 170; A. F. R. de Almeida, ‘“The TRIPS Agreement,
the Bilateral Agreements Concerning Geographical Indications and the Philosophy of
the WTO’ [2005] EIPR 150; T. Josling, “The War on Teérroir: Geographical Indications
as a Transatlantic Trade Conflict’ (2006) 57 Fournal of Agricultural Economics 337.
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one example, the major part of the annual production of Darjeeling tea
is exported,’” which underlines the need for an international regime
regulating the misuse of such designations. An important factor here is
the territorial nature of IP rights. IGOs may be recognised within the
legal system of their ‘home’ country,”* but recognition and protection
is confined to that national jurisdiction.”” Bilateral treaties and inter-
national conventions are adopted to work around this limitation, by
establishing minimum standards of protection or reserving the use of
certain terms identified in lists exchanged between signatories. The
awareness of this value and the desire for greater international protec-
tion has drawn a number of new participants into these debates,
beyond a core group of European countries with experience in this
area. As we will see in Chapter 6, over one hundred WTO Members
now support proposals to increase the international scope of protection
and institutional recognition for GIs. ‘Behind these negotiations is an
increasing perception that localisation of the signified source of pro-
ducts is associated with increased value and reach into global markets.
In effect, export-focussed producers learn to act globally by thinking
locally. This has increased the sense of what is at stake in the identifi-
cation and protection of [GIs]’.”° Meanwhile the additional values
associated with GI protection are being explored in earnest. “The
importance of GIs in Asia, however, goes beyond trade and commerce.
It has to be understood in the wider context of protecting and preser-
ving intellectual property pertaining to traditional cultures, assets, and
production methods in some of the world’s oldest human settlements.
GIs ... can serve key development objectives’.”” The entry of these new
players, many of whom are from the Global South, has resulted in the
absorption of new interests, arguments and dynamics into the existing
stock.”® This opens up the space to fundamentally reassess the basis
as well as techniques for GI protection, as newer entrants will need

3 N. K. Das, ‘Protection of Darjeeling Tea’, 3 July 2003 (WIPO/GEQ/SFO/03/8), [26].
3% For the duration of this book, ‘home country’ is shorthand for the state or legal
jurisdiction within which the GI’s region of origin is located.

A. Kamperman Sanders, ‘Incentives for Protection of Cultural Expression: Art, Trade
and Geographical Indications’ (2010) 13 JWIP 81, 84.

36 Taubman, “The Way Ahead’, 7.

37 S. Wagle, ‘Protection of Geographical Indications and Human Development: Economic and
Social Benefits to Developing Countries’, November 2003 (WIPO/GEO/DEL/03/7), 3.
Ilbert and Petit, ‘Are Geographical Indications a Valid Property Right?’, 516;
S. Escudero, ‘International Protection of Geographical Indications and Developing
Countries’ Working Paper No. 10, South Centre (July 2001); D. Rangnekar, ‘Protecting
Indications of Geographical Origin in Asia: Legal and Practical Issues to Resolve’, in
R. Meléndez-Ortiz and P. Roffe (eds.), Intellectual Property and Sustainable Development:
Development Agendas in a Changing World (Edward Elgar, Cheltenham 2009), 273.
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to adapt or even fundamentally reinvent European sui generis GI
models.”” For instance, they may have a greater interest in crafts and
textiles, alongside agricultural products and alcoholic beverages, or the
nature of state involvement in the process of recognition and protection
may differ.

If one side of the story celebrates the growing interest in GIs within the
TRIPS membership, it is matched by a counter-narrative of concern, if
not downright hostility, directed towards su: gemeris GI protection
systems. The opposition stems from the apparent prioritising of GI
producers’ interests over others within these systems. In particular, the
interests of trade mark registrants or those who use geographical terms
in a generic manner appear to be threatened. Under certain conditions,
geographical signs can be registered as individually owned trade marks,
which could result in conflicting claims over the use of the same sign in
a given jurisdiction.”’ If subsequently recognised Gls are allowed to
trump prior trade mark rights, this endangers established proprietary
interests.”’ Opponents also wish to preserve the freedom to use a
geographical term in a generic manner, to designate a type of product
irrespective of its place of origin. There is broad agreement that cheddar
is the generic expression for a kind of cheese, while there is vigorous
international disagreement about the status of Feta or Parmesan.*’
Much turns on the legal status of these expressions, as illustrated in a
statement by the Director of the Grocery Manufacturer’s Association
(GMA) of America before the US House of Representatives, during a
series of formal hearings on international GI protection.

[Even] the loss of one name (e.g., parmesan) could represent hundreds of
millions of dollars to GMA member companies. Companies would be forced
to repackage products, and, more importantly, re-educate consumers through
re-branding campaigns. GMA is concerned that the very companies that created
the value in many goods may be forced [to] renounce their claim on these

3% M-C. Wang, ‘The Asian Consciousness and Interests in Geographical Indications’

(2006) 96 TMR 906; D. Marie-Vivien, “The Role of the State in the Protection of
Geographical Indications: From Disengagement in France/Europe to Significant
Involvement in India’ (2010) 13 JWIP 121.

D. Gangjee, ‘Quibbling Siblings: Conflicts between Trade Marks and Geographical
Indications’ (2007) 82 Chicago—Kent Law Review 1253.

J. Phillips and I. Simon, ‘Geographical Indications: The Biggest Threat to Trade
Marks?’ Marques Newsletter (Spring 2004), 2; H. Harte-Bavendamm, ‘Geographical
Indications and Trade Marks: Harmony or Conflict?’, September 1999 (WIPO/GEO/
CPT/99/6); WIPO, ‘Possible Solutions for Conflicts between Trade Marks and
Geographical Indications and for Conflicts between Homonymous Geographical
Indications’, 8 June 2000 (SCT/5/3).

See Chapter 5, Section 6 for further details.
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products. The products in question are no longer source identifiers since they
have become known as a type or style of product. ..*’

These threats to established trade marks and generic usage were identified
during the Uruguay Round leading up to the formation of the TRIPS GI
provisions.** As Chapter 2 documents, they were initially flagged up in the
late nineteenth century and remain very much part of the conversation
today. In many cases, these concerns are well founded and they cannot be
ignored. The following pages will reveal, that there are several problematic
claims and assumptions found within suz generis GI protection systems.
However, the response by those opposing su: generis GI protection is not
without its own biases and oversimplifications.

The response has two broad components. Taking into account the
conceptual ambiguity surrounding GIs, opponents argue that these geo-
graphical signs can be better accommodated within the registered trade
mark system, primarily as certification or collective marks. Since this more
‘rational’ and widely accepted model is available, they are often dismissive
of sui generis GI protection, tending towards a caricature of protectionism
in their critiques. The US has taken up the vanguard in recommending that
since GIs and trade marks share a functional equivalence, the former
category should be merged within the latter. Thus GIs ‘can be viewed as
a subset of trade marks. [They] serve the same functions as trade marks,
because like trade marks they are: 1) source-identifiers, 2) guarantees of
quality, and 3) valuable business interests’.*” The US argues that ‘both aim
to prevent consumers from being misled or confused as to whether the
goods they buy possess the anticipated qualities and characteristics’.*® This
functional similarity has been appreciated elsewhere as well. In Parma v.
Asda, the House of Lords, as it then was, stated that the purpose of GI
protection ‘is twofold. It is intended both to protect producers of the
products from unfair competition and to protect consumers from being

misled by the application to products of false or misleading descriptions’.*’

43 Prepared statement of Sarah Thorn, Director of International Trade, Grocery

Manufacturers of America in Hearings before the Committee on Agriculture, House
of Representatives on the Status of the World Trade Organization Negotiations on
Agriculture, (108-5) 108th Congress (2003) 273, 276.
4 See, e.g., GATT, ‘Minutes of Negotiating Group of 12-14 July 1989°, 12 September
1989 (MTN.GNG/NG11/14), [56]-[57], [61], [62].
See USPTO, ‘Geographical Indication Protection in the United States’, available at
www.uspto.gov/web/offices/dcom/olia/globalip/pdf/gi_system.pdf.
EC - Protection of Trademarks and Geographical Indications for Agricultural Products
and Foodstuffs, First Submission of the United States, 23 April 2004 (WT/DS174 and
290), [132].
47 Consorzio del Prosciutto di Parma v. Asda Stores Limited and Others [2001] UKHL 7;
[2002] FSR 3, [58] (LLord Scott of Foscote).
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Lord Scott noted that there is ‘an obvious similarity of purpose shared by
trade marks and [European PDOs]’.*® Similarly, the Swiss Federal Court
of Justice has observed that the ‘function both of trade mark protection
and of protection for appellations of origin is to ensure the distinguishing
function of the designation and to prevent mistaken attributions — whether
regarding the manufacturer or the place of origin’.*” More recently, the
EC]J has noted that the EU’s IGO registration system ‘meets both the
requirements of consumer protection ... and the need to maintain fair

.. 50
competition between producers’.’

As sui generis GI protection has proved controversial and GIs share
an apparent functional equivalence with trade marks, international
lobbying efforts have intensified to absorb these collectively used signs
within the trade mark regime, via certification or collective trade
marks.”’ The US actively subsumes GI protection under trade mark
law within the framework of a series of bilateral trade agreements.’”
Alongside this proposed amalgamation, opponents also contend that a
sut generis GI regime committed to strong standards of protection can
largely be explained on the basis of protectionism. If trade mark systems
can do the job, what else explains the existence of independent regimes
favouring GI collectives? Therefore some commentators have concluded
that GIs are a protectionist device for European regional producer
collectives and agricultural models.”” Seen as an act of resistance by

48 Tbid., [100].
49 Anheuser-Busch Inc v. Budéovicky Budvar Narodni Podnik [2001] ETMR 7, [82]
(Swiss FC).
5% Alberto Severi v. Regione Emilia-Romagna (C-446/07) [2009] ECR 1-8041; [2009]
ETMR 64, [53] (EC]).
See, e.g., the USPTO position, available at www.uspto.gov/ip/global/geographical/
index.jsp; Statement of Jon W. Dudas, Deputy Director, US Patent and Trade Mark
Office in Hearings before the Committee on Agriculture, House of Representatives on
the Status of the World Trade Organization Negotiations on Agriculture, (108-5) 108th
Congress (2003) 349; Communication from the US, ‘Suggested Method for Domestic
Recognition of Geographical Indications for WTO Members’, 11 March 1999 (IP/C/\W/134);
WIPO, ‘Report to the 7th Session of the SCT”, 27 May 2002 (SCT/7/4), [33].
A list of US FTAs is available at www.ustr.gov/trade-agreements/free-trade-agreements.
See e.g., J. Armistead, ‘Whose Cheese Is It Anyway? Correctly Slicing the European
Regulation Concerning Protections for Geographic Indications’ (2000) 10 Transnational
Law & Contemporary Problems 303, 318; D. B. Shalov, ‘Will the European Union Prove
to be Lactose Intolerant? (2004) 11 Cardozo Fournal of International and Comparative
Law 1099, fn 8; L. B. Nieuwveld, ‘Is This Really about What We Call Our Food or
Something Else? The WTO Food Name Case over the Protection of Geographical
Indications’ (2007) 41 International Lawyer 891; T. Broude, ‘Taking “Trade and
Culture” Seriously: Geographical Indications and Cultural Protection in WTO Law’
(2005) 26 University of Pennsylvania Journal of International Economic Law 623, 655
(‘More broadly, like other forms of agricultural protectionism, GIs may be construed as
necessary for the preservation of the farm culture of production in general’).
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the local against the global, ‘the desire to maintain what is local is
considered by many to be ... perhaps protectionist’.”* By denying the
use of feta as a generic term, those who claim Feta as a protected term
are insulating themselves against generic competitors using the same
designation. It must be recalled that GI protection does not prevent
others from manufacturing a white cheese in brine that tastes broadly
similar. They simply cannot describe it as Feta, but this could impede
the signalling of substitutability. GIs are portrayed as the objects of
realpolitik gambits with favourable trade outcomes, rather than nuances
of intellectual property doctrine, informing negotiating positions.’’
‘Although rerroir and a claim for a unique communications function for
[GIs] is the European Union’s public rhetoric ... [the] European Com-
mission has a simpler goal: control of geographic words for their evoca-
tive value in the marketplace. The monopoly rents available from
exclusive control of this evocative value drive the EU position in the
debates.””® There is some evidence to support these misgivings, such as
the greater emphasis being placed on GIs in response to declining
market shares for European wines as they are outperformed by competi-
tors from the Americas, Australia and South Africa.”” Yet collapsing
GI regimes into a functional equivalent (or even a poor cousin) of
trade mark law, whilst restricting the explanations for the existence of
sui gemeris systems to mere protectionism is an unsustainable
generalisation.

The critique of sui generis GI protection in turn provokes a counter-
response, which is based on the understanding that the overlap between
GIs and trade marks is only partial. This challenges the premise of
the registered trade mark system being a complete functional substitute.
To a certain extent, GI protection is attuned to protecting consumer
interests and protecting legitimate producers against unfair competitive
practices in the marketplace. However, this is only the starting point.

3% M. Echols, Geographical Indications for Food Products: International Legal and Regulatory

Perspectives (Kluwer, Alphen aan den Rijn 2008), 3.

S. Stern, ‘Geographical Indications and Trade Marks: Conflicts and Possible

Resolutions’, 13 June 2003 (WIPO/GEO/SFO/03/13), [4].

Hughes, ‘Champagne, Feta, and Bourbon’, 305.

>7 The crisis is acknowledged in Recital 2 of Council Regulation (EC) No 479/2008 of 29
April 2008 on the Common Organisation of the Market in Wine [2008] OJ 1.148/1
(‘Wine consumption in the Community has been steadily diminishing and the volume of
wine exported from the Community since 1996 has been increasing at a much slower
rate than the respective imports. This has led to a deterioration of the balance between
supply and demand which in turn puts producers’ prices and incomes under pressure’).
See also M. Torsen, ‘Apples and Oranges (and Wine): Why the International
Conversation Regarding Geographical Indications is at a Standstill’ (2005) 87 Journal
of the Patent and Trade Mark Office Sociery 31, 40-5.
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GIs (usually those towards the AO end of the spectrum) differ in that
they implicate a collective interest as opposed to a private commercial
interest; they signal the associated product’s link to a specific geogra-
phical origin and the degree of ‘quasi-public’ or state involvement
in their recognition is greater.”® These features of form and function
facilitate a range of distinct policy agendas.

There are multiple objectives behind the protection of GlIs: first, protection of
consumers against fraud; second, protection of the producer of the good; third,
territorial, local, regional and rural development; and, fourth, conservation of
the biological resources, biodiversity and cultural diversity.”’

Chapter 6 considers the extent to which GIs regimes are designed
differently, to deliver on distinct goals and priorities. In alluding to this
difference, the legal literature resorts to the language of ‘ideological
schisms’,°” ‘fundamental, philosophical confict[s]’,°’ the existence of
‘very divergent system of laws and bodies of belief’®” and ‘profound
cultural differences’.®” Yet the differences have never been satisfactorily
worked out. A genealogy of today’s GI, as a distinct conceptual category,

has never been attempted.

3. Contribution and organisation

How has the GI come to mean what it does and function in the way
that it does? In retracing the construction of this distinct category of
subject matter within international IP law, this book seeks to bring
the current controversies within the TRIPS Agreement into focus. It is
impossible to make sense of the TRIPS Agreement without appreciating
its inheritance. Given the conceptual and terminological ambiguity, the
mapping metaphor was hard to resist in a work on geographical signs.

%8 See respectively, Budéjovicky Budvar Narodni Podnik v. Rudolf Ammersin GmbH (C-478/
07) [2009] ECR I-7721; [2009] ETMR 65, [82] (AG Ruiz-Jarabo Colomer);
M. Agdomar, ‘Removing the Greek from Feta and Adding Korbel to Champagne:
The Paradox of Geographical Indications in International Law’ (2008) 18 Fordham IP
Media and Entertainment Law Fournal 541, 577; OECD, Appellations of Origin and
Geographical Indications in OECD Member Countries: Economic and Legal
Implications (COM/AGR/APM/TD/WP(2000)15/FINAL), 10.

59 Marie-Vivien, ‘The Role of the State’, 121.

% Torsen, ‘Apples and Oranges (and Wine)’, 32.

61 IN'TA Resolution, Protection of Geographical Indications and Trademarks, 24 September

1997.

L. A. Lindquist, ‘Champagne or Champagne? An Examination of US Failure to

Comply with the Geographical Provision of the TRIPS Agreement’ (1999) 27 Georgia

FJournal of International and Comparative Law 309, 312.

53 Tlbert and Petit, ‘Are Geographical Indications a Valid Property Right?’, 503.

62
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However, the accompanying baggage proved too burdensome.®* It
was abandoned in favour of an analysis of relational legal categories
such as the IS, AO and GI as Weberian ideal types, i.e. conceptual and
not normative ideals. The relativistic conceptual analysis is aided by an
attempted genealogy, or perhaps geology, of GIs. There is an obsession
with TRIPS in contemporary scholarship, as if it were a self-contained
code, but it is only the tip of the iceberg. Apart from exposing the
contingencies of this multilateral agreement and recovering the transi-
tions between the categories leading up to it, this approach also reveals
the existence of at least two intersecting epistemic frameworks in this
area. Put simply, do we protect signs on the basis of ensuring their
communicative coherence (communicative logic) or do we universally
reserve the use of signs for a certain group because we value the
underlying product associated with the sign for its link to a specific
place (zerroir logic)? The two logics overlap, as communicative logic
at the national level — when the IGO is recognised in the home jurisdic-
tion — often shades into zerroir logic at the international. For this
reason, international protection was chosen as the appropriate level of
analysis, since the interaction between divergent national approaches
generates epistemic churn. The analysis concludes by suggesting that
alongside a careful re-evaluation of the subjects of the law (consumers
and producers), we may need to reconsider the manner in which its
objects (signs and regional products) are constituted. This historical
approach was also adopted to showcase the limitations of the thin
version of neoclassical law and economics that otherwise occupies the
theoretical foreground. It is descriptively inaccurate or simply silent on
several doctrinal aspects of international GI protection, whereas its
normative prescriptions presume a considerable overlap with the goals
of trade mark protection. There is far more to GIs than this account
acknowledges — law’s constitutive influence and legitimating functions,
the choice between prioritising production or consumption as the privi-
leged site for definitional purposes, the opposing forces of homogeni-
sation and distinction in a globalising world, attributing authorship to
nature, a defence of place, the liberal individualism underpinning
much of modern IP law juxtaposed against the collective or associ-
ational ideals associated with AOs, the evolving relationship between
market and state, and even notions of authenticity in the face of
mimesis.

64 Maps tend to simplify and distort. They also suggest neat boundaries and disciplined,
exclusive categories, while the research here suggests that continuity and overlaps are far
more prevalent in this area.
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The advantage of the historical approach adopted here is that it casts
new light on familiar questions, enabling us to reformulate them more
meaningfully in the process. It also opens up a menu of interpretative
options in some situations, while revealing the basis for existing con-
straints in others. The archival research directly addresses the following
questions:

(1) Why is there such an abundance of terminology as well as overlapping
regimes of protection in this area?

(2) How did the notion of a link between product and place arise (and
to what extent does it recognise people)?

(3) Why does the European GI registration system have two distinct
definitions but only one level of protection?

(4) Why does the TRIPS definition refer to qualities, characteristics or
reputation as three alternative means to link product to place?

(5) Is there an explanation for the two distinct levels of protection in
Articles 22 and 23 of TRIPS?

(6) How should we determine generic status?

(7) More generally, to what extent is GI protection distinct from the
goals of trade mark law?

Since GIs have been insufficiently unpacked to date, this book sets out to
provide a framework for thinking about this area. It tends towards
theoretical explanations rather than theoretical justifications, to the
extent that such delineations are possible. It is ambitious of necessity,
seeking out the (many) gaps in explanations and awkward silences in the
literature. Much that is interesting lies in the detail. A related purpose of
this book is bibliographical. It is time we moved beyond the endless
descriptive regurgitation of international treaties that has become a
permanent fixture of the legal scholarship in this area, when there are
far more interesting avenues of research to be pursued.

The organisation follows a broadly historical trajectory and Part I is
concerned with origins. Any response to the question of whether GIs are
a form of IP must begin by addressing the puzzle of the inclusion of the
IS within the Paris Convention of 1883. What was a sign which merely
indicates geographical origin doing within an industrial property con-
vention? Where was the valuable intangible that we associate with IP
protection? Revisiting the history of the IS in both the Paris Convention
and the Madrid Agreement is instructive because (1) it accounts for the
swarm of disparate institutional mechanisms regulating origin marking;
(2) it reveals a collectively generated reputation to be the valuable
intangible that is the object of the industrial property right; (3) while
identifying the conceptual and pragmatic reasons for treating these signs
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as a category distinct from trade marks. Of particular interest to IP
scholars will be the exploration of alternative possibilities, unfair compe-
tition prevention and collective mark protection, considered within the
Paris Convention. The Madrid Agreement is also of interest since it
marks the transition from the IS to the AO, officially incorporating
terroir logic for the first time.

Having introduced the notion of a special link between certain types
of products and their regions of origin, Chapter 3 explores wine as the
paradigmatic subject matter for IGO protection, which sets the initial
benchmarks and boundaries for the subject matter template. Terroir is a
crucial ingredient in the processes of legitimation whereby IGOs are
treated as a discrete category of protected signs. Its origins and influ-
ences are unpacked in some detail. Given the specific contingencies of
the French national experience, the chapter concludes by asking whether
the story of wine should become the story for all GIs. The Lisbon
Agreement is the subject of Chapter 4. It documents attempts to expand
the subject matter bubble beyond products of the vine to incorporate
agricultural products and even crafts. In the process, the link between
product and place is reconfigured to recognise the contribution of
culture, or human factors, alongside nature. Yet compromises that affect
the coherence of certain claims are made in the process of establishing a
more abstract definition. The chapter also looks closely at the workings
of this Agreement and its interpretation by various national courts.
Finally, it disentangles the various categories of purported misuses
of geographical signs by third parties, underlining the exceptional
nature of ‘absolute’ protection. This tier cannot be justified according
to principles conventionally found in unfair competition doctrine and
based upon communicative logic.

In Part IT of this book, the focus shifts to the present, which perches
precariously upon the past. The TRIPS Agreement contains the current
framework for the international protection of GIs and Chapter 5 tries
to make sense of its provisions. It provides an account of the shape
and form of contemporary rules, identifying and explaining the signifi-
cance of the compromises which have been papered over. TRIPS reflects
the equivocation between an unfair competition derived communicative
paradigm and the zerroir paradigm. Following this, it considers the extent
to which prescriptive attempts to relocate or reinvent the basis for GI
protection can build upon historic foundations, informed by unfair
competition logic and dependent upon the meaning of the sign. The
present and future rest on the past, which remains poorly understood.
By establishing continuities with Part I, Chapter 5 identifies and unpacks
the unfinished business that distorts the TRIPS architecture. The
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analysis is rounded off in Chapter 6, with a review of contemporary
debates before the TRIPS Council and some speculation about their
epistemic significance. The newer arguments in support of the extension
of Article 23 or the establishment of a multilateral register have the
potential to recognise regional products as an additional object of
GI protection, alongside the sign. Chapter 7 concludes by selectively
re-emphasising the insights gleaned. Finally, some notes on housekeep-
ing. All translations are the author’s unless otherwise indicated. Internal
citations are omitted in quotations. Spellings have been standardised for
ease of perusal (e.g., ‘trademark’ being replaced by ‘trade mark’). All
internet references are valid as of 31 May 2011.
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2 The Indication of Source — Paris
and Madrid

1. Introduction

How were signs indicating geographical origin conceived of as suitable
subject matter for IP law? This is the thematic line of enquiry developed
across the first part of this book. Although present negotiating positions have
deep historical roots, much has been forgotten. Prior to 1994, three multi-
lateral agreements administered by the World Intellectual Property Organ-
ization (WIPO) addressed the protection of geographical signs. They set the
parameters for subsequent negotiations while introducing two very different
definitional visions of subject matter — the Indication of Source (IS), corres-
ponding to a minimalist regulation of truth telling, and the Appellation of
Origin (AO), embedded in more elaborate, registration-based architecture.
Part T of this book retraces the journey from the IS to the AO. The key
debates driving the transition are as follows: should these geographical signs
constitute a distinct category within the IP canon? Consequently, should the
scope of protection depend upon the message they convey to particular
audiences, or should they be protected regardless of semantic reception
because they are valued for other reasons? The responses to these questions
determine both the form and scope of protection granted.

Chapter 2 takes up the story of the IS and investigates the following
puzzle. A number of regulatory regimes have an interest in truthful
origin marking, including penal regimes preventing fraud, rules of origin
regimes for tariff classification purposes and phytosanitary regimes. So
why was a simple indication of geographical origin folded within a
system regulating the use of valuable intangibles? Under what circum-
stances did the language of property make an appearance in legal dis-
course? The founding of the Paris Convention for the Protection of
Industrial Property in 1883 is the starting point for this investigation.

! Paris Convention for the Protection of Industrial Property, 20 March 1883 as revised at
Stockholm on 14 July 1967, 828 UNTS 305 (1972), (hereafter, the Paris Convention).
All WIPO treaties are also available at www.wipo.int/treaties/en/.
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This instrument introduced both the IS and AQO, although it regulates
only the former. It prohibits the use of false indications of source, with
an emphasis on border measures such as seizure by customs authorities
or simply barring the entry of imports. It is closely followed by the
Madrid Agreement for the Repression of False or Deceptive Indications
of Source on Goods of 1891.7 This treaty extends the scope of protec-
tion for the IS. More significantly, it affords higher levels of protection
for products of the vine and signals the transition from the IS to the AO.
In the process, the Madrid Agreement affords the first glimpses of the
conceptual realignments leading up to the Lisbon Agreement for the
Protection of Appellations of Origin and their International Registration
of 1958.” The third of the WIPO treaties, considered in Chapter 4,
establishes an international registration system for AOs and provides
for property-like standards of protection by moving beyond protection
contingent on harmful conduct, such as misleading uses.

A close study of these international agreements offers up a rich yield
of insights because developments in this area have traditionally been
driven by a top down approach. The ‘international legal rules associ-
ated with the protection of geographical indications do not derive their
authority from longstanding or widespread presence of analogous rules
within national laws prior to signature of the TRIPS Agreement
in 1994, such that these international rules could be considered to
reflect general principles of law’.* These agreements established an
institutional setting where different models of Indications of Geograph-
ical Origin (IGOs) protection were proposed and resisted. Terminological
and conceptual apparatus have crystallised across a century of inter-
national treaty negotiations, shaping the legal discourse in this area.
Yet contemporary scholarship introduces these formative instruments
as preliminaries to the main event, something to be skimmed over for
the sake of completeness. Such token acknowledgment is based on
their perceived irrelevance in a post-TRIPS world, the lack of enforce-
ment mechanisms or, for the more specialised agreements, the modest
numbers of signatories.’

Madrid Agreement for the Repression of False or Deceptive Indications of Source on
Goods, 14 April 1891, 828 UNTS 389 (1972), (hereafter, the Madrid Agreement).

3 Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration, 31 October 1958, 923 UNTS 205 (1974), (hereafter, the Lisbon Agreement).
WIPO, ‘The Definition of Geographical Indications’, 1 October 2002 (SCT/9/4), [3].
E.g., L. A. Lindquist, ‘Champagne or Champagne? An Examination of U.S. Failure to
Comply with the Geographical Provisions of the TRIPS Agreement’ (1999) 27 Georgia
Fournal of International and Comparative Law 309, 314-15; M. Blakeney, ‘Geographical
Indications and Trade’ (2000) 6 International Trade Law and Regulation 48, 52; R. Harle,
‘AIPPI and the Appellations of Origin, Indications of Source and Geographical

IS
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Unfortunately, this dismissal overlooks their decisive contribution
in framing the current regime. These treaties provided the rubric for
debating the terms on which IGOs ought to be the subject matter
of IP law. Revisiting the ravaux préparatoires reveals why key concepts
and opposing views settled into such durable patterns. While prevent-
ing blatantly deceptive conduct has traditionally grounded arguments,
there are repeated attempts to protect a commercially valuable reputa-
tion even in the absence of confusion or deception.” Excavating
the early framing devices, analogies, justifications and their critiques,
as well as associated institutional apparatus, exposes the process by
which IGOs emerge as distinct subject matter. This focus does not
indicate a desire to bracket legal discourse in this book, as is evident
from the interdisciplinary vantage points adopted for studying wine
production in Chapter 3. Instead this approach seeks to clarify the
manner in which the various iterations of IGOs have functioned in IP
discourse by looking at particular operational categories over the course
of a century.

2. The Paris Convention

The Paris Convention was concluded in 1883 and revised several times
during the twentieth century.” It remains an early landmark in inter-
national intellectual or industrial property® protection for its principles
of national treatment for foreigners,” priority afforded to proprietors of

Indications’, in AIPPI, 1897-1997 Centennial Edition (AIPPI Foundation, Basle 1997),
255, 257; X-T. N. Nguyen, ‘Nationalizing Trade Marks: A New International Trade
Mark Jurisprudence?’ (2004) 39 Wake Forest Law Review 729, 758-60; M. Torsen,
‘Apples and Oranges (and Wine): Why the International Conversation Regarding
Geographical Indications is at a Standstill’ (2005) 87 Journal of the Patent and Trade
Mark Office Society 31, 34—6.

Depending on the jurisdiction and context, deception is usually treated as distinct from a
misleading or confusing use. It may require an additional element, such as establishing
intent to deceive (focusing on the defendant’s mental state) or a measurable impact on
consumer behaviour, in the sense that the deception will influence a purchase decision
(focusing on the effect).

Revisions at Brussels on 14 December 1900, Washington on 2 June 1911, The Hague on
6 November 1925, London on 2 June 1934, Lisbon on 31 October 1958 and Stockholm
on 14 July 1967; and as amended on 28 September 1979.

‘Intellectual property’ and ‘industrial property’ are used interchangeably throughout this
work, depending upon the historical materials being considered. Conventionally, the
former is seen as the umbrella term which absorbed both ‘literary property’ and
‘industrial property’. See WIPO Introduction to Intellectual Property — Theory and Practice
(Kluwer Law International, London 1997), 3; Cf. J. Hughes, ‘Notes on the Origin of
Intellectual Property: Revised Conclusions and New Sources’, Cardozo Legal Studies
Research Paper No. 265 (11 July 2009).

° Art. 2.

o

<
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registered intellectual property rights within the folds of its member-
ship'’ and minimum substantive standards of protection.'' It is add-
itionally significant for establishing the Bureaux Internationaux Réunis
pour la Protection de la Propriété Intellectuelle (BIRPI), which would
consolidate technical expertise and influence international rule setting
as the predecessor to WIPO.'” Prior to TRIPS, this convention was
the big tent of international IP regulation and has attracted an impressive
number of signatories over the years.'” However, a well-recognised
limitation is the variable implementation of its substantive standards
at the national level. The Convention leaves ‘considerable freedom
to the countries of the Union to legislate on questions of industrial
property according to their interests or preferences’.'” It also lacks an
effective dispute settlement mechanism to resolve complaints of non-
compliance.'” Perhaps most significantly, to contemporary observers the
GI provisions seem to lack bite.'® Despite these deficiencies, the Paris
Convention is our springboard because of its taxonomic implications.
It formally recognises the existence of the IS as a separate category
within the international classification of industrial property. Those with
an unhurried view of this area concur that it was ‘in the course of the
years ... closely following 1880 that we saw the development of the
principle of protecting that which is now agreed should be referred
to as geographical indications’."” Writing in the early decades of multi-
lateral intellectual property protection, Stephen Ladas noted that prior
‘to the Convention of 1883, few countries protected indications of origin
by their domestic law, and the remedies for the repression of false

10 Art. 4(A)(1).

"' For our purposes, the relevant provisions are: Art. 1 (definition of industrial property);

Art. 9 (sanctions including seizure on importation); Art. 10 (proscription against false

indications); Art. 10bis (unfair competition) and Art. 10zer (standing to initiate

proceedings and remedies).

BIRPI, L’Union Internationale pour la Protection de la Propriété Industrielle — Sa Fondation et

son Développement (Bureau de I’Union, Berne 1933), 127-48.

Presently, it has 173 Contracting Parties. See www.wipo.int/treaties/en/ip/paris/.

G. H. C. Bodenhausen, Guide to the Application of the Paris Convention for the Protection of

Industrial Property (Bureau de I’Union, Geneva 1968), 15.

While Art. 28 stipulates that disputes over the interpretation or application of the

convention may be brought before the International Court of Justice (IC]), it also

clarifies that signatories can choose not to be bound by this provision. There is no
record of any such proceeding being brought before the ICJ to date.

16 WIPO, “The Need for a New Treaty and its Possible Contents’, 9 April 1990 (GEO/CE/
1/2) [18]; W. Moran, ‘Rural Space as Intellectual Property’ (1993) 12 Political Geography
263, 268 (The ‘protection offered by the Paris Convention is relatively weak’);
Lindquist, ‘Champagne or Champagne?’, 315 (Prior ‘to the TRIPS Agreement,
geographical indications received little international protection’).

17 Harle, ‘AIPPI and the Appellations of Origin’, 255.
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indications of origin were very inadequate, [being] recognized and regu-
lated in most of the countries about the same time by national and
international legislation’.'®

The international recognition of GIs in effect begins with the definition
of ‘Industrial Property’ in Article 1(2) of the Paris Convention, which

refers to both the IS and the AO'’ alongside more familiar categories:

The protection of industrial property has as its object patents, utility models,
industrial designs, trade marks, service marks, trade names, indications of source
or appellations of origin, and the repression of unfair competition.

The very process of accommodation within the broad parameters of
industrial property provides us with two valuable insights. First, it intro-
duces the controversial distinction between natural and manufactured
products.”’ As we will see over the course of Part I, this marks an
important boundary when accounting for the ontological independence
and scope of GI protection. Since GIs have routinely been associated
with wines, spirits, agricultural products and foodstuffs, Article 1(3)
expressly refers to ‘agricultural and extractive’ industries:

Industrial property shall be understood in the broadest sense and shall apply not
only to industry and commerce proper, but likewise to agricultural and extractive
industries and to all manufactured or natural products, for example, wines,
grain, tobacco leaf, fruit, cattle, minerals, mineral waters, beer, flowers and flour.

Agricultural products (and wines in particular) were mentioned during
the initial Paris negotiations”' and included in the Protocol to the final
treaty of 1883. To formalise the inclusion, this particular provision was
introduced during the Washington conference in 1911 and further
amended at The Hague conference in 1925 to take account of specific
examples of agricultural industries. Supporters of the amendments
included those directly affected by the question of whether ‘industrial’
property rights could apply in the context of ‘natural’ products and
explains Cuba’s request for tobacco leaves to be included in the illustra-
tive list.”> Alongside the question of whether natural products were

18 S. P. Ladas, The International Protection of Industrial Property (Harvard University Press,
Cambridge MA 1930), 658-9.

The AO was added after The Hague revision conference in 1925. For attempts to
distinguish between the two categories, see Chapter 4.

The analysis here does not subscribe to or naturalise such binary distinctions. It merely
traces their deployment in these formative debates.

Actes de la Conférence Internationale pour la Protection de la Propriété Industrielle
(Ministére des Affaires Etrangéres, Impr. Nationale, Paris 1880), 32-3, (hereafter,
Actes de Paris).

See Actes de la Conférence de la Haye (Bureau International de ’Union, Berne 1926),
535, (hereafter, Actes de la Haye).
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covered, the desire for clarification related to experiences with French
national legislation regulating the marking of products.”” The influential
penal legislation of 1824,* designed to repress fraudulent marking, was
interpreted to apply to manufactured articles (‘objet fabriqué’) alone.””
Some French courts had initially ruled that this law did not apply
to marks on ‘natural’ products, which were left to find shelter under
concurrence déloyale, the prohibition against unfair competition within
French delict doctrine.”® In particular, there had been some debate
about whether wine was a natural or manufactured product. Therefore
clarifying that industrial property rights could exist in the context of
‘all manufactured or natural products’ was deemed necessary.

The listing of IP categories in the Convention also affords us a second
insight, which is derived from attempts to situate the IS within the
broader genus of unfair competition prevention during these deliber-
ations. For instance, at The Hague conference, when considering the
enumerated categories in the definition, the Italian delegate suggested
that false indications of provenance could be incorporated within the
broader grouping of unfair competition.”” Again subsequent discussions
refer to a proposal from Poland to amalgamate the protection of trade
marks, trade names and indications of source more logically under the
repression of unfair competition.”® Although this particular tidying up
exercise was unsuccessful, it introduces the notion that the regulation of
place names had been consistently located within the broader family
of unfair competition prevention regimes. As we see towards the end of
this chapter, the illumination from this genealogical insight is muted,
because the unfair competition family is both vast and varied. Determin-
ing when conduct between competitors should be legally recognised
as unfair remains contested territory and IGOs need to be carefully
situated within this family. Recurrent references to unfair competition
do, however, provide us with clues as to the valuable intangible sought to
be protected and why the IS was included within the taxonomy of
industrial property law to begin with.

3 Ibid., 536.

2% Loi du 28 juillet 1824 Relative aux Altérations ou Suppositions de Noms dans les
Produits Fabriques (1825) 7 Bulletin des Lois No. 19, 65, (hereafter Law of 1824).
Reproduced in E. Calmels, De la Propriété et de la Contrefagon (Cosse, Paris 1856),
838-9. For an English translation, see C. E. Coddington, A Digest of the Law of Trade
Marks (Ward and Peloubet, New York 1878), 380-1.

25 N. Olszak, Droit des Appellations d’Origine et Indications de Provenance (TEC & DOC,
Paris 2001), 35.

26 1.. Jaton, La Répression des Fausses Indications de Provenance et les Conventions
Internationales (Librairie Générale de Droit et de Jurisprudence, Paris 1926), 25.

27 Actes de la Haye, 412. 28 Ibid., 535.
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2.1 The Indication of Source

While ‘indication of source’ is used in Articles 1(2) and 10 of the Paris
Convention and throughout the Madrid Agreement, neither instrument
supplies a definition. One may be inferred from Article 1(1) of the Madrid
Agreement, which states that all goods ‘bearing a false or deceptive indica-
tion by which ... [a Union country], or a place situated therein, is directly
or indirectly indicated as being the country or place of origin shall be seized
on importation into any of the said countries’. An IS therefore refers to a
country, or region within it, as being the place of origin of a product.

WIPO’s suggested definition is an ‘expression or sign used to indicate that

. .. . . . 9
a product or service originates in a country, region or specified place’.”

The emphasis is on geographical origin, as opposed to the commercial
origin or trade source of the product, traditionally considered to be the
communicative domain of a trade mark.’® Examples include the name
of a place on a product, or expressions such as ‘Product of Papua
New Guinea’ or ‘Made in Macedonia’. An ‘indication’ is a fairly broad
signifier, covering place names such as ‘Darjeeling’ associated with a tea
growing region in Eastern India,’’ iconic images such as the Bird’s Nest
stadium, Sphinx or Shamrock,’” or it may even be a distinctive barrel’’

2%'S. 1(b) of the WIPO Model Law for Developing Countries on Appellations of Origin
and Indications of Source, (WIPO, Geneva 1975). See also: WIPO, ‘Introduction to
Geographical Indications and Recent Developments in WIPO’, 12 June 2003 (WIPO/
GEO/SFO/03/1), [4] (‘Consequently an indication of source can be defined as an
indication referring to a country, or to a place in that country, as being the country or
place of origin of a product’).

3% For trade marks, see, e.g., Hanover Star Milling v. Metcalf 240 US 403, 412 (1916) (‘The
primary and proper function of a trade mark is to identify the origin or ownership of the
article to which it is affixed. Where a party has been in the habit of labeling his goods
with a distinctive mark, so that purchasers recognize goods thus marked as being of his
production, others are debarred from applying the same mark to goods of the same
description’); Philips Electronics NV v. Remington Consumer Products Lid (C-299/99)
[2002] ECR 1-5475; [2002] ETMR 81 (EC]) (The ‘essential function of a trade
mark is to guarantee the identity of the origin of the marked product to the consumer
or end-user by enabling him, without any possibility of confusion, to distinguish the
product or service from others which have another origin, [thereby offering] a guarantee
that all the goods or services bearing it have originated under the control of a single
undertaking which is responsible for their quality’).

Tea Board of India v. The Republic of Tea Inc 80 USPQ 2d 1881 (TTAB 2006).

32 Shamrock Trade Mark [1986] FSR 271 (BGH). It was used by the defendant as a mark

to indicate Irish origin in collective national promotions between Ireland and Germany.

The barrels for the wines of Bordeaux were entitled to a special form and dimensions, so

as to remain distinctive. W. van Caenegem, ‘Registered Geographical Indications:

Between Rural Policy and Intellectual Property — Part II’ (2003) 6 JWIP 861, 862.

He further argues that these larger barrels gave the wine producers entitled to their

exclusive use an anti-competitive advantage, as the wine travelled better and freight

charges, imposed per barrel, were reduced.
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or bottle shape.’ In principle, any symbol used on materials associated
with the sale of a product and which communicates a specific geograph-
ical origin for that product should qualify. Regarding the area indicated,
this could be a country, region, city or town or even smaller unit. Thus
the ontological question of identifying which signs are indications of
source is answered by drawing on principles first developed in the
context of trade mark law.”” The algorithm for this relies upon the
communicative function of the sign — does it indicate the geographical
origin of the product to the relevant audience?

Having established this algorithm for the IS, most commentators
move swiftly onwards. Yet this raises more doubts than it resolves. If
an IS merely indicates the place of origin or production, then why should
it be included under the ambit of industrial property? After all, there
are other bodies of law concerned with truth-telling on labels. Professor
Audier asserts that an IS indicates ‘the “origin” of the goods or the
products for customs purposes’’® while Advocate-General Colomer
opined during the European Feta litigation that the IS has more rele-
vance for the purposes of consumer protection.”’ What emerges from
the historical records is that not only did these diverse regimes overlap
with the IS in terms of subject matter, they were operationally deployed
to prevent the use of misleading indications of geographical origin and
acknowledged as a means of satisfying Paris Convention obligations.
In 1902 one of the leading treatises identifies the following array of
responses to the IS protection requirement under the Paris Convention:
for Germany it is the law against unfair competition of 1896, supple-
mented by the trade mark legislation of 1894; Austria lacks any specific
laws but is considering their enactment; Belgium relies on its Penal
Code, as do Italy and the Netherlands; Brazil’s response is found in
the trade mark law of 1897, including detailed provisions for seizure by

3% Bergkelder Bpk v. Vredendal Kosp Wynmakery [2006] SCA 8 (RSA), [2]. Here the South
African Supreme Court was critical of German producers’ attempts to protect the shape
of the infamous ‘goat’s pouch’ (Bocksbeutel) as an indication of origin despite long-
standing usage by Italian and Portuguese wine makers.

3> L. Bently, “The Making of Modern Trade Marks Law: The Construction of the Legal

Concept of Trade Mark (1860-80)’, in L. Bently, Jane C. Ginsburg, Jennifer Davis

(eds.) Trade Marks and Brands: An Interdisciplinary Critique (Cambridge University

Press, 2008), 3, 28.

J. Audier, ‘Protection of Geographical Indications in France and Protection of French

Geographical Indications in Other Countries’, October 1997 (WIPO/GEO/EGR/97/8

Rev), 3.

See Federal Republic of Germany and Kingdom of Denmark v. Commission of the European

Communities (C-465/02 & C-466/02) [2005] ECR I-9115, [70] (The ‘safeguarding of

so-called simple indications of source is not based on the protection of industrial and

commercial property, but rather, where applicable, on the protection of consumers”).
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customs authorities; Spain has bespoke ordinances prohibiting fraudu-
lent marking for specific products; Britain relies on the penal provisions
of the Merchandise Marks regime supplemented by customs regula-
tions; Russia draws upon customs rules and procedures to regulate
origin marks; Japan, Norway, the Dominican Republic, Serbia and
Tunisia apparently do not have any relevant laws and so on.”® This
diversity continues to flourish in subsequent inventories. Approxi-
mately three decades after the advent of the Paris Convention, an
official survey of forty jurisdictions for the British Parliament once
again revealed the range of laws that apparently satisfied the obligation
in Article 10.°° A further survey of the laws of forty-two countries
in 1913 indicates that despite many being signatories of the Paris
Convention, few dedicated regimes were in place for preventing the
sale or importation of products bearing false indications of origin.*’
This is evident once again in BIRPI’s synoptic table of legislation from
1925, where penal laws directed at fraud, civil actions in tort or delict,
revenue legislation, embryonic unfair competition regimes, trade and
merchandise mark statutes, customs regulations and bespoke legisla-
tion prohibiting misleading labelling on specific products, such as hops
or cotton textiles, all picked up this slack.’

It is particularly striking that customs rules and regulations find frequent
mentions, since this underlines the outward looking or international trade-
related concerns surrounding IS protection. Furthermore, each of these
regimes represented a distinct configuration of consumer, general public,
legitimate producer and competitor interests. This would determine the
parties who could initiate legal proceedings (defrauded consumers,
wronged individual producers, representative producer associations); the
nature of proceedings (civil, criminal, administrative); the remedies
available (injunctions, damages, imprisonment) as well as the important
question of who would bear the costs (individual traders, public pros-
ecutors, customs authorities). In these early iterations IGO protection
gambits are scattered across a variety of legislative and institutional
settings. To take one example, while the tort of (extended) passing off
is widely considered to be the common law’s primary response to IGO

38 M. Pelletier and E. Vidal-Naquet, La Convention d’Union pour la Protection de la Propriété
Industrielle du 20 Mars 1883 (Larose & Forcel, Paris 1902), 258-62.

°® Reports from His Majesty’s Representatives Abroad on the Laws in Force in the
Principal Foreign Countries to Prevent the Sale or Importation of Goods Bearing a
False Indication of Origin 86 PP 739 [Cd 5531] (1911).

40 B. Singer, Trade Mark Laws of the World and Unfair Trade (Hammond Press, Chicago IL

1913), 602-18.
41 Actes de la Haye, 150-9.
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protection,*” it is significantly predated by the series of penal Merchandise
Marks Acts dating back to 1862. Archival research into the regulation of
trade descriptions under this regime, including descriptions of geograph-
ical origin, reveals reputed regional products and familiar legal issues.”’
Yet as a result of this morphological diversity, the IS no longer matches
up to the expectations of modern IP doctrine. In differentiating between
the IS and AO at the Lisbon Revision Conference, BIRPI suggested that
the use of false indications was prevented under the consumer protection
remit of unfair competition regulation.”* It also emphasised the manda-
tory nature of source or origin marking on products for export purposes,
in contrast to optional AO status which appeared to be a more deserving
candidate for IP protection.”” All this merely amplifies the enigma: why
was simple geographical origin marking included within an intellectual
property convention in the first place?

In the remainder of this chapter, a response to this question is
developed along the following lines. The first move is to identify the
valuable intangible that was the object of protection. The unambiguous
answer from legal discourse is that it corresponds to the reputation
surrounding certain famous regional products. However, that reputation
was atypical in that it was collectively generated and accreted around a
geographically descriptive term. The incorporation of such terms within
the registered trade mark system proved challenging as that system was
designed around individual proprietors using distinctive signs. Mean-
while other categories of identifiers, such as trade names, existed outside
of these early trade mark registration systems. Therefore by the late
nineteenth century, parallels are frequently drawn between trade names
and indications of origin. Both these categories, along with unregistered
trade marks, were protected via an array of legal regimes directed at
preventing unfair competition between market participants,”® often
where the result was to disadvantage the consuming public. Since a
reputation protection agenda was grafted on to a number of existing
legal instruments, with miscellaneous objectives and institutional con-
figurations, this valuable intangible drifts out of focus in subsequent

42 See Chapter 3.

43 See D. Higgins and D. Gangjee, ““Trick or Treat?” The Misrepresentation of American
Beef Exports in Britain during the Late Nineteenth Century’ (2010) 11 Enterprise and
Society 203.

41 See Actes de la Conférence de Lisbonne (Bureau de 1’Union, Geneva 1963), 771,
(hereafter, Actes de Lisbonne).

* Tbid., 772.

C. Wadlow, The Law of Passing Off: Unfair Competition by Misrepresentation, 3rd edn

(Sweet & Maxwell, London 2004), 61 (These regimes included ‘various combinations

of civil, criminal and administrative law’).
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analyses of the IS. To the extent that a common platform did exist across
these regimes, it was the prevention of misleading marking. While the
prevention of false labelling was initially a promising banner under which
to rally support and had potential at the national level, a geographical sign
gives rise to its own discrete set of concerns where international protec-
tion is sought. Put simply, meaning is slippery and while a sign may
indicate a specific origin and quality in its ‘home’ jurisdiction, there is
no guarantee that these referents stay fastened as the sign crosses into new
markets. A name which is considered geographical in one context may
also be used fancifully (e.g. AMAZON.COM), generically (dijon mustard
or cheddar cheese) or allusively (a “Thai Restaurant’ in London). Formal
geographical names (i.e. corresponding to a place on a map) on products
do not always communicate an eponymous origin for those products.
At this stage the fraud prevention argument starts to lose traction.

Additionally, origin marking was the subject of intense debates in the
context of free trade during this period.*’ National or imperial origin
marks”® were seen as vectors for furthering non-tariff preference setting
agendas and thus in tension with free trade commitments. Finally, with
the growth in international trade and changing consumer preferences,
the very notion of certain products having a single and neatly circum-
scribed origin began to unravel. Where raw materials were sourced
separately from the place of processing, or a product consisted of an
ensemble of disparately sourced constituent parts, a rigid approach to
origin marking became increasingly undesirable. For these reasons the
protection of a valuable collective reputation was possible via the regula-
tion of origin marking, but only up to a point, since origin marking itself
was situated at the intersection of broader debates.

We therefore commence with a review of the evidence that, analogous
to the logic of trade mark protection, a collectively generated reputation
formed the basis for including the IS within the Paris Convention. An
important preliminary issue to address is the reason for selecting this
international instrument as our starting point. While it is futile to search

47 For background to the free trade debates, see J. V. Nye, “The Myth of Free-Trade
Britain and Fortress France: Tariffs and Trade in the Nineteenth Century’ (1991) 51
Fournal of Economic History 23; M. Flandreau and O. Accominotti, ‘Does Bilateralism
Promote Trade? Nineteenth Century Liberalization Revisited’, CEPR Discussion Paper
No. 5423 (2005). On the implications for food exports, see A. Niitzenadel, ‘A Green
International? Food Markets and Transnational Politics, c.1850-1914’, in A. Niitzenadel
and F. Trentmann (eds.), Food and Globalization: Consumption, Markets and Politics in the
Modern World (Berg, Oxford and New York 2008), 153.

48 Cf. Union Syndicate’s Application [1922] 39 RPC 346 (considering the French UNIS
Mark); Report of the Imperial Economic Committee, 13 PP 799 [Cm 2493] (1925)
(considering the British Empire Mark).
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for a definitive originary moment, the institution of the Paris Union is
nevertheless a preferred point at which to begin this story. The practice
of geographical origin marking on products significantly predates the
time at which these marks become relevant for intellectual property
doctrine. There are references to the ‘fact that for centuries all kinds
of products have been normally designated by a geographical name
[honey from Attica, Bohemian or Waterford crystal, Champagne spark-
ling wine, Iran Caviar, Ceylon tea, etc.]’.*” Louis Jaton traces this
back to the markings on Chinese porcelain and Roman pottery, which
guaranteed good craftsmanship as well provided proof of source.’”
Others suggest that historically, ‘the identification of a product’s geo-
graphic source has been a favoured method of product designation’.’’
Michael Blakeney asserts that geographical origin marking was an estab-
lished practice since, prior to the industrial revolution, goods which
‘entered international trade were primary products, such as minerals
and agricultural produce and simple manufactured goods, such as pot-
tery and woven fabrics’.”> Therefore geographical signs are considered
to be one of the earliest methods of distinguishing between products,’’
as illustrated by the Greek swords of Calcide used to equip Alexander’s
armies on their march eastwards’® or by references to the practice
in Roman times of marking ‘the names of makers, or of places and
towns where [lamps] were fabricated’.”” Reputed regional products
were perceived as having a superior quality that resulted either from
natural geographic advantages or locally situated manufacturing skills.
‘Roquefort’ cheese is one such example which took the name of the
small town in Aveyron, France where it was first produced. Literary
references suggest that cheese from the region was known in ancient
Rome while legal recognition is traced to the law passed by the Parlia-
ment of Toulouse on 31 August 1666, reserving the right to use the
name exclusively for cheese cured in the natural caves at Roquefort.”®

Audier, ‘Protection of Geographical Indications in France’, 2.

Jaton, Répression des Fausses Indications, 1-4.

L. Bendekgey and C. H. Mead, ‘International Protection of Appellations of Origin and
Other Geographic Indications’ (1992) 82 TMR 765.

Blakeney, ‘Geographical Indications and Trade’, 48-9.

H. Harte-Bavendamm, ‘Geographical Indications and Trade Marks: Harmony or
Conflict?’, 1 September 1999 (WIPO/GEO/CPT/99/6), 2; M. Blakeney, ‘Proposals
for the International Regulation of Geographical Indications’ (2001) 4 JWIP 629.

L. de Javier, ‘Appellations of Origin in the Viticultural Sector: The Vision of the Wine
Producers’, November 2001 (WIPO/GEO/MVD/01/3), 3.

E. Rogers, ‘Some Historical Matters Concerning Trade Marks’ (1910) 9 Michigan Law
Review 29, 30-1.

L. W. Pollack, ‘““Roquefort” — An Example of Multiple Protection for a Designation of
Regional Origin under the Lanham Act’ (1962) 52 TMR 755.
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These geographical designations were viewed as warranties of quality by
purchasers, while producers from the region wished to protect commer-
cially valuable reputations, giving rise to the need for regulating the
truthful application of such origin signs. The difference is that when it
comes to the accompanying institutional frameworks, these marking
systems were often facets of larger guild structures situated in specific
locales’” or monitored by officially sanctioned regulators,”® which empha-
sises the obligatory nature and policing dimensions of such marks.’’

By contrast, two crucial dimensions which modern intellectual property

doctrine emphasises are the voluntary nature of marking®’ in addition to

the proprietary nature of rights obtained.®’

There is additional evidence to suggest that, despite these antecedents,
the Paris Convention represents a fundamental conceptual shift in think-
ing about such signs, since the IS provisions were crafted with a specific
template in mind. Contemporary sources confirm the French influence
upon the draft text of the Projer d’une Union Internationale pour la
Protection de la Propriété Industrielle, circulated by the French government
along with the invitation to the initial Paris conference.®” In particular,
Article 19 of the French Law of 1857°° is perceived as the inspiration
for the draft Article 6 during the initial Paris negotiations. This draft
contained the proposed prohibition against false indications of source

>7 Jaton, Répression des Fausses Indications, 3.
8 P. B. Hutt, ‘Government Regulation of the Integrity of the Food Supply’ (1984) 4
Annual Review of Nutrition 1.
3% On the tracing of liability and general policing functions of guild marks, as opposed to
advertising the wares of individual traders, see F. I. Schechter, The Historical Foundations
of the Law Relating to Trade Marks (Columbia University Press, New York 1925), 38—63.
Jaton, Répression des Fausses Indications, 5; M. Amar, ‘Des Marques Collectives’ [1901]
Annuaire 112, 112-13.
Michael Spence describes an intellectual property right as ‘a right: (i) that can be treated
as property; (ii) to control particular uses; (iii) of a specified type of intangible asset’. He
clarifies that the object of ownership is the legal right, not necessarily the intangible asset
itself. See M. Spence, Intellectual Property (Oxford University Press, 2007), 12-16.
Furthermore, specific attributes are ascribed to proprietary rights. E.g., within the
common law tradition, a proprietary right relates to those interests which (1) can be
alienated; (2) die when their object perishes or is lost without trace; (3) until then can
be asserted against an indefinite number of people; (4) provides a degree of insulation
for the protected interest against bankruptcy. F. H. Lawson and B. Rudden, Law of
Property, 3rd edn, (Oxford University Press, 2002), 14.
Ladas, International Protection of Industrial Property, 61-8; For the text of the Draft
Project that formed the nucleus for discussions, see Actes de Paris, 23, 26-9. The
foundational work of the Congress of 1878 is described in J. Bozérian, La Convention
Internationale du 20 mars 1883 pour la Protection de la Propriété Industrielle (impr. de
C. Pariset, Paris 1885), 6-8.
Loi sur les Marques de Fabrique et de Commerce, du 23 Juin 1857, (hereafter, Law of
1857). Reproduced with an English translation in Reports Relative to Legislation in
Foreign Countries on the Subject of Trade Marks 54 PP 585 (C. 596) (1872) 32-47.
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and was eventually enacted as Articles 9 and 10.°* The Law of 1857 had
established one of the earliest modern trade mark registration systems and
provided for relatively potent remedies where a registered trade mark
was forged or fraudulently used. At the domestic level, this included
seizure of the offending products within France under Article 14, while
inaccurately labelled goods from abroad either entering French ports or
in transit through them were liable to be seized by customs authorities
under Article 19. While the Law of 1857 was primarily concerned with
registered trade marks, Article 19 also prohibited the misleading use
of a French place of manufacture.®’

This legislation built on the foundations established by the Law of
1824, which penalised the misleading use of trade names. The 1824
legislation, targeting the fraudulent use of a manufacturer’s trade name
(nom commercial)®® or place of production (nom de localité or nom de
liew), in turn supplemented the general penalties against fraud in
Article 423 of the Code Pénal of 1810. The unpleasant aftertaste left
by the repressive guilds of the ancien regime had ensured that pre-
existing privileges had been swept away by the French Revolution.
Yet having no regulation at all proved chaotic and these laws represent
early attempts at reintroducing some order. According to Article 1 of
the Law of 1824:

Whosoever shall either affix, or make appear by addition, retrenchment or by any
alteration, upon manufactured articles, the name of a manufacturer other than
he who is the producer, or the name of a manufactory other than that where said
articles were made, or finally, the name of a place other than that of the manufacture,
shall be punished by the penalties specified in Article 423 of the Penal Code,

5% Pelletier and Vidal-Naquet, La Convention d’Union pour la Protection de la Propriété
Industrielle, 266 (‘Au point de vue des fausses indications de provenance, la Convention
d’Union a édicté des régles qui trouvent leur origine dans Particle 19 de la lot frangaise de
1857°); L. Donzel, Commentaire et Critique de la Convention Internationale du 20 Mars
1883 (Marchal & Billard, Paris 1891), 266-9.

This meant that misleading uses of foreign place names were initially beyond the scope
of Art. 19. The Law of 1857, like other national laws at the time, discriminated between
rights available to nationals and foreigners. It would only regulate the use of marks
falsely indicating French manufacturers or French origin. For an excellent background
to the preferential treatment of nationals and the issue of reciprocity, see P. Duguid,
‘French Connections: The International Propagation of Trade Marks in the Nineteenth
Century’ (2009) 10 Enterprise & Society 3.

A person’s trade name was conventionally their own personal name or the adopted
name of the business under which they were trading. Where this indication was used in
commercial dealings but not registered as a trade mark, it was categorised as a trade
name and protected against certain harmful uses by unauthorised third parties. See
M. de Marafy, Grand Dictionnaire International de la Propriété Industrielle, Vol. 6,
(Chevailier-Marescq et cie, Paris 1892), 194-5; D. M. Kerly, The Law of Trade Marks,
Trade Name and Merchandise Marks (Sweet & Maxwell, London 1894), 392-3.
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without prejudice to a decree for damages if there be occasion therefore. Every
merchant, factor or retailer, whosoever, shall be liable to an action when he shall
knowingly have exposed for sale, or put in circulation objects marked with
fictitious or altered names (emphasis added).®”

The travaux for the Law of 1824 make it abundantly clear that, just as
an individual’s trading name could acquire a commercially valuable
reputation, so could the name of a place associated with a particular
product.’® When the statement of reasons was discussed in the Chamber
of Deputies, there is reference to the notion that: ‘Il est des villes de
fabrique dont les produits ont aussi une réputation qu’on peut appeler collect-
1ve, et c’est encore une propricte’ (‘“There are some manufacturing towns
whose products have a reputation that may be referred to as collective,
and this is still property’).°® The point is illustrated using the reputed
fabrics from Louviers and Sedan,’® where the manufacturers had an
interest in preventing the inaccurate use of these geographical designa-
tions on cloth produced elsewhere. Preventing false marking would avert
the twofold disadvantages of exposing honest producers to discredit and
misleading purchasers.”’ These concerns, relating to the defence of a
collective reputation for a product from a specific region and affecting all
legitimate producers located there, are regularly aired during the passage
of this legislation.””

Once this legislation was operationalised, the process of identifying
the authentic place of origin raised additional important issues, since it
was to be the standard for separating legitimate from illegitimate uses.
First, producers or manufacturers legitimately based in the designated
place were all entitled to advertise the geographical name on their
products, especially where the place had acquired a reputation for par-
ticular products such as Champagne or Bordeaux for wines. Second,
despite being collective stakeholders, each of these producers in their
individual capaciry was entitled to intervene in prosecutions against those
based outside the region and falsely using the designation as this collective
goodwill did not exist in a legally recognisable form.”> Third, the name of a

67
68

The translation is by Coddington, Digest of the law of Trademarks, 380-1.

Reproduced in the Appendix to E. Pouillet, Traité des Marques de Fabrique et de la
Concurrence Déloyale en tous Genres, 2nd edn, (Marchal & Billard, Paris 1883), 805-17.
% Ibid., 805-6.

7% For the history of the luxury wool and linen trades centred in French towns including
Sedan, Louviers and Elbeuf that are mentioned in the legislative record, see W. M. Reddy,
The Rise of Market Culture: The Téextile Trade and French Sociery, 1750—1900 (Cambridge
University Press, 1984). For around two centuries, the expensive drap de Sedan was the
fabric of choice for European nobility and high ranking bureaucrats.

Pouillet, Traité des Marques de Fabrique, 806. "> Ibid., 808-9, 812-13.

Calmels, De la Propriété et de la Contrefagon, 265—6.
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place did not necessarily have to map on to the official names of adminis-
trative units. It included the names of vineyards or wine producing
territories such as maisons, crus or domaines.”* Fourth, how was the
genuine place of origin identified for products whose fabrication was
spread across different locales? While it was ultimately a question of fact
to be determined by the trial court, the French judiciary initially
struggled with wine production disputes. Was origin defined as the place
where the grapes were harvested, or the place where the grapes were
pressed, fermented and the wine ultimately produced? Each was con-
sidered an important facet of the process of creation.”” Fifth, defining
the outer limits of the circle of producers by delimiting a town or region
also proved controversial in some cases. For instance there is some
discussion of whether the medieval town walls should form the official
limits, despite the town spilling out beyond them over time. Once again
this was a question of fact to be determined in the context of a given
dispute,’® but the enquiry would focus on whether products from the
penumbral regions had the same manufacturing techniques and quality
that gave those from the core their reputation, or had been sanctioned
by long-standing practice.”” Yet the outer limits in the last two situ-
ations were clearly set out: if a use was likely to create misleading
impressions in the minds of purchasers, then it would not be tolerated.
These principles, despite being developed in the context of a penal law
regulating fraud, were also directed at creating and managing boundar-
ies around collective reputations for regional products.”® Commenta-
tors evaluating the IS in the Paris Convention therefore drew on extant
French national legislation and acknowledged this reputational kernel
within the 1S.”"

Reverting to the preliminary Paris conference of 1880, there are clues
that the protection of producer interests in a commercial reputation

7 Pouillet, Traité des Marques de Fabrique, 386—7. 7> Ibid., 389-90.

76 Marafy, Grand Dictionnaire International, Vol. 6, 2.

7T Pouillet, Traité des Marques de Fabrique, 388-9.

78 A-J. Gastambide, Traité Théorique et Pratique des Contrefacons en Tous Genres (Legrand et
Descauriet, Paris 1837), 458 (‘En effet, la provenance des marchandises n’est pas chose
indifférente dans le commerce. Telle localité est renommée pour ses draps, telle autre pour sa
coutellerie, etc.; cette bonne réputation est la propriété de la ville ou de la contrée qui a su
Pacquérir, elle est la propriété de tous les fabricans érablis dans celle contrée ou dans cette ville’).
Bozérian, La Convention Internationale, 44—6. Bozérian was elected President at the
Conference of 1880 and an active participant during the deliberations. He
acknowledged that while the draft Art. 6 was based on Art. 19 of the Law of 1857,
the ultimate form of Art. 10 did not go far enough because of opposition during the
Conference. See also Donzel, Commentaire et Critiqgue de la Convention Internationale,
48-9, 268-9; Pelletier and Vidal-Naquet, La Convention d’Union pour la Protection de la
Propriété Industrielle, 258-67.
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was an independent concern. The draft Article 6 referred to both trade
marks and indications of source, suggesting that their misuse raised
similar concerns:

Any product illicitly bearing the trade mark of a manufacturer or trader established
in one of the Union countries, or an indication of source of that country, will be
prohibited from entry into all other Contracting States, excluded from transit and
warehouses, and may be subject to seizure followed, if necessary, by legal action.®’

Although WIPO?’s translations equate indications of source with
indications de provenance,”" this fails to accurately represent the under-
lying concept of provenance. Ladas suggests that ‘source’ does not
capture the more holistic sense of geographical origin that provenance
has in French.®” While origin is pared down and simply indicates the
geographical source of a product, indications de provenance conveys a
sense of place conventionally associated with certain products.®’ Since
this distinction proved to be unsustainably nuanced, subsequent negoti-
ations glossed over it and equated provenance with origin to overcome
translation difficulties.®*

More direct support for reputation protection can be found in the
Conference Proceedings of 1880, during discussions of the draft Article 6.
The Hungarian delegate questioned the inclusion of false indications of
provenance in the draft treaty, suggesting that such concerns are better
accommodated under penal law and not industrial property.”” The
Portuguese delegate responded that retaining such a provision was
essential as misleading use of geographical indications was particularly
injurious, leading to widespread counterfeiting.®® The corollary was that
the regional reputation was an attractive target for dishonest traders
thereby unfairly harming legitimate traders’ interests, implicit in the
French delegate’s example of a reputed regional product like Champagne

80 Actes de Paris, 27 (“Tout produit portant illicitement soit la marque d’un fabricant ou d’un
commergant établi dans ’un des pays de I’Union, soit une indication de provenance dudit pays,
sera prohibé a lentrée dans tous les autres Etats contractants, exclu du transit et de entrepot, et
pourra étre objer d’une saisie suivie, s’il y a lieu, d’une action en justice’).

81 For translations of the various iterations of the Paris Convention, see WIPO, The Paris
Convention for the Protection of Industrial Property From 1883-1983 (WIPO, Geneva
1983), 215-23, (hereafter Paris 1883 to 1983).

2 S. P. Ladas, Patents, Trademarks and Related Rights: National and International Protection
(Harvard University Press, Cambridge MA 1975), 1574.

83 1. Berard and P. Marchenay, From Localized Products to Geographical Indications:
Awareness and Action (Centre national de la recherche scientifique, Bourg-en-Bresse
2008), 10 (Provenance implies ‘to issue from a place’, while for source it is merely ‘to be
from a place’).

84 Actes de la Haye, 535; Actes de Lisbonne, 796. 85 Actes de Paris, 64.

86 Tbid., 65.
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where this was known to occur.®” Well-known indications of geograph-
ical origin were particularly vulnerable targets in the context of inter-
national trade, as evinced by the desire to equip producers with the legal
means to defend their interests.”® If external rivals could misrepresent
their products to be what they were not, this would harm the sales
and reputation of honest producers. Revisiting early common law
authorities, Mark McKenna reminds us that the established notions
of unfair competition at the time put legitimate producers’ interests at
the core, with consumer protection being used as a limitation device
to help define those situations in which competitive conduct would be
unfair.”” The relevant law around this period was therefore inciden-
tally about consumer protection.

While the argument that the IS was more relevant for consumer
protection did occasionally resurface at subsequent revision confer-
ences,’” this exchange emphasises the intertwined reasoning of protect-
ing the intangible value associated with a reputation by preventing fraud
and finds resonances within the evolution of trade mark law. Taking the
British experience as a comparison, Brad Sherman and Lionel Bently
have pointed out that the principal objections to trade marks being
included within the intellectual property canon were that while the
law of patents or copyright was concerned with the creation and protec-
tion of intangible artefacts, trade marks merely sought to prevent false-
hoods and were more akin to the criminal law prevention of forgery or
fraud.”’ The underlying goodwill that trade marks symbolised gradually

87 Ibid. (‘I v a des contrefacteurs qui vendent a Iétranger du vin qualifie de Champagne, par

exemple, et qui mettent sur les bouteilles, pour mieux tromper I’acheteur: M. Martin, négociant,
a Reims. Or, il n’y a pas a Reims de marchand de vin de Champagne du nom de Martin. De
telle sorte que la fraude demeurerait impunie, si I’on ne pouvait pas faire saisir les bouteilles
comme portant une fausse indication de provenance’).

Ibid., 63 (according to the Portuguese delegate: ‘De plus, elle pourra rendre des services
importants en prévenant ceux dont les produits seront contrefaits; en un mot, elle aidera celui qui
aura la volonté de défendre ses intéréts’).

8 M. P. McKenna, ‘The Normative Foundations of Trade Mark Law’ (2007) 82 Notre
Dame Law Review 1839. This reasoning would also subsequently be made explicit
within the framework of the Madrid Agreement. See Actes de Lisbonne, 792.
Conférence Internationale de I’Union pour la Protection de la Propriété Industrielle
(Imprimerie Héritiers Botta, Rome 1886), 118-19, 125, (hereafter, Conférence de
Rome) (The Italian delegate argued that this was the concern of consumer protection
and penal laws would prevent this sort of dishonest behaviour); Procés-Verbaux de la
Conférence de Madrid de 1890 de I’Union pour la Protection de la Propriété
Industrielle (Impr. Jent et Reinert, Berne 1892), 84-5, (hereafter, Actes de Madrid)
(similarly grounded opposition to the proposed Madrid Agreement).

B. Sherman and L. Bently, The Making of Modern Intellectual Property Law: The British
Experience, 1760—1911 (Cambridge University Press, 1999), 167-72. See also E. Lloyd,
‘On the Law of Trade Marks: Nature of the Right to Use a Trade Mark (I)’ (1860-1) 5
Solicitor’s Fournal and Reporter 486, 486-7.

8

®

90

9



The Paris Convention 39

came to be seen as the object of intangible property’” and, in the British
case, the impetus to label this as property arose from the need to attain
injunctive relief.””

The result was that the IS and trade mark were perceived to share
similar justifications for protection. The very first volume of the
AIPPI’s yearbook (1897) includes a comparative survey of IS legisla-
tion. The objectives identified were the protection of domestic con-
sumers against deception concerning the nature and quality of the
goods, the protection of all producers belonging to the region reputed
for the product as well as the protection of both domestic industry
and honest foreign producers against foreign fraudsters.”* In 1898,
Philippe Dunant observed that the usurpation of reputed indications
of provenance was a favoured method of unscrupulous traders, in a
manner similar to the misleading adoption of trade marks. A key
difference was that clearly defined private rights could not be brought
to bear in these cases, so actions in general tort or delict were resor-
ted to,”” where the focus was on the defendant’s wrongful conduct
instead. Similarly, Joanny Pey asserted that there were cities, regions
or countries whose products had collectively gained a reputation and
the law should protect this reputation by granting proprietary rights
over it.”° One commentator, writing in 1907, goes so far as to state
that once the basis of rights to marks used in commerce has been
established, there is no point in making any additional comments for
geographical indications of source.”” Regulating their use protects
both consumers who rely on them to indicate origin and quality
truthfully, as well as legitimate producers who would otherwise experi-
ence a diversion of customers through unfair competition.’® There-
fore by the close of the nineteenth century, indications of source were

2 Lord Parker’s statement preferring property in goodwill as opposed to property in the
mark or get up itself is considered authoritative. See Spalding & Brothers v.
A. W Gamage Lid [1915] 32 RPC 273, 284 (HL).

3 Sherman and Bently, The Making of Modern Intellectual Property Law, 196-9. See
also L. Bently, ‘From Communication to Thing: Historical Aspects of the
Conceptualisation of Trade Marks as Property’, in G. Dinwoodie and M. Janis
(eds.), Trade Mark Law and Theory: A Handbook of Contemporary Research (Edward
Elgar, Cheltenham 2008), 3.

94 1. F. Iselin, ‘Des Indications de Provenance’ [1897] Annuaire 266, 279.

5 P. Dunant, Traité des Marques de Fabrique et de Commerce, des Indications de Provenance et
des Mentions de Récompenses Industrielles en Suisse, Comprenant I’Etude du Droit Comparé et
du Droit Internarional (Ch. Eggimann, Geneva 1898), 443.

96 7. Pey, ‘Protection des Marques Communales, Regionales, Nationales’ [1901] Annuaire 119.

7 L. di Franco, Le Indicazioni di Provenienza dei Prodotti (Cavotta, Naples 1907), 31-2.

8 Ibid., 13-14.
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placed in the conceptual category of unregistered designation protec-
tion, alongside trade names.”” As Ladas put it:

Trade marks are only one means of distinguishing the goods of one producer from
those of another and generally, of protecting advantageous business relations.
This end may also be served by the trade name of a producer, by the indication of
the place of origin of his products or by any other distinctive badge.'°

Ladas elaborates on the nature of this protection, as the ‘common right
to use the name of a place ... by all the producers, manufacturers, or
traders of that place, and the right of these persons to exclude others
from the use of the same name’.'""

Having considered the evidence that the IS was included within the
Paris Convention on the basis of collective reputation protection, it is
useful to also consider why it was excluded from registered trade mark
protection of the time, despite apparent similarities in communicative
functions and the nature of the intangible interest. The IS differs from a
standard trade mark in two significant respects: (1) there is a collective
interest in its availability as well as use by those from the designated place,
and (2) by definition, it involves the use of a geographical sign, con-
sidered prima facie descriptive and thus unsuitable subject matter under
internationally accepted trade mark registration rules. Each of these
aspects made these signs effectively unregistrable as regular trade marks.

Early trade mark registration systems, including those of Britain,'"*
the United States'” and (to a more qualified extent) France,'’* pro-
hibited the registration of geographical terms per se. Writing at the close
of the nineteenth century, Arthur Greeley, an Assistant Commissioner of
Patents in the US, could confidently state that names ‘indicting locality
of origin are in very few countries admitted to registration as trade

9 Donzel, Commentaire et Critique de la Convention Internationale, 48-9; G. D. Cushing,

‘On Certain Cases Analogous to Trade Marks’ (1891) 4 Harvard Law Review 321,
325-6; P. Roubier, Le Droit de la Propriété Industrielle, Vol. 2 (Editions du Recueil Sirey,
Paris 1954), 487, 753.
100 1 adas, Patents, Trademarks and Related Rights, 36. 101 1hid., 658.
102 Gee s. 10 of the Patents, Designs and Trade Marks Act 1888, 51 and 52 Vict, ch. 50.
This strictly excluded geographical names from registrability, regardless of the manner
in which they were understood by the relevant public.
R. Brauneis and R. E. Schechter, ‘Geographic Trade Marks and the Protection of
Competitor Communication’ (2006) 96 TMR 782, 783 (‘Under the dominant
interpretation of the Trade Marks Act of 1905, no brand name that consisted of a
geographic term could ever be registered as a trade mark, no matter how remote and
obscure the place, on the ground that all place names should remain available for use
by all competitors’).
Pouillet, Traité des Marques de Fabrique, 76—7. A geographical sign could be claimed by
an individual in modified form or as part of a more complex mark, so long as the simple
geographical sign was left available to others.

103

104



The Paris Convention 41

marks, it being a generally accepted principle that any person has the
right to mark goods produced or sold by him with the name of the place
of their production’.'”” The geographical nature of the sign in turn
contributed to the collective interest puzzle. If exclusive use by a single
trader was the precondition for a sign becoming distinctive and therefore
deemed worthy of registered protection, how would a shifting cloud of
collective users be accommodated? Trade mark doctrines such as
acquired distinctiveness or secondary meaning, where the relevant
public is taught that a descriptive term has come to indicate a particular
trade source for specific goods, would not be of any assistance, since
there were multiple users to begin with. There was also a countervailing
interest to keep geographical signs accessible to other legitimate produ-
cers in future. ‘Could such phrases, as “Pennsylvania wheat”, “Kentucky
hemp?”, “Virginia tobacco” or “Sea Island cotton” be protected as trade
marks; could anyone prevent all others from using them, or from selling
articles produced in the districts they describe under those appellations,
it would greatly embarrass trade, and secure exclusive rights to individ-
uals in that which is the common right of many’.'°® Greeley concludes:
“The name of the locality of origin of goods is not in most countries
registrable as a trade mark under the law as being descriptive, as well as
being a mark which might rightfully be used by others’.'®” This principle
of exclusion would find a place in the Paris Convention as part of Article
6quinquies(B), which states that trade marks may be denied registration
or invalidated ‘when they are devoid of any distinctive character, or
consist exclusively of signs or indications which may serve, in trade, to
designate the kind, quality, quantity, intended purpose, value, place
of origin, of the goods’ (emphasis added). Therefore revisiting the history
of the IS proves instructive because it begins to account for the swarm of
disparate institutional mechanisms claiming to regulate origin marking
and reveals a collectively generated reputation to be the valuable intan-
gible that is the object of the industrial property right while identifying
the conceptual and pragmatic reasons for treating them as a distinct
category from trade marks.

2.2 The scope of protection: Articles 9 and 10

In the preceding paragraphs we have identified the work the IS was
implicitly understood to do. It not only communicated origin, but for

105 A P. Greeley, Foreign Patent and Trade Mark Laws: A Comparative Study (John Byrne &
Co, Washington DC 1899), 134.

196 Delaware and Hudson Canal Company v. Clark 80 US 311, 324 (1871).

107 Greeley, Foreign Patent and Trade Mark Laws, 160.
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certain reputed regional products such as the wines of Bordeaux or the
cutlery of Sheffield, a reputation for quality rode upon this origin refer-
ence. To protect this reputation, reserving the use of this geographical
term to those based within the eponymous region and strictly preventing
its use by external rivals was the initial approach adopted at the Paris
negotiations. This proved unsuccessful and the Convention provisions
provide for an unexceptional level of protection. These standards can be
satisfied by a number of different legal regimes which regulate labelling
and are in principle available in most jurisdictions. Nonetheless it has
taken a sustained effort to reach even these modest levels of protection
under Article 10, a measure of the controversy surrounding GI protec-
tion from its inception.

Retracing these debates around the scope of protection is illuminating
for the cracks and fissures revealed at the time when foundations were
being laid in this area. The Paris Convention currently prohibits the use
of a false indication of source in the following terms:

Article 10

(1) The provisions of [Article 9] shall apply in cases of direct or indirect
use of a false indication of the source of the goods or the identity of
the producer, manufacturer or merchant.

(2) Any producer, manufacturer or merchant, whether a natural person
or a legal entity, engaged in the production or manufacture of or trade
in such goods and established either in the locality falsely indicated as
the source, or in the region where such locality is situated, or in the
country falsely indicated, or in the country where the false indication
of source is used, shall in any case be deemed an interested party.

Here Article 9 is referenced since it outlines potential remedies for trade
marks and trade name infringements. According to the current version
of Article 9, goods in respect of which a false indication of source is used
have to be (1) seized upon importation, (2) seized in the country where
the false indication has been affixed, (3) seized within the country of
importation, if they make it past customs, (4) barred from importation,
or (5) subject to other actions and remedies available in such cases
to nationals under the law of the country in question.'’® However,
goods in transit through a Union country are not affected by this treaty

108 Art. 9 states

(1) All goods unlawfully bearing a trade mark or trade name shall be seized on
importation into those countries of the Union where such mark or trade name is
entitled to legal protection.

(2) Seizure shall likewise be effected in the country where the unlawful affixation
occurred or in the country into which the goods were imported.
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obligation. On the question of who can initiate proceedings, seizure shall
take place at the request of the public prosecutor, any other competent
authority or any interested party (Article 9(3)). As seen above,
an interested party is defined in Article 10(2) to include legitimate
producers, manufacturers or merchants of the relevant goods from the
place falsely indicated. Since the interest in a geographical designation
is collective,'”’ Article 10zer allows federations and associations repre-
senting the interests of producers to take action, provided that these
associations are recognised by the laws of Union countries and actions
by such collective activities are permitted by national law.' '’

For Article 10, the key question is this — when is the use of an IS
considered to be false? Ladas proposed a two-step test for this.''" First
ask whether the putative geographical sign on the product is actually
understood by the relevant public''? to be an indication of geographical
source. Then one simply tests for whether the product actually origin-
ates in the indicated place. Evaluating the geographical import of a term
‘depends solely on the understanding among the general public and
the legal interpretation in the country in which protection is provided.
It is these that determine whether a geographical indication is a pro-
tected indication of source or an unrestricted generic name or a fantasy

(3) Seizure shall take place at the request of the public prosecutor, or any other
competent authority, or any interested party, whether a natural person or a legal
entity, in conformity with the domestic legislation of each country.

(4) The authorities shall not be bound to effect seizure of goods in transit.

(5) If the legislation of a country does not permit seizure on importation, seizure shall
be replaced by prohibition of importation or by seizure inside the country.

(6) If the legislation of a country permits neither seizure on importation nor prohibition
of importation nor seizure inside the country, then, until such time as the legislation
is modified accordingly, these measures shall be replaced by the actions and
remedies available in such cases to nationals under the law of such country.

Bodenhausen, Guide to the Application of the Paris Convention, 140 (‘“The difficulty in

these cases is that a geographical indication is generally not privately owned, so that

contrary to the situation which prevails regarding trade marks ... there is no owner or
other person obviously competent to object to the use of false geographical indications’).

It is significant because of the general principle that a claimant needs to establish a

legally recognised interest which is threatened, as a prerequisite. It was difficult for

representative trade associations — not in the business of actually selling any products —
to establish locus standi on this basis.

1111 adas, Patents, Trademarks and Related Rights, 1581.

112 There have been occasional attempts to flesh out this ‘public’. See, e.g., WIPO
Director General’s Memorandum, ‘Basic Proposals — Supplement to PR/DC/3’, 30
August 1979 (PR/DC/4), [37] (‘The misleading effect must exist in respect of “the
public,” which, in this case, probably means the average consumer, a person
considering buying or buying the goods in question with an average knowledge of
geography and paying average attention to the possible connection of the said goods
with a given country’).

109
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designation’.'"” Consumer expectations would need to be betrayed in
some sense to trigger this prohibition. If consumers do expect the
product to originate from the designated place, then falsehood is deter-
mined by a simple binary test. If the products do not originate from
there, the test is satisfied.''* An illustration, which directly refers to
Article 10, is found in a US decision concerning Scotch whisky.''’
The defendant in Panama produced and marketed ‘Blended Scotch
Whisky’, a combination of Scotch malts and locally produced spirits.
The district court found this to be in violation of the relevant provisions
of both US trade mark law and the Paris Convention as a false designa-
tion suggesting Scottish origin for the entire product.

Furthermore, where an expression retains its geographical connotations,
general consumer protection legislation, tort law or administrative regimes
scrutinising labelling standards —i.e. legal regimes geared towards prevent-
ing unfair competition and often indirectly concerned with intellectual
property protection — would also prohibit this type of use.''® French
Champagne producers unsuccessfully resorted to s. 52 of the Australian
Trade Practices Act 1974 in a situation where Champagne was being used
in advertisements for wine imported from countries other than France.
Since champagne was considered generic in Australia and not an indication
of geographical source, such use was neither misleading nor deceptive.''’
By contrast, celebratory corks would have popped after a New Zealand
decision which held that the use of Champagne by Australian producers
violated s. 9 of the Fair Trading Act 1986."'® This prohibits misleading
or deceptive conduct and the arguments demonstrating passing off' '’

113 R. Knaak, ‘The Protection of Geographical Indications According to the TRIPS

Agreement’, in F-K Beier and G Schricker (eds.), From GATT to TRIPS — The

Agreement on Trade-Related Aspects of Intellectual Properry Rights IIC Studies, Vol. 18,

(Weinheim, New York 1996), 117, 120.

L. Baeumer, ‘Protection of Geographical Indications under WIPO Treaties and

Questions Concerning the Relationship between those Treaties and the TRIPS

Agreement’, October 1997 (WIPO/GEO/EGR/97/1 Rev), [24] (‘As regards the term

“false indication,” this is an indication which does not correspond to the facts, namely,

an indication to a geographical area for products not originating in that area’).

Y5 Scotch Whisky Association v. Barton Distilling Company 489 F 2d 809 (7th Cir. 1973).

116 See ‘Laws Focusing on Business Practises’, in WTO, ‘Review under Article 24.2 of the
Application of the Provisions of the Section of the TRIPS Agreement on Geographical
Indications’, 24 November 2003 (IP/C/W/253/Rev.1), 6-9.

W7 Comité Interprofessionnel Du Vin De Champagne v. N. L. Burton Pry Ltd [1981] 38 ALR
664 (FCA).

U8 Wineworths Group Ltd v. Comité Interprofessionnelle du Vin de Champagne (1991) 23 IPR

435 (CANZ).

The archetypical wrongful conduct in the common law tort of passing off is that a ‘man is

not to sell his goods under the pretence that they are the goods of another man’. Perry v.

Truefirr (1842) 6 Beav 66, 73 (Lord Langdale, MR). In Wineworths the misleading
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established that there had been misleading use in this case. Thus the form
and procedure of IS protection varies depending upon the regimes avail-
able in a given jurisdiction. Its effectiveness ultimately hinges upon the
semantic reception of the designation in the country of dispute. Will it
be understood as indicating the place of origin for the product in question?
If not, the aggrieved group of producers have no remedy, even though they
believe their reputation is being otherwise misappropriated or misused.
Bearing these limitations in mind, the present incarnation of Article 10
appears somewhat underwhelming to GI proponents. To more fully
appreciate the achievements it represents we must undo several layers of
amending surgery and study its original face in the text of 1883. As seen
previously, the draft Article 6 had introduced an apparently strict pro-
hibition against any illicit use of an IS, but when should the use of a
geographical term be considered illicit? For proponents of IS protection,
any ‘literally false’ use of geographical designations was to be presump-
tively forbidden. This bright line rule became the Holy Grail for those in
favour of strong international IS protection.' >’ It can be parsed as follows:

(1) If a product bears the indication of geographical origin “X’;
(2) But is in fact not produced in ‘X’;
(3) Such use should be strictly prohibited.

Here the ‘literally false’ label is a misnomer, because the objective was to
reserve the use of the IGO to those based in ‘X’, regardless of the
manner in which any particular audience actually understood the use
of the indication. It would take over a century of international negoti-
ations before something like this was finally achieved in Article 23 of
TRIPS, which is considered in Part IT of this book. It is unsurprising that
such an approach proved unpalatable because it gives undue importance
to mere existence on a map as opposed to the manner in which the sign is
perceived. An early case exemplifying the antagonism to such a formal-
istic approach is Magnolia’s Trade Mark Application for metal products,
where the UK trade mark statute excluded the registration of geograph-
ical terms.'”' It was established that relatively obscure towns in the
United States were named ‘Magnolia’ and the central issue before the
Court of Appeal was to determine the standard for identifying a geo-
graphical term. It held that if the primary significance of the mark was

use was the suggestion that Australian and French Champagne are qualitatively
indistinguishable, making this a member of the family of ‘extended’ passing off decisions.
120 Qee, e.g., Actes de la Haye, 471 (French Proposal suggesting that this rule should apply
provided the term was not generic in the ‘home’ country); WIPO, ‘Report Adopted by
the Committee of Experts’, 15 November 1974 (TAO/I/ 8), [35].
121 Iy Re Magnolia Metal Company’s Trade-Marks [1897] 2 Ch 371 (CA).
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not geographical to the intended (British) audience, it could be regis-
tered. Similar concerns surfaced at the Paris Conference of 1880, where
the debate turned on whether the scope of protection should be provi-
sional, depending on the meaning conveyed by the sign under dispute.

On 10 November 1880, the Swedish delegate, with considerable
foresight, acknowledged that the scope of protection for the IS was a
‘delicate’ matter. Referring to a dispute between Sweden and Britain
concerning the use of ‘Lancashire’, Sweden considered it to be generic
for metal manufactured by a particular process. The situation was
resolved by including ‘Sweden’ after ‘Lancashire’ on the metal, to clarify
that it was used in the generic and not geographical sense.'”” This raises
the issue of whether generic use is illicit use. The Court of Justice for
the European Union (EC]J) has helpfully described the process of this
semantic shift in the following manner:

[A] geographical designation could, over time and through use, become a generic
name in the sense that consumers cease to regard it as an indication of the
geographical origin of the product, and come to regard it only as an indication
of a certain type of product. That shift in meaning occurred for instance in the
case of the designations ‘Camembert’ and ‘Brie’.'*’

Here the sign in question no longer has origin salience, instead referring
to the general category of product. Therefore if the basis for protecting a
GI is to preserve its ability to communicate the product’s origin, generic
usage is fatal to this ability. Generic status continues to be intensely
disputed territory and was controversial during the formative Paris nego-
tiations. The Norwegian delegate considered champagne to be a generic
term for a process of manufacture, similar to eau de Cologne,'** while the
President for the session clarified that the purpose of the draft Article 6
was to capture false (i.e. misleading) and therefore illicit indications
(‘Pindication mensongere de provenance, et dans le mot illicitement’) and not
prevent the use of generic expressions such as Russian leather, velvet from
Utrecht or eau de Cologne which were general descriptions in the public
domain.'?” Alongside the generic use of formerly geographical terms, the
Swiss representative referred to the inveterate practices of traders who
made inaccurate uses of place names, leading to question marks over the
practical enforceability of any such legal prohibition.'*® The Belgian
delegate conceded the tension between the competing viewpoints, by
recognising the moral heft of the proposed article and chastising such

122 Actes de Paris, 85.

123 Commission of the European Communities v. Federal Republic of Germany (C-132/05)
[2008] ECR-I 957; [2008] ETMR 32, [36] (‘Parmesan’).

124 Actes de Paris, 86.  '** Ibid., 88.  '*° Ibid., 84-5.
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literally false uses as blameworthy, yet stating that the inertia of inveterate
trade practices was too great to be halted.’*” Around this period, there is
evidence to suggest that the interests of domestic sectoral lobbies in being
allowed to make loose usage of foreign geographical terms was conside-
red potentially as imperative as protecting consumer interests in honest
labelling.'*® Finally, there was determined opposition to the mandatory
prohibition against entry into a country in the draft Article 6, especially
since customs authorities would be the arbiters for deciding whether an IS
was false. The delegates from the Netherlands and Italy were concerned
about this enforcement mechanism, especially in the absence of any
judicial determination on infringement, while the Russian representative
expressed concerns about the additional burden which would fall upon
customs officials to verify the legality of marks.'”’ Representatives from
Switzerland, Turkey and Venezuela'’” were also concerned by the possi-
bility that goods in transit could be held up on these grounds, which
would presumably affect their transportation service sectors. This sup-
ports the argument made through this book that, despite the prominence
given to doctrinal developments in the literature, international GI protec-
tion was negotiated within a broader network of international trade
concerns right from the start.

As a result of these misgivings, what emerged was a highly qualified
prohibition. The original official text of Article 10 read as follows:

The provisions of [Article 9] shall apply to any goods which falsely bear as an
indication of source the name of a specified locality, when such indication is
Joined to a trade name of a fictitious character or used with fraudulent intention.

Any manufacturer or trader engaged in the manufacture of or trade in such
goods and established in the locality falsely indicated as the source shall be
deemed an interested party (emphasis added).""

It was thus restricted to rare cases of blatant, compound fraud thereby
rendering it effectively superfluous as this was invariably covered by
criminal law or other labelling laws. In light of the stated need to

127 1bid., 88 (“Trouwve la disposition trés morale, mais bien difficile & mettre en pratique. Il faut, en
effet, reconnaitre qu’un nombre considérable de produits portent une indication mensongere de
lieu de provenance. Il considere qu’il est dangereux de vouloir entrer en lutte avec des habitudes,
des usages, certainement mauvais et blamables, mais absolument invéteres, et qu’en agissant
ainsi, on compromettrait le succes de la Convention, car il n’y a aucun Gouvernement qui
puisse s’engager sérieusement a exécuter les dispositions de article 6°).

128 See Ladas, Patents, Trademarks and Related Rights, 40; T. Trinchieri, ‘Moyens d’Obtenir
de Nouvelles Adhésions, Particuliéerement ’Adhésion de I’Italie a ’Arrangement de
Madrid sur les Fausses Indications de Provenance’ [1902] Annuaire 17 (identifying this
as the basis for Italian opposition to joining Madrid).

129 Actes de Paris, 79-80.  '*° Ibid., 81-2, 82-3, 87.

131 The English translation of the original text is provided in Paris 1883 10 1983, 216.
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preserve ‘inveterate trade practices’ and generic use, Article 10 had
emerged as a cautious compromise. The example of compound fraud
suggested is the illicit use of ‘Bernard, a manufacturer of watches in
Geneva’ when neither is there any such Bernard, nor are the watches
produced in Geneva.'’” An alternative to the fictitious trade name
was to otherwise prove fraudulent intention, which posed a high
evidentiary threshold. The focus thus remains on identifying undeni-
ably blameworthy conduct, rather than on the possible effects of the
sign upon its audience. The original Article 10 did not cover a situ-
ation where an IS by itself was used misleadingly. Similarly, Article 9
was watered down, stating that goods bearing false marks or indica-
tions may be seized on importation, depending on whether each
Union signatory thought it appropriate and provided for it in national
legislation."”’

Dissatisfaction with the enfeebled text of Article 10 swiftly surfaced
and proposals for amendment were made as early as 1886, at the first
revision conference in Rome. The French representative sought to clar-
ify the relationship between Articles 9 and 10, so that seizure (where
possible) was not just restricted to the ‘home’ country, i.e. the country
containing the place falsely indicated, but could be effected in any
Member.'”* The Belgian delegation desired reassurances that traders
placing orders from abroad and making a request for the products to be
marked with the trader’s country of residence should not be held liable
on the basis of a fraudulent intention.'””> The example given was of an
English manufacturer who orders rifles from Liége in Belgium, but asks
for them to bear his own name and place of business.'”’® Both these
proposals once again allude to the complex web of international trade
flows surrounding GI protection debates and the diverse interests
affected by Article 10. Yet surprisingly one of the earliest proposals
for substantive reform came from Great Britain, not usually visible
at the forefront of GI protection campaigns. Britain proposed to drop
the fraudulent trade name requirement from Article 10 and simply
require that every product which unlawfully carried a false indication of
source could be seized upon importation in all contracting countries.'””

132 Actes de Paris, 100-2.

133 Sejzure would only become mandatory at the Washington conference, in the sense that
where the mechanisms for seizure already existed in national laws, a Member would be
obliged to operationalise this. See Actes de la Conférence de Washington (Bureau de
I’Union, Berne 1911), 3023, (hereafter, Actes de Washington).

Conférence de Rome, 12-13.  '*® Ibid., 91.  '*° Ibid,, 121.

Conférence de Rome, 92 (‘Tout produit portant illicitement une indication mensongere de
provenance pourra étre saisi a I'importation dans tous les pays contractants’).
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This was subject to the proviso that generic names, determined as such by
a court in the country where a dispute arose, could still be used freely."”®

This uncharacteristic zeal has its origins in correspondence between
the Cutler’s Company of Sheffield, the Foreign Office and the Board of
Trade between 1884 and 1886."°° The complaint of the Cutler’s com-
pany was that hardware, and more specifically cutlery such as knives,
falsely bearing the indication ‘Sheffield’ were appearing in France and
Germany.'*” For various reasons including reciprocity requirements in
national laws and the desire for generating a single international rule,
existing national regimes were considered inadequate to address this.
The additional false trade name requirement in the original Article 10
made it effectively useless in situations where producers in Germany
were stamping ‘Sheffield’ alone on their products.'*' The Cutler’s com-
pany was sufficiently concerned by the fraudulent use of Sheffield that
it sent two representatives to attend the Rome conference.'** Thus the
introductory background to the British proposal mentions the fraudu-
lent use of Sheffield, as well as the familiar two-pronged assault on the
reputation of the locality falsely implicated as well as injury to con-
sumers, who are misled into purchases on the basis of that reputation.’*’
Concerns about preserving generic use were addressed, since national
courts retained the authority to decide whether a term was generic.
There is also overt reference to the need for rights of communities to
be recognised and protected within the Paris framework.'** This theme
is picked up during the discussions by M. Nicolas of France, where he
endorsed the view that manufacturers in towns can acquire a reputation

138 Tbid., (‘Les tribunaux de chaque pays auront a décider quelles sont les appellations, qui, a

raison de leur caractére générique, échappent aux présentes dispositions’).

Papers relative to Conference at Rome on Industrial Property; Correspondence
relating to Fraudulent Use of Trade Marks 60 PP 413 [C.4837] (1886), (hereafter,
Rome Correspondence).

See the Letters and Enclosures from the Cutlers’ Company outlining the complaint to
the Foreign Office, who in turn corresponded with the Board of Trade, Rome
Correspondence, 1-2.

The ambition was therefore to remove the additional false trade name requirement. See
the letter from the Board of Trade to the Foreign Office, 4 April 1885, ibid., 5.

The Board of Trade appointed Mr Henry Reader Lack, Comptroller-General of
Patents, Designs and Trade Marks to be the delegate of Great Britain. He was
accompanied Mr Charles Belk, the Master Cutler of the Sheffield Cutlers’ Company
and Mr Herbert Hughes, Secretary of the Sheffield Chamber of Commerce, to assist him
in securing the proposed amendments. They were joined by Mr Bergne, Superintendent
of the Treaty Department, of the Foreign Office. Rome Correspondence, 14-15.
Conférence de Rome, 92-3.

Ibid., 93 (‘La Convention de 1883 consacre les droits des individus. Consacrons dans cette
Conférence des droits plus étendus, ceux des communautés, qui étant composées de plusieurs
individus, sont a plus forte raison dignes d’étre protégées’).
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through centuries of honest toil and this subsequently belongs to the
community of manufacturers, in a similar manner to the protection of
individual trading reputations.’*” The Tunisian delegate, M. Pelletier,
further endorsed the legitimacy of protecting town or city names by
equating them with the protection of individual names.'*® An emerging
consensus therefore supported the protection of collective local or
regional reputations through the vector of the IS.

However, this conceptualisation did not circulate unopposed. Accor-
ding to M. Monzilli, the Italian delegate, these amendment proposals
did not relate to the protection of industrial property. On the one hand,
enhanced restrictions on origin marking could strengthen protectionism
and enable parochial programmes favouring the products of national
industry, since all marks of geographical origin and not just reputed ones
were being protected. He asked why relative unknowns such as hats from
Sheffield or buttons from Paris were included within the ambit of this
proposal designed to protect collective reputations. His second criticism
was that such rules were designed to protect consumers and defending
their interests alone did not justify their inclusion within an industrial
property convention.'*” Such frauds were considered criminal acts and
best dealt with under criminal law.'*® Despite opposition from Italy the
amendment proposal was ultimately passed,’*’ but to little avail, since
the acts signed at the conference of Rome were not subsequently ratified
by Union countries.’”” Yet preparatory work on this issue was not
entirely squandered. In the next Section, we see that this initiative
ultimately contributed to the formation of the Madrid Agreement but
Article 10 itself remained unchanged, and it would continue to be
criticised for its limited scope.'”"

No significant changes were made until the Lisbon conference of
1958, where BIRPI proposed that Article 10 prohibit importation of
‘any product which bears directly or indirectly a false or misleading indica-
tion of origin’ (emphasis added).'”” Use which is misleading without

15 1hid., 117 (‘Comme les fabricants, les villes, telles que Sheffield, Paris, ont aussi un nom, une
réputation, acquis par des siécles de travail honnéte et glorieux; ce nom appartient a la
collectivité des fabricants de ces villes, il a le méme droit a la protection que celui des
particuliers’).

140 Ibid., 118.  '*" Ibid., 116-17.  '*® Ibid, 119.  '*° Ibid., 120-1.

150 1 adas, Patents, Trademarks and Related Rights, 74-5.

151 The limitations were significant: seizure was not mandatory but only optional; the
proscription was limited to names of a specified locality; this false IS needed to be
joined with a fictitious trade name or used with fraudulent intention; and Art. 10 only
applied to indications appearing on the product itself. WIPO, ‘Present Situation and
Possible New Solutions’, 28 June 1974 (TAO/1/2), [14]-[22].

152 Actes de Lisbonne, 777-9.
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being strictly false would include the prominent mention of ‘Milan’ on
fashionable shirts produced in Milan, Michigan.'”” Due to the dubious
objection by South Africa that ‘misleading’ was a vague standard and
would be applied differently by national courts, the specific proposal
failed to pass.'’® However, some progress was achieved as (1) the
prohibition now covered direct or indirect use of a false indication; and
(2) the additional “fictitious or fraudulent trade name’ requirement was
at long last dropped. For illustrations of the direct use of a false indica-
tion, the reader is invited to consider the allure of Paris on perfumes
produced outside the French capital. A fragrance producer based in
Brussels, although formerly resident in Paris for many years, was disen-
titled to the use of ‘Paris’ in its trading name as it would be construed
as a misleading use concerning a city reputed for its perfumery.'”’
Malodorous uses of Paris by those based elsewhere rankled sensibilities
in the decisions of the Industrial Property Department of Brazil on 6
December 1966 (‘Principe de Paris’) and the Supreme Court of the
Canton of Zurich on 16 May 1949.'°° In the US, ‘Maid in Paris’ for
perfume was held to be geographically deceptive and thus unsuitable as a
trade mark, as it would materially affect the purchasing decision of
consumers. >’ By contrast, the notion of an indirect false indication
still requires the target audience to consider the sign as a geographical
indication (and not a fanciful or generic term) but covers a broader
spectrum of insinuations. Professor Beier provides several examples of
this from German case law, such as the image of the Cologne Cathedral
used on goods from outside of Cologne, the use of a British Coat of
Arms or foreign flags on goods which are made in Germany and the use
of Cyrillic characters on Vodka not made in Russia.'”®

The scope of Article 10 can therefore be recapitulated as follows:
while it no longer requires an additional fraudulent trade name to be
triggered, (1) the indication in question (whether word or device, direct
or indirect) must be understood by the relevant consumers to indicate
the geographical origin of the product; and (2) the product does not in

153 WIPO, “The Need for a New Treaty and its Possible Contents’, [13] (use is misleading
while not literally false, where two ‘areas in different countries have the same name but
only one of those areas is internationally known for particular products’).

5% Actes de Lisbonne, 788.

155 Paris Perfume [1963] Industrial Property 225 (Brussels CA, 17 November 1961).

156 Cited by A. Devletian, “The Protection of Appellations of Origin and Indications of
Source’ (1968) Industrial Properry 107, 114-15.

157 Ini re Richemond 131 USPQ 441 (TTAB 1961).

158 F_K. Beier, “The Protection of Indications of Geographical Origin in the Federal
Republic of Germany’, in H. C. Jehoram (ed.), Protection of Geographic Denominations
of Goods and Services (Sijthoff & Noordhoff, Netherlands 1980), 11, 28.
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fact originate in that region. The desire to preserve truthful commercial
communication still beats strongly at the heart of such protection. The
uphill struggle to achieve even these moderate levels of protection is a
reminder of the contingency of a sign’s geographical message and the
perceived magnitude of the trading interests at stake for negotiators.
Controversy is no stranger to early IGO protection debates.

2.3 Alternative possibilities?

The Paris Convention contains two further sets of provisions which
generated conversations about IGO protection but were subsequently
marginalised.’” It proscribes conduct amounting to unfair competition
and mandates that all its members accept collective marks within the
fold of registered trade mark protection. These provisions are worth
considering, since this book sets out to challenge the view that contem-
porary GI protection, as a distinct regime within IP law, has an essential
or natural form. The early experimentation with alternative avenues
is also worth recalling since each of these options continues to surface
in contemporary debates. We therefore briefly consider their viability
as workarounds to the limitations faced by the IS, while reinforcing
the insight that a collective reputation was the intangible at stake in the
IS debates.

2.3.1  Unfair Comperition Prevention under Article 10bis

When considering the definition of industrial property earlier in this
chapter, we noted that prohibitions on false designations of manufactur-
ing, trading or geographical origin were occasionally gathered together
under the umbrella category of unfair competition prevention. This
reflects a position adopted under several national regimes: ‘Most coun-

tries take the view that protection for geographical indications of source

including appellations of origin falls in the area of unfair competition’."®’

In European jurisdictions in particular, there is an enduring view that
the rules governing indications of origin are a subset of this broader

159" A third possibility is Art. 6zer, whose purpose is to protect armorial bearings, flags and
other state emblems of the signatories to the Paris Convention as well as official signs
and hallmarks indicating control and warranty. While there are registrations for state
hallmarks or official signs indicating control and warranty, there does not seem to be
much scope for IGO protection. See WIPO, ‘Article 6zer of the Paris Convention: Legal
and Administrative Aspects’, 14 October 2003 (SCT/5/3), [10]-[12]; Bodenhausen,
Guide to the Application of the Paris Convention, 94-103.

F-K. Beier, ‘The Contribution of AIPPI to the Development of International
Protection against Unfair Competition’, in AIPPI 1897-1997 Centennial Edition
(AIPPI Foundation, Basle 1997), 299, 309.
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category.'®' Once again this highlights the initial parallel trajectories of

trade mark and IGO protection. Just as trade marks had been situated
within the broader field of unfair competition prevention,’“* IS protec-
tion was initially conceived of in similar terms.'®> What’s more, TRIPS
includes an overt reference to the unfair competition provisions of the
Paris Convention, when setting out the scope of GI protection.'®* Yet
a question left unasked is this: what is the significance of suggesting
that, like trade mark law, the IS was also considered to belong to the
family of rules preventing unfair competition? Additionally, since Article
10 has proved relatively toothless, does Article 10bis contain greater
potential for the protection of IGOs? In developing a response, we begin
by considering the text of Article 10bis:

(1) The countries of the Union are bound to assure to nationals of such
countries effective protection against unfair competition.

(2) Any act of competition contrary to honest practices in industrial or
commercial matters constitutes an act of unfair competition.

(3) The following in particular shall be prohibited:

1. all acts of such a nature as to create confusion by any means
whatever with the establishment, the goods, or the industrial or
commercial activities, of a competitor;

2. false allegations in the course of trade of such a nature as to
discredit the establishment, the goods, or the industrial or com-
mercial activities, of a competitor;

16

See M. Dufourmantelle, De la Concurrence déloyale a I’aide de fausses indications sur la
provenance des produits (impr. de Berger-Levrault, Nancy 1895); E. Ulmer, ‘Unfair
Competition Law in the European Economic Community’ [1973] IIC 188, 199-200;
F. Henning-Bodewig and G. Schricker, ‘New Initiatives for the Harmonisation of
Unfair Competition Law in Europe’ [2002] EIPR 271, 273; C. Wadlow, ‘Unfair
Competition in Community Law — Part 1: The Age of the “Classical Model”” [2006]
EIPR 433, 440.

O. R. Mitchell, ‘Unfair Competition’ (1896) 10 Harvard Law Review 275, 275
(‘Logically speaking, the fact is that Unfair Competition is properly a generic title, of
which trade mark is a specific division’); E. Rogers, ‘Industrial Property’ (1929) 27
Michigan Law Review 491, 497 (‘Unfair competition, or better, unfair trading seems to
us to be the genus — trade mark infringement, passing off, false indications of geographical
origin, false trade descriptions ... seem to be merely species of the genus’).

Actes de la Conférence Réunie a Londres (Bureau de I’Union, Berne 1934) 423,
(hereafter, Actes de Londres) (according to the Italian delegate, the similarity was
evident although the responses varied: ‘Les marques, les indications de provenance et la
répression de la concurrence déloyale sont, affirma-t-elle, des instruments destinés a protéger la
bonne foi et a faciliter I’industrie et le commerce. Leurs rapports sont communs et leur action est
souvent parallele; seule la réglementation est différente’).

Art. 22.2(b) stipulates that ‘Members shall provide the legal means for interested
parties to prevent ... any use which constitutes an act of unfair competition within
the meaning of Article 10bis of the Paris Convention (1967)’.
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3. indications or allegations the use of which in the course of trade is
liable to mislead the public as to the nature, the manufacturing
process, the characteristics, the suitability for their purpose, or
the quantity, of the goods.

At first glance, Article 106is(2) appears broad enough to cover not just
using another’s sign so as to create misrepresentations as to origin, but
possibly even pure misappropriation or free riding in the absence of
any misrepresentation.'®” Therefore two lines of enquiry are pursued:
(1) What is the substantive prescriptive content of Article 10bzs, which is
then obligatory to translate into national law? (2) To what extent does it
specifically refer to signs indicating geographical origin?

In attempting to unpack the content of unfair competition, we are swiftly
ushered into a hall of mirrors, for this legal category varies considerably in
form and effect across jurisdictions. However, the sentiment is easily grasped:

The law of unfair competition has developed in part also in response to a general
feeling that the honest and fair-dealing merchant is entitled to the fruits of his
skill and industry, and must be protected against loss caused by fraudulent and
unfair methods used by business rivals. It is a recognition by the courts of the
duty to be honest and fair in all relations of business life ... The gradual judicial
development of this doctrine is an embodiment of the principles of sound
common sense, business morality, although it involves nice discriminations
between what may and what may not be done in honourable business rivalry.'°°

One experienced commentator emphasises the scrutiny of marketplace
conduct as its object.

Despite all their differences, all European countries have developed mechanisms
based on the principle of fairness to control commercial activities. The fact that
details are disputed ... does not affect the basic common conviction that market
conduct should be fair in the interests of all market participants and that there
must be some rules to secure this fairness.'®’

165 This is controversial conduct in intellectual property debates. P. Drahos, ‘Introduction’,
in P. Drahos and R. Mayne (eds.), Global Intellectual Property Rights: Knowledge, Access
and Development (Palgrave MacMillan, New York 2002), 3—4 (‘A free rider is a person
who takes the benefit of an economic activity without contributing to the costs needed to
generate that benefit. In the case of intellectual property, the free rider takes the benefit
of information [or goodwill for commercial signs] for which the costs . .. have been met
by the producer’). For criticisms of the unreflexive impulse to prevent free riding, see
M. A. Lemley, ‘Property, Intellectual Property, and Free Riding’ (2005) 83 Téxas Law
Review 1031; D. Gangjee and R. Burrell, ‘Because You’re Worth It: L’Oréal and the
Prohibition on Free Riding’ (2010) 73 Modern Law Review 282.

166 H. D. Nims, The Law of Unfair Business Competition (Baker, Voorhis & Co, New York
1909), iii-iv.

167 F. Henning-Bodewig, Unfair Competition Law: European Union and Member States
(Kluwer Law International, The Hague 2006), xv.
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At various points of time, the following types of marketplace miscon-
duct have been included within its capacious remit:

(1) causing confusion with respect to another’s enterprise or activities;
(2) misleading the public about one’s own or another’s goods;
(3) discrediting another’s enterprise or activities;
(4) damaging goodwill or reputation through non-confusing associ-
ations (e.g. dilution by blurring);
(4) unauthorised appropriation of secret or confidential commercial
information;
(5) enticement of a competitor’s employees;
(6) inducing breach of contract;
(7) bribery;
(8) misappropriation or pure free riding upon another’s investment;
(9) false claims to testimonials of merit;
(10) intimidation or obstruction in the course of business dealings;
(11) unfair advertising including intrusive, misleading and comparative
advertising;
(12) slavish imitation; and

(13) exploitative sales promotions.’®®

For greater analytical clarity, Michael Spence suggests that from an
intellectual property perspective, unfair competition consists of three
intersecting categories of norms against misrepresentation, denigration
and misappropriation.'®” These categories are not static, inviting a
flexible response. Justice Brandeis concluded almost a century ago that
any ‘enumeration, however comprehensive, of existing methods of
unfair competition must necessarily prove incomplete, as with new
conditions constantly arising novel unfair methods would be devised
and developed’.' "’

Even this preliminary survey suggests the following three points.
First, a glance at the list reveals that some types of misconduct have
little to do with intellectual property, being more appropriately located
within the domains of contract, tort, consumer protection or criminal

168 \WIPO, Model Provisions on Protection against Unfair Competition: Articles and Notes
(WIPO Publication No 832, Geneva 1996); K. Misegades, “The Scope of the Law of
Unfair Competition’ (1932) 14 Fournal of the Patent and Trademark Office Sociery 763,
764-5; WIPO, Protection against Unfair Competition: Analysis of the Present World
Situarion (WIPO Publication No. 725(E), Geneva 1994), 48, 54-60; T. Alkin,
‘Should there be a Tort of ‘Unfair Competition’ in English Law?’ (2008) 3 Fournal of
Intellectual Property Law and Practice 48, 49.

169 Spence, Intellectual Property, 37.

170 Federal Trade Commission v. Gratz, 253 US 421, 437 (1920).
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law. While some argue that the infringement of nominate branches
such as copyright or trade marks are also considered to be acts of unfair
competition, in turn proposed as the backdrop to all IP protection,’”’
certain categories of misconduct do not relate to property at all and
the overlap with IP is only partial.'’* Therefore it is unsurprising that
both the theoretical underpinnings for this general prohibition'”’
and the institutional expression in individual jurisdictions diverge in
significant ways. Usually the formal distinction is made between
jurisdictions (1) where protection is based on specific legislation, such
as the German Gesetz gegen den unlauteren Wettbewerb (UWG);'"*
(2) where protection is based on general tort or delict and results
in civil liability, such as Articles 1382 and 1383 of the French Civil
Code;'”” and finally (3) where a hybrid approach is adopted.'’®
Second, in light of the divergent approaches, there is considerable
uncertainty as to the most appropriate configuration for reconciling
competitor, consumer and general public interests within this legal
category. While a tort regime will require the precondition of correla-
tive obligations and rights between competitors, a statutory regime
might better accommodate general consumer interests and independ-
ently accord consumers (or their representatives) the necessary legal
standing to initiate proceedings. These differences have meant that
unfair competition harmonisation has a particularly troubled history,
even within the European context.'’’ Conceptual tension remains as
to the relationship between producer and consumer interests that are

171
172
173

Ladas, Patents, Trademarks and Related Rights, 1675; Sanders, Unfair Competition Law, 8.
Bodenhausen, Guide to the Application of the Paris Convention, 20, 23.

Four overlapping theories, including prima facie tort theory based on conduct causing
injury, are identified by Wadlow, The Law of Passing Off, 37. From an intellectual
property perspective, see also R. M. Hilty, “The Law against Unfair Competition and
its Interfaces’, in R. M. Hilty and F. Henning-Bodewig (eds.), Law Against Unfair
Competition: Towards a New Paradigm in Europe? (Springer, Berlin and New York
2007), 1, 19 (suggesting the protection of investments against misappropriation,
where otherwise the result would be a market failure); A. Kamperman Sanders, Unfair
Competition Law (Clarendon Press, Oxford 1997) (arguing for an unjust enrichment or
restitutionary basis).

The most famous version is the Gesetz gegen den unlauteren Wettbewerb (UWG) of 7
June 1909 [1909] RGBI 499, (hereafter, UWG 1909). The law was substantially
amended in 2004. On the new law see F. Henning-Bodewig, ‘A New Act against
Unfair Competition in Germany’ [2005] IIC 421.

A. Tunc, ‘Unfair Competition — French and European Approaches’ (1974-5) 1
Monash University Law Review 34.

WIPO, Protection against Unfair Competition, 19-21; Sanders, Unfair Competition Law,
6, 23; Ladas, Patents, Trademarks and Related Rights, 1693—6.

C. Wadlow, ‘Unfair Competition in Community Law - Part II: Harmonization
becomes Gridlocked’ [2006] EIPR 469.
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served by unfair competition law.'’® While these interests often coin-
cide, they also diverge on particular issues and the protection of pro-
ducer or even competitor interests in isolation can no longer be the
principal organising concept for any harmonisation project.'”® Third,
the issue of ‘where the line should be drawn between fair competition
and unacceptable competitive behaviour has created abundant debate
and literature’.'®” Does comparative advertising provide useful infor-
mation about product substitutability to prospective purchasers or
allow indolent competitors to boost their image by aligning themselves
with market leaders? Does the non-confusing yet ‘slavish’ imitation of a
product, after the expiry of any patent or design protection, drive down
prices and improve quality in the marketplace or merely free ride on the
efforts of the creator? If we build on the efforts of others in order to
learn, innovate and compete more effectively,'®’ then when should
copying or referencing be proscribed? It is evident that norms of accept-
able commercial behaviour are context sensitive and ‘the world is as
divided now as it has been throughout the [twentieth] century over
how far it is legitimate to extend civil obligations which inevitably inhibit
the freedom of traders to compete in the course of competition’." %
This synopsis makes it clear that since the content of unfair competition
diverges at the national level, Article 106:s cannot afford to set out a broad
mandatory norm. Instead it delegates the task of fleshing out this category
to the courts of a Paris Union country where a dispute arises. While some
countries have expansive notions of what counts as unfair competition,
others are more modest so it is difficult to make generalisations. At its

178 B Henning-Bodewig, ‘International Unfair Competition Law’, in R. M. Hilty and
F. Henning-Bodewig (eds.), Law Against Unfair Competition: Towards a New Paradigm in
Europe? (Springer, Berlin 2007), 53, 57; R. W. De Vrey, Towards a European Unfair
Competition Law: A Clash between Legal Families (Martinus Nijhoff, The Hague 2006),
15, 45-8; P. J. Kaufmann, Passing off and Misappropriation: An Economic and Legal
Analysis of the Law of Unfair Competition in the United States and Continental Europe IIC
Studies, Vol. 9 (Max Planck, Munich 1986), 8.

Wadlow, ‘Unfair Competition in Community Law - Part I’, 441 (‘By [1973] there was
widespread agreement that the Franco-German “classical model” of unfair
competition law, defined solely by reference to the interests of competitors nzer se,
required revision to take into account the interests of consumers and other market
participants’).

M. Hopperger and M. Senftleben, ‘Protection against Unfair Competition at the
International Level — The Paris Convention, the 1996 Model Provisions and the
Current Work of WIPO’, in R. M. Hilty and F. Henning-Bodewig (eds.), Law against
Unfair Competetion: Towards a New Paradigm in Europe (Springer, Berlin 2007), 61.
M. Boon, In Praise of Copying (Harvard University Press, Cambridge MA 2010);
R. Tushnet, ‘Copy this Essay: How Fair Use Doctrine Harms Free Speech and How
Copying Serves It’ (2004) 114 Yale Law Fournal 546.

182 \. R. Cornish, ‘Genevan Bootstraps’ [1997] EIPR 336.
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most prescriptive, Article 105is(2) provides an inductive methodology for
determining when conduct is unfair. For instance, Christopher Wadlow
suggests that the conduct scrutinised is limited to that between competi-
tors; the standard of fairness is not based on abstract ethical precepts but
instead rests on pragmatic considerations; and the prohibited conduct
must fall foul of consistent practices of fair trading, as they are actually
observed in the relevant market, instead of pious aspirational statements
of good behaviour.'*?

The identification of a relatively slender core obligation is borne out
by the drafting history. The substantive national treatment obligation in
Article 10b6:s(1) was introduced in 1900 and has remained largely
unchanged,'®* with the addition at the Washington Revision Conference
of ‘effective protection’.'®> At the Washington conference, the British
proposal to enumerate a list of non-exhaustive, yet commonly proscribed
activities was objected to on the basis that it could end up excluding other
forms of misconduct.'®® The open ended definition of unfair competi-
tion as being ‘contrary to honest practices in industrial or commercial
matters’ contained in Article 105:s(2) was first introduced at The Hague
revision conference in 1925, along with the first two examples of such
undesirable conduct in Article 105is(3), i.e. acts likely to confuse, as well
as false allegations which discredit. The debates surrounding the two
specific examples reveal that they were included precisely because
common agreement could be reached on them, while a broadly inclu-
sive, albeit vague, definition was also desirable.'®” However, amendment
proposals which expressly included indications of geographical origin
within Article 10bis did not succeed.'®® To summarise, given the pre-
existing national divergences, Article 10bis does not mandate that all
signatories to the convention must adopt broad norms against unfair
competition, despite occasional unconvincing attempts to argue other-
wise.'®” Attempts to introduce provisions specifically relating to IS
protection did not succeed. Instead this provision ‘establishes a flexible,
open minimum standard of protection against unfair competition ...

183 Wadlow, The Law of Passing Off, 61—4.

184 For the initial French proposal on concurrence déloyale and its final adoption, see Actes
de la Conférence de Bruxelles 1897 et 1900 (Bureau de ’Union, Berne 1901), 140,
164, 411, (hereafter, Actes de Bruxelles).

185 Actes de Washington, 255. % Ibid., 105, 254, 305.

187 Reviewed by Wadlow, The Law of Passing Off, 81-1.

188 Such as the French and Italian proposals. See Actes de la Haye, 349-50.

189 . Gielen, “WIPO and Unfair Competition’ [1997] EIPR 78 (suggesting that the wide
ranging WIPO Model Provisions are ‘intended to give effect to [Art. 10bis]
obligations”); L’Oréal SA and others v. Bellure NV and others [2007] EWCA Civ 968
[135]-[161].
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Its implementation into national law is allowed to reflect the different
traditions and historical sources of unfair competition law’." "’

One final possibility remains to be considered. On a superficial read-
ing, the proscription against indications likely to mislead the public in the
third paragraph of Article 1056is(3) could be mobilised for IS protection
purposes. Yet here too there are obstacles. For our purposes, the spectral
presence in the third paragraph of Article 10bis(3) is of interest. At the
Lisbon conference in 1958, Austria proposed the additional third para-
graph which addressed ‘indications or allegations, liable to mislead the
public into error as to the nature, (including the mode of manufacture),
origin, characteristics, usefulness or price of the products’ (emphasis
added).'”! The US then cast a single opposing vote in the plenary session
of the conference and the reference to ‘origin’ was deleted.'’” This had
the effect of curtailing the application of the prohibition against mislead-
ing uses in Article 105is(3), to exclude misleading IS situations.’®” Since
Article 10b:s is now incorporated within the GI provisions of TRIPS via
Article 22.2(b), it generates considerable ambiguity. Does Article 22
of TRIPS read in the missing ‘origin’ by implication? An alternate
possibility is that since many GIs raise expectations about the nature,
manufacturing process or characteristics of the goods, misleading con-
sumers on these grounds ought to be actionable.’”* Once again this
treaty obligation is easily satisfied through the availability of general fraud
or consumer protection legislation. In conclusion, this brief detour into
Article 10bis showcases yet again the ontological similarities between
trade marks, indications of geographical source and other commercial
indications, since the misuse of such signs is considered to be an aspect of
unfair competition. Both consumer protection and reputation protection
are designated the desirable outcomes. For reasons outlined above it is
also unlikely that Article 10b:s has additional resources to offer for those
seeking strong international norms for GI protection.

190 Hopperger and Senftleben, ‘Protection against Unfair Competition at the International
Level’, 63.
191 Actes de Lisbonne, 711, 725. 192 1hid., 790.
193 It has been suggested that this was a deliberate move to check an expansive
international GI protection regime. See ]J. T. McCarthy and V. Colby Devitt,
‘Protection of Geographical Denominations: Domestic and International’ (1979) 69
TMR 199, 203.
R. W. Benson, “Toward a New Treaty for the Protection of Geographical Indications’
[1978] Industrial Property 127, 131 (considering misleading uses as to quality under
Art. 10bis). For an example of the application of this principle, see In re Salem China
Co, 157 USPQ 600 (TTAB 1968) (The Board upheld the trade mark examiner’s
rejection of AMERICAN LIMOGES on the basis that while it may not mislead as to
origin, it would be deceptive as to quality suggesting an equivalence with the French
porcelain).
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2.3.2  Collective marks under Article 7bis

This chapter argues that the motivation for including the IS within
the Paris Convention was to protect a valuable collective reputation.
To that extent the IS debates shared overlapping rationales with regis-
tered trade mark protection. Yet recognising a collective interest in
a geographical term proved difficult for registration systems that
only recognised signs indicating distinctive or individual trade sources.
By contrast, the Paris Convention expressly refers to the obligation
to recognise collective marks in Article 7bis. This provision is of
respectable vintage and was first introduced into the text in 1911 in a
substantially recognisable form,'®” making it all the more surprising
that it remains unexplored. If part of the problem was that the IS
could not plug in to registered trade mark systems, here was a way to
make it fit. The relative invisibility of Article 7bis is a puzzle worth
investigating.

According to a recent comprehensive survey of national trade mark
registration practices, collective marks are widely protected at the national
and regional levels.'”® Synthesising these results, WIPO describes a col-
lective mark, a form of club membership, as follows:

[Sligns which serve to distinguish the goods or services of the association which
is the proprietor of the mark from those of other undertakings. The main feature
of a collective mark is that it is used as an indication to the relevant public that
goods or services originate from a member of a particular association. Additional
features may include common quality or accuracy, geographical origin or other
characteristics set by the association (emphasis added).'?”

At this stage, it is helpful to distinguish between collective and certification
marks, since they will be considered in greater detail in Part II of this book.
A certification mark may be said to constitute:

[A] sign which is used or intended to be used to distinguish goods or services
dealt with or provided in the course of trade and certified by the proprietor of
the certification mark in relation to origin, material, mode of manufacture of
goods or performance of services, quality, accuracy or other characteristics,
from other goods or services dealt with or provided in the course of trade but
no so certified.'®

195 Actes de la Washington, 253 (discussion and adoption), 304 (report of the Commission),
333 (final text).

196 WIPO, ‘Summary of Replies to the Questionnaire on Trade Mark Law and Practice
(SCT/11/6)’, 25 January 2010 (WIPO/STrad/INF/1 Rev), 36-8.

197 WIPO, “Technical and Procedural Aspects Relating to the Registration of Certification
and Collective Marks’, 15 February 2010 (SCT/23/3), [11].

198 Ibid., [15].
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Certification marks are not specifically regulated by the international
treaties, but the ubiquity of the collective mark can be traced to the
relevant Paris Convention obligation to recognise them in national
legislation.

In relevant part, Article 7bis states:

The countries of the Union undertake to accept for filing and
to protect collective marks belonging to associations the exist-
ence of which is not contrary to the law of the country of
origin, even if such associations do not possess an industrial
or commercial establishment.

While substantial concessions were made to national legal orders when
determining the terms on which collective marks would be acknow-
ledged,'” this category has been internationally recognised for approxi-
mately a century. One of the conditions for membership within the
collectivity can be a geographical origin requirement and there is evi-
dence that, from its inception, the collective mark was seriously con-
sidered as a vehicle for achieving IS protection goals.

Along with collective marks, ‘regional marks’ are first mentioned in a
Belgian proposal at Madrid in 1890 to amend the draft Agreement for
the Repression of False Indications of Source.”’’ At the subsequent
revision negotiations in Brussels, a separate project for the registration
of ‘Marques d’Origine Collectives’ was proposed by BIRPL.”"! Here col-
lective marks of origin, at the scale of both country as well as region,
were considered in some detail. For the former, examples were drawn
from German and French ‘national brand’ experiences,”’” while for
regional marks the city of Lyon’s municipal marking of textiles was
the template. Issues arising during these deliberations included the
question of who would be best placed to apply for such national or
regional marks (national governments, local government representa-
tives from the region in question or private producer collectives),
whether recognition as well as protection in the country of origin should

199 Under Art. 7bis(2) and (3) each country shall determine the particular conditions

under which a collective mark shall be protected and may refuse protection if the

mark is contrary to the public interest. Nevertheless, protection shall not be refused

to any association which is lawful in the country of origin, on the ground that such

association is not established in the country where protection is sought or is not

constituted according to the law of the latter country.

Actes de Madrid, 64 (proposed as draft Art. 3bis: Les marques régionales, municipales ou

collectives seront protégées au méme titre que les marques individuelles’).

201 Actes de la Bruxelles, 69-81.

292 For a study of the ‘Unis France’ mark, see Etudes Générales, ‘Un Exemple de Marque
Collective la Marque «Unis-France»’ [1934] Propriété Industrielle 191.
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be a precondition and the question of whether the scheme should only
incorporate figurative or otherwise distinctive marks,”’” thereby avoiding
the problem of having to register geographical word marks considered to
be descriptive subject matter. Belgium raised additional concerns
directed at the ability of communities — otherwise lacking legally recog-
nised standing — to file for such marks, as well as the degree of oversight
required so that such group marks continued to represent a certain
standard of quality.”**

The adoption of a separate agreement on collective marks of origin
failed to crystallise and the conference voted instead to treat collective
marks in a manner similar to regular trade marks under Article 6.7°°
Therefore BIRPI’s proposal for the 1911 conference at Washington
began by reminding the Union that it had long been a concern that the
protection was required for inzer alia collective marks intended to ensure
that products originated in a region or determined place.”’® As we have
seen, the solution finally adopted in Article 7bis was to streamline all
collective marks into the regular workflow of trade mark registration
systems. Throughout this period regional origin marks, as a prominent
category of collective marks,”’” continued to be discussed. The possibil-
ities are considered in two comprehensive studies published by the
Association Internationale pour la Protection de la Propriété Industrielle
(AIPPI) in 1901. Moise Amar was ‘of the opinion that the system of
collective marks ... relating to particular areas would provide a solution
to the difficulties arising from the mere protection of a place name’.”"®
Pey went even further: ‘Undoubtedly, great strides have been made as
regards the indication of origin, an issue that relates so closely to that of
collective marks, you can almost say that the discussions which led the
former may apply to the latter’.”*’ A comprehensive international review

203 Contemporary examples would include the ducal crown image accompanying

Prosciutto di Parma and the stylised profile of the female tea picker on Darjeeling tea.
204 Actes de Bruxelles, 91-2. 205 1bid., 288-9.
206 Actes de la Washington, 51-2 (‘On se préoccupe depuis longtemps de la protection des
marques collectives destinées a garantir que certains produits sont originaires d’une région ou
d’un centre déterminés, ou bien fabriqués ou mis en vente par les membres d’un certain
groupement’).
Other categories included marks indicating minimum standards of quality, membership
in professional associations or those indicating trade union membership. For a fascinating
study of this last category and the obstacles to integration within mainstream trade
mark law, see S. Ricketson, “The Union Label Case: An Early Australian IP Story’, in
A.T. Kenyon, M. Richardson and S. Ricketson (eds.), Landmarks in Australian Intellectual
Property Law (Cambridge University Press, Melbourne 2009), 15.
Amar, ‘Des Marques Collectives’, 115 (author’s translation).
Pey, ‘Protection des Marques Communales, Regionales, Nationales’, 119 (author’s
translation).
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of collective marks in 1934 concludes that not only were such marks an
excellent instrument for appellation of origin protection, their collective
use by producers to indicate regional origin was one of the principal
motivations for instituting such marks in the first place.”'’ So despite the
promising start, why did this option fail to materialise?

There are two plausible responses to this question. The first relates to
the incomplete incorporation of collective marks within trade mark
registration systems. For a start, the process of incorporation was both
sluggish and irregular, so registrability remained uncertain for decades
after 1911.”"" The Hague Convention records the lament that as of
1925, at least thirteen Union countries still did not have provisions for
registering collective marks.”'” Merely introducing an obligation to
assimilate such group marks within a system designed around individual
trade marks raised a host of additional complications. There was the
fundamental hurdle of the distinctiveness test as the basis for registr-
ability. If distinctiveness meant the ability to distinguish the goods of the
registered proprietor from those of others, by indicating an individual
trade source for the goods, a geographical collective mark by definition
would fail this test. Even if the geographical collective mark could be
registered, the applicant association might have to disclaim any exclusive
use to the geographical term.”'” If others based in the region but not
members of the association could continue to use the geographical sign,
how effective would it prove as a guarantee?

Another obstacle was that for a regular trade mark, the applicant was
expected to indicate on the application the classes of goods the mark
would be applied to. For collective marks simply indicating national
origin across a vast range of goods (such as the German Eagle mark),
this would prove difficult. Additionally, what counted as use made of
the collective mark in the course of trade in order to keep the registra-
tion alive? There was no clear consensus on whether use by the
members of the association was sufficient, instead of the default rule
of use by the proprietor.”'* Furthermore, in situations where an IS was

210 frudes Générales, ‘La Marque Collective’ [1934] Propriété Industrielle, 31-2 (‘La
marque collective est, dans ce domaine, un instrument excellent, car elle se préte fort bien a
étre utilisée a titre d’appellation d’origine, par le fait qu’elle n’est mise qu’a la disposition des
membres de la collectivité. Aussi fut-il souvent soutenu naguére que la fonction d’indication de
provenance était la seule raison d’étre de la marque collective’).

211 Tbid., 39. See also Jaton, Répression des Fausses Indications, 60—1; Roubier, Le Droit de la
Propriété Industrielle, 647.

212 Actes de la Haye, 248-9. 213 Actes de Bruxelles, 282-3.

214 Brudes Générales, ‘La Marque Collective’, 36. See also Etudes Générales, ‘La Marque
Collective (Part IT)’ [1934] Propriété Industrielle 64, 64-5.
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misleadingly used, actions for damages might be unobtainable due to
the requirement for injury to be proved. While individual members
might lose out on sales, a representative association might struggle to
establish any relevant loss suffered by it.”'”

Thus paying lip service to the acceptance of collective marks within
the trade mark fold was all very well, but the devil was in the detail.
Their viability as an alternative form of IS protection was also affected
by a second set of questions pertaining to the message communicated
by such marks. Collective marks of origin were broad enough to include
national (or even imperial) marks and there were concerns that state
owned national marks would be the focus of protectionist agendas.
Impediments to free trade could be achieved via campaigns to encour-
age the purchasing of domestically produced goods, or as the basis to
boycott foreign products instead.”'® Another concern, which partially
explains the persistent British opposition to collective mark proposals,
related to the absence of any mechanism for ensuring that inspection
procedures were in place, such that these marks continued to signify
reliable quality.”’” It would take only a few unscrupulous members
producing substandard products to destroy the ability of the collective
mark to function as a useful guarantee of origin or quality and there
was no safeguard against this internal fraud. Finally, if a collective
mark was to indicate clearly defined geographical origin, specifying a
boundary for this region was necessary and procedures to do so would
vary at the national level. There was no consistent set of rules to
delineate the region of origin.”'® When aggregated, these factors led
to the narrowing of possibilities for international protection and would
greatly delay meaningful options for place name protection within
the registered trade mark system. Yet during these formative debates,
the discussions surrounding Article 7bis reinforces the insight that the
defence of a collectively established reputation was the prompt for
international IS protection.

215 Brudes Générales, ‘De la Protection Internationale des Marques d’Origine’ [1896]

Propriété Industrielle 21, 24. ,

Roubier, Le Droit de la Propriété Industrielle, 653—8; Etudes Générales, ‘LLa Marque
Collective’, 32; Pey, ‘Protection des Marques Communales, Regionales, Nationale’,
121-2.

Actes de Madrid, 125-6; Papers and Correspondence relative to Conference at Madrid
on Industrial Property and Merchandise Marks 67 PP 725 [C. 6023] (1890), 40;
Papers and Correspondence relative to Conference at Brussels on Industrial Property
and Merchandise Marks 92 PP 155 [C. 9014] (1898), 54.

Amar, ‘Des Marques Collectives’, 115-16; Pey, ‘Protection des Marques
Communales, Regionales, Nationales’, 124.

216

217

218



The Madrid Agreement 65

3. The Madrid Agreement

This chapter concludes with a review of the Madrid Agreement for the
Repression of False or Deceptive Indications of Source on Goods of 1891.
By the end of the nineteenth century, the limitations of protection prem-
ised on the communicative content of a sign became acutely obvious
to IS proponents and these limitations persist to date. If the test for
infringement turns on whether prospective purchasers are confused or
misled, it cannot apply where the sign in question is considered generic
for a category (as champagne is in the US), where the relevant public
are unfamiliar with the original home country product (such as traditio-
nal Bangladeshi textiles replicated externally and sold on the Australian
market) or where the use of the sign is qualified to avoid falsely indicating
origin (such as ‘Swiss Champagne’ or ‘Roquefort-style cheese’). The
vector of the AO and its undergirding zerroir logic are subsequently mobil-
ised in response to the limits of a truth-telling model. The Madrid Agree-
ment is interesting because it represents the beginning of this transition.

3.1 The scope of protection: Article 1

The Madrid Agreement was established under Article 19 of the Paris
Convention, which allows for special agreements within its membership.
It was born out of dissatisfaction with the original Article 10 of the Paris
Convention, almost before the ink was dry. While the intention was to
protect ‘celebrated goods’ manufactured in a place well known for
them,”'” it has not quite proved the runaway success that was initially
hoped for, with membership currently at thirty-five contracting parties.”*’
Yet deliberations under its aegis reveal a fascinating series of epistemic
shifts in the basis for GI protection. The French and British proposals
at the Rome Conference of 1886 to extend the scope of Article 10°*" were
consolidated into a new compromise by prohibiting all false indications of
origin, provided the courts of each member could determine which
expressions were generic. Based on this, a draft agreement was presented
for discussion at the Madrid conference of 1890. The aspiration was to
reach beyond the ‘false and fraudulent requirement’ and prevent false or
distorting indications in any form.??” While this ambition met with

219 M. Ostertag, ‘International Unions for the Protection of Industrial, Literary and
Artistic Property’ (1926) 25 Michigan Law Review 107, 115.

220 gee www.wipo.int/treaties/en/ip/madrid/.

221 See respectively Conférence de Rome, 12-13, 92-3.

222 Actes de Madrid, 11 (/IJI s’agit maintenant d’atteindre toutes les fausses indications de
provenance, quelle que soit la forme sous laquelle elles se produisent’).
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limited success, it remains significant for introducing special provisions
for wines, the archetypal subject matter of suz generis GI protection. The
notion was formally introduced that certain products possess a special
and possibly even unique link to their place of origin. This proved influen-
tial in not only shaping TRIPS standards but continues to buttress
present day proposals favouring the extension of GI protection.

The Madrid Agreement improves upon the Paris Convention in a
number of ways. Compared to the restrictive original text of Article 10,
the Madrid Agreement addresses a broader range of misleading conduct:

Article 1(1)

All goods bearing a false or deceptive indication by which one of the countries to
which this Agreement applies, or a place situated therein, is directly or indirectly
indicated as being the country or place of origin shall be seized on importation into
any of the said countries (emphasis added).

By jettisoning the additional fraudulent trade name requirement of
Article 10, this represented significant advances, albeit only where both
the importing country and home country were signatories. Other
improvements which were part of the original text of Article 1°*° included
the mandatory seizure requirement, the absence of a strict requirement to
prove harm or injury resulting from the use of the false indication®** and
the coverage of direct or indirect indications.””” The sense in which
‘indirect indications’ was included is subsequently clarified in light of
the Brazilian delegate’s concerns about designations such as the ‘wax
of carnauba’. Being a vegetable wax from the carnauba fan palm tree, it
is not a direct or literal place name, yet it was suggested that the product
was ‘indissolubly linked’**° to its origins in a very specific region, namely
the north eastern savannahs of Brazil. Such indirect indications of origin
would therefore be included within the scope of protected signs. Finally,
the expression ‘fallacieuse’ was introduced at the Lisbon conference in
1958.7*" Although the WIPO text translates ‘fausse ou fallacieuse’ into
‘false or deceptive’,”* ‘false or misleading’ would be more accurate.”*’
To test for the presence of misleading use, the decision maker usually

223 For the original text and an English translation, see Arrangement between Great

Britain, Spain, France, Switzerland and Tunis for Prevention of False Indications of
Origin on Goods, Madrid, April 1891 Treaty Series No. 13 [C. 6818] (1892).
24 Considered at Actes de Madrid, 77, 85.  ?*° Ibid., 11.
226 Actes de Londres, 424. 227 Actes de Lisbonne, 792-3.
228 Madrid Agreement for the Repression of False or Deceptive Indications of Source on
Goods 14 April 1891, 828 UNTS 389 (1972) (WIPO Publication No. 261), 3.
In common law jurisdictions, deception has historical resonances with a mental
intention requirement and emphasis on the defendant’s conduct, harking back to the
tort of deceit.
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looks to the effect of the sign’s use on the relevant public, even if the
defendant is using it innocently. This prohibition also applies to signs
that mislead by suggestion and insinuation, such as the use of a particu-
lar language or image of a famous national monument, rather than
directly using a false place name.”*"

Despite these improvements, for proponents of enhanced place name
protection the intrinsic limitations of this model are all too evident.
Ultimately, the prohibition still relies on the trigger of consumers being
misled as to the origin of the product. Therefore Britain could claim that
it gave complete effect to Madrid obligations since its customs regula-
tions, while prohibiting goods marked with misleading indications,
would permit the use of ‘Cape Port’ or ‘Swiss Champagne’. In such cases
the ‘indication of origin consists in the precise mention of the locality
from which the goods come’ and based on such labels, none would be
misled as to the locality from which these products originated.””"

The other paragraphs of Articles 1 and 2 clarify the situations in which
the seizure of infringing goods, or a prohibition on their importation, can
be requested in a manner similar to Article 9 of the Paris Convention.
Under Article 2, customs authorities constitute the front line and are
obliged to seize misleadingly marked goods. The alternative is a demand
for seizure from the public prosecutor or other competent authority and
they can do so either ex officio or at the request of injured parties. There
is no mandatory provision enabling injured parties to directly approach
customs authorities and, on this, Madrid is less responsive than the
present Paris provisions. There is a revealing concession in Article 3 that
permits the application of the name or address of the seller on goods of
foreign origin, on condition that the place of manufacture is also clearly
indicated. During the negotiations, M. Morisseau of Belgium was quick
to point out that evolving commercial practices must be kept in mind
when regulating origin marking. It was common for manufacturers
and retailers to be separate entities and he provided the example of an
established trader ‘F. M.’ in Brussels importing independently manufac-
tured US stoves or other cast iron products. If the product was stamped
with ‘F. M. of Brussels’ on his request, while being shipped from the US,

230 Actes de Lisbonne, 792 (‘Afin d’éviter tour doute et d’éliminer la difficulté de reconnaitre
Pintention trompeuse, il y aurait lieu d’ajouter tout simplement a article premier — ainsi
qu’aux autres articles — lexpression <<fallacieuse>> aux termes <<fausse indication>>.
Cette derniére se rapporte inexactement a un lieu détermine de production, tandis que la
premiere peut se rapporter a une indication d’origine fictive utilisée comme indication de
provenance, ou a toute autre indication qui pourrait étre considérée de provenance’).

231 Actes de Bruxelles, 303; Report on Unfair Competition, Particularly in Relation to
False Marks and Indications [1922] League of Nations Official Journal 625, 627.
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it could fall foul of the Madrid provisions. Yet customers would know
that the product had been manufactured abroad and would interpret the
Belgian trader’s mark as an indication that he had selected the product
and was willing to sell it under his trading name. Article 3 emerges as a
compromise to allow such marking provided the place of manufacture or
production is also indicated.

An additional innovation is found in Article 3bis, which expands the
range of contexts in which misleading uses will be recognised:

[Signatories] undertake to prohibit the use, in connection with the sale or display
or offering for sale of any goods, of all indications in the nature of publicity
capable of deceiving the public as to the source of the goods, and appearing on
signs, advertisements, invoices, wine lists, business letters or papers, or any other
commercial communication.

This extends the scope of protection to other informative material asso-
ciated with the product and was introduced at the London conference.?”*
As a result of these provisions, protection against infringing uses was
considerably strengthened when compared synchronically with the Paris
Convention. Yet the ambition of countries such as France to prevent any
literally false use of geographical names was threatened by an exception
permitting generic uses.

3.2 Generic terms: Article 4

The compromise at the core of the Madrid Agreement is revealed in
Article 4, which states that:

The courts of each country shall decide what appellations, on account of their
generic character, do not fall within the provisions of this Agreement, regional
appellations concerning the source of products of the vine being, however,
excluded from the reservation specified by this Article.

Thus if a national court decides that a particular term has become
generic (e.g., dijon mustard), its use on products from places other than
the place bearing that name is not considered misleading under Article 1.
However, viticultural products are excluded from this judicial scrutiny
and their designations are de jure inoculated. The general provision in
Article 4 is predictable, the issue of generic use having been considered
extensively during the Paris negotiations. For our purposes, of far greater
interest is the exceptional status for products of the vine.

The original draft of this provision contained a straightforward rule
exempting all generic expressions from Article 1 scrutiny and was passed

232 Actes de Londres, 201.
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by the delegates, whereupon the Portuguese delegate proposed an add-
itional rider to this rule.””” M. De Oliveira Martins recommended that
all agricultural products should be excluded as they could never become
merely descriptive of a type or class. He distinguished between industrial
or manufactured products such as eau de Cologne or Russian leather
which were susceptible to the vagaries of genericide as they could be
reproduced anywhere and, by contrast, agricultural products such as
the wines of Bordeaux, which were uniquely causally linked to the climate
and rerroir of a particular region. Designations for such products could
never legitimately be used in a generic sense.”””

It is therefore on 8 April 1890 that terroir makes its appearance in
multilateral IGO negotiations. This term encapsulates the epistemic shift
from the IS to the AO by suggesting that certain products are uniquely,
or at least distinctively, linked to specific regions and it is unpacked
further in the next two chapters. At the negotiations, the immediate
response to this claim was that like any other term, designations for
agricultural products can also become generic through ordinary linguis-
tic usage, while the artificial freezing of meaning necessitated by this
exception would hamper accurate judicial determinations of context
specific connotations.””” The implications of this disagreement have
profound significance. In effect, one approach advocated that legal pro-
tection should track consumer and trade understanding to determine
whether the contested use was permissible. The methodology adopted
called for an interpretation of the sign’s meaning to a local audience
in the country of dispute. The opposing point of view sought to fix a
designation’s ‘true’ significance through geographical fingerprinting in
the home country, based on the inimitable link shared between the
referent product and a distinct place. Once this was established, the
focus shifted to scrutinising the conduct of an external imitator using

233 Actes de Madrid, 82.

234 Ibid., 87 (‘Le terme caractére générique, employé dans cet article, s’applique a des produits de
nature tout a fair différente. Les dénominations telles que eau de Cologne, cuir de Russie, etc.
comprennent, il est vrai, des noms de localités ou de pays; mais ’emploi de noms géographiques
a une portée tout autre quand ils servent a désigner des produits industriels que quand ils
s’appliquent a des produits agricoles, comme par exemple dans la dénomination vin de
Bordeaux. Dans le premier cas, la dénomination est de nature abstraite; dans ’autre, elle
désigne spécialement un produit qui ne peut étre obtenu que dans une contrée déterminée. Les
dénominations de produits agricoles, dont la contrefagon est générale, correspondent toujours a
des conditions particuliéres de climat et de terroir qui me sauraient étre changées ni
transportées’). See also L. Lacour, Des Fausses Indications de Provenance: Contribution a
Létude de la Propriété Industrielle en Droit Frangais (Rousseau, Paris 1904), 15-17.

Put forward by the delegates from Sweden and Norway and the delegate from Britain
respectively, Actes de Madrid, 87-8; See also Papers and Correspondence relative to
Conference at Madrid (1890), 39.

235



70 The Indication of Source

the term generically on a similar product. Since it was not the ‘real’ thing,
this use must be wrongful regardless of what consumers might think.
At this stage M. Pelletier of France intervened to bridge the widening
epistemic gap, restricting the special category status to viticultural prod-
ucts alone. Wine itself was not an unmediated agricultural product and
required an additional transformative human intervention. Pelletier’s
reasoning is Delphic at best but implies that preventing adulteration
at the stage of human involvement, possibly under the guise of generic
use, was the basis for the immunity for wines.>*° In this manner the
exceptional category was narrowed from all agricultural products to
viticultural products and subsequently passed.

Given the relatively brief prelude to Article 4 and its abrupt adoption,
even a charitable reading suggests that it is an amalgam forged out of
compromise. The underlying tensions continued to simmer and would
erupt in debates at subsequent negotiations. These discussions gener-
ated not just heat but light as well, since attempts to expand or contract
the scope of Article 4 created a forum for debating the idea of a special
link between product and place. This established the groundwork
for the Lisbon Agreement, nearly seven decades later. For a start, the
‘special link’ or rerroir reasoning as the basis for an exceptional category
is gradually entrenched. During the Brussels negotiations in 1900,
Pelletier again acknowledged that generic usage for the names of manu-
factured articles such as suede gloves was acceptable, but ‘nature’ itself
placed limits upon such use for viticultural products.””’ According to
Oliveira Martins, it was the pragmatic need for compromise that
reduced the category of all agricultural products having a unique link
to the place of origin to that of wines alone.””® It was therefore only a
matter of time before (ultimately unsuccessful) proposals reappeared
to extend the exceptional category to all products possessing this link.
In the process, attempts were made to articulate criteria for identifying
members of the category for which wine is the exemplar.

At the Washington negotiations in 1911, France proposed an addition
to Article 4, immunising against genericide all products which had their
natural qualities related to geographically specific conditions of soil and

236 Actes de Madrid, 88 (‘Cette dénomination s’applique en effer aux produits qui sont créés par
les seules forces de la nature, sans que le travail de Phomme leur ait fait subir une
transformation qui en ferait des produits manufacturés. La restriction qu’on propose
d’apporter au droit d’appréciation des tribunaux se justifierait mieux en faveur des produits
qui, originairement agricoles, sont fréequemment frelatés apres avoir été rendus utilisables par
des manipulations industrielles. La proposition de M. le délégué du Portugal gagnerait a étre
restreinte aux produits vinicoles, auxquels la fraude s’attaque souvent’).

237 Actes de Bruxelles, 268.  **® Ibid., 271.
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climate.””” An essentialised and deterministic version of nature takes
centre stage here. A more nuanced modification was introduced at The
Hague in 1925, where BIRPI tackled the binary distinction between
natural and manufactured by proposing a continuum. While for some
(initially) natural produce the manufacturing process largely determined
quality, for others the influence of climate and terrain was predominant.
Products that derived their ‘characteristic qualities’ (i.e. distinctive
features) from the influence of climate and terrain as opposed to manu-
facturing techniques were entitled to absolute rights to protection, in a
manner akin to wine appellations and should be exempt from generic
status.”*” This continuum would be incorporated into national regimes
which gave special status to zerroir products. Jaton sets out the manner
in which French law differentiates between products with and without
a natural influence. Under this approach, it was necessary to establish
the extent to which human intervention was required in the fabrication
process, to determine which category a product belonged to. He goes on
to suggest that extractive products such as marble, oils and coal, wines,
mineral waters, beer, certain types of cheese and spirits would be broadly
‘natural’ products in this sense.’*! However, at the international negoti-
ations, this classificatory approach to rerroir products was opposed on the
basis of its vagueness and subjectivity.”*”

Despite regular rebuffs, attempts to enlarge this exceptional category
beyond wines continued until Lisbon in 1958. At this conference, BIRPI’s
proposal for Article 4 refers to products whose natural qualities depend
on soil and climate and whose characteristic features have been identi-
fied as such by competent authorities in the country of origin, thereby
introducing the additional criterion of institutional recognition.”*’
A Portuguese suggestion reframes the natural inputs by adopting the
more holistic language of products influenced by local environmental or
ecological conditions,”** while clearly identifying wine as being within
the class of such products.?*” Finally, a Czechoslovakian proposal refers
to regional appellations for products deriving their natural qualities
from the soil and climate as well as human experience, skill and local

239 Actes de Washington, 218 (‘De méme ne seront pas comprises dans ladite réserve les
appellations régionales de provenance de tous autres produits tenant leurs qualités nature lies
du sol ou du climar’).

240 Actes de la Haye, 312. 241 1aton, Répression des Fausses Indications, 24—38.

242 Actes de la Haye, 365 (Germany); Actes de Lisbonne 800 (Denmark), 803 (Sweden).

243 Actes de Lisbonne, 797.

24 1bid., 807 (‘La Délégation du Portugal proposa de remplacer, dans Palinéa 1, les mots
“... tirant leurs qualités naturelles du sol et du chimar” par ... vrant leurs qualités
naturelles des facteurs mésologiques locaux).

%> 1bid., 809.
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manufacturing traditions. It mentions mineral water, viticultural prod-
ucts, beer, cheese and traditional crafts as examples.”* This proposal
signals the re-emergence of the subject, as the agency of regional produ-
cers is acknowledged alongside natural conditions. This dimension of
human input has increased in prominence over the years and will
be explored further in the next two chapters. The Czechoslovakian
delegation was also an ardent supporter of expansion beyond wines
and persistently appealed for the inclusion of mineral water and beers,
including those of Pilsen and Ceske Budejovice, on the basis of zerrowr
parallels.””” There are references to local varieties of yeasts, barley,
hops, water and localised atmospheric conditions, which are unique
to particular regions. Yet not only did expansion attempts fail, several
Members continued to express reservations about the exceptional status
of wine per se.”*®

The debates circulating around the exception to generic status also
made it possible to consider related ‘special treatment’ arguments under
Article 4. One of these focused on the problem of definition and the need
for institutional mechanisms at the national level to identify appropriate
terroir products that would benefit from exceptional treatment under
Article 4. As early as 1911, there were proposals for a two-stage process,
initially involving recognition at the national level — via legislation
or decrees, judicial or administrative decisions — as a precondition to
benefitting from the special exemption. These clearly identified and
geographically delimited designations should then be forwarded to
BIRPI, which would subsequently notify other countries.”*’ Spain had
previously complained that since the production region in the home
country often did not coincide with the administrative boundaries sug-
gested by the name — Havana tobacco came from a broad hinterland
around the city, while Manila tobacco came from other neighbouring
islands — it would be useful to have an authoritative home country
determination as the benchmark.?”° If successful, this would have estab-
lished an international notification system in the early years of the
twentieth century. Then again, the prerequisite for legally binding

246 Tbid., 804, 809 (‘[Les appellations régionales d’origine des produits tirant leurs qualités

naturelles du sol, du climat et du travail humain qui sont reconnues comme caractéristiques par
Pautorité compétente du pays d’origine, comme des eaux minérales, des produits vinicoles et des
brasseries, des fromages et des produits de mains-d’ceuvre traditionnelles, n’étant pas comprises
dans la réserve spécifiée par cet article’).

247 Actes de Washington, 292-3; Actes de la Haye, 365, 480-1; Actes de Londres, 296-7;
Actes de Lisbonne, 804.

248 Actes de Lisbonne, 801 (Italy), 802 (UK), 808 (Japan).

249 Actes de Washington, 99-100, 218; Actes de la Haye, 312.

250 Actes de Bruxelles, 261-2.
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delimitation implied some form of systematic recognition or a national
registration system. It proved too onerous for some members of the
Madrid Agreement.””’

Apart from delimitation and notification, the second possibility dis-
cussed was an additional prohibition to prevent qualified uses such as
‘Champagne style’ or ‘Swiss Champagne’. Ladas suggests that use
with qualifiers such as ‘imitation Champagne’, ‘Champagne style’ or
‘Champagne type’ would fall within the prohibition against indirectly
misleading indications of source in Article 1 of the Madrid Agreement.””>
Yet this interpretation is unlikely based on the drafting history. Pre-
cisely these qualified uses were sought to be explicitly brought within
the scope of infringement at subsequent conferences, without success.
For instance, in 1934 there was a proposal from BIRPI for an add-
itional Article 4(2):

Les fausses indications de provenance de produits vinicoles ne cessent pas de tomber sous
le coup des mesures indiquées dans les articles précédents si elles sont accompagnées d’une
périphrase destinée a leur donner un caractere générique (fagon, genre, type, etc) ou du
véritable lieu d’origine. (The false indications of origin for viticultural products do
not cease to fall within the scope of the measures outlined in the previous articles
if they are accompanied by a circumlocution designed to give them a generic
character (method, genre, type etc.) or the true place of origin).?”’

For proponents of qualified uses, these labelling techniques made it clear
that the designation was being used generically (style, type) or the true
origin was specified so it was not misleading (Australian Burgundy).
However, opponents were concerned about two types of resultant harms.
First, qualified uses such as ‘Swiss Champagne’ would merely entrench
the generic usage of champagne by itself and preventing generic use in
the case of wines was precisely the object of Article 4. This problem was
further exacerbated by ‘style’ or ‘type’ situations, suggesting a terroir
product could be reproduced anywhere with fidelity, thereby encour-
aging the slide into genericide. Second, the assumption that a qualified
use would not be misleading did not always hold. The purchaser’s
interpretation of the label would depend on the relative size and promin-
ence of ‘imitation’ or ‘method’ when compared with ‘Champagne’, while
the tendency of purchasers would be to focus on the prominent appella-
tion.””* Once again no such amendment to Article 4 was possible, but
today we find an almost identical provision in Article 23.1 of TRIPS.

251 See e.g., Actes de Lisbonne, 808 (Switzerland), 810 (Germany).

252 Ladas, Patents, Trademarks and Related Rights, 1586-7.

253 Actes de Londres, 202. See also Actes de Bruxelles, 262—73; Actes de Lisbonne, 798.
254 Actes de Londres, 201-2; Actes de Lisbonne, 798, 855.
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This gives us a better sense of the underlying motivations for this provi-
sion, not to mention the gestation period involved. It also underlines
the value of these formative instruments. Only through a detailed study
of the largely forgotten IS can one better appreciate the emergence of the
AO, with its potential for manoeuvring around specific obstacles arising
in the course of late nineteenth and early twentieth century debates.

A final insight worth flagging up from these foundational debates is
the vigorous disagreement and nuanced positioning between European
factions, especially since present GI debates are often collapsed into
monolithic Old World versus New World contests. During this period
there was a spectrum of opinion within representative associations of
manufacturers or legal experts such as the AIPPI and the International
Chamber of Commerce. Each of the revision conference proceedings
contains a summary of resolutions and proposals by these organisations
on issues including the scope of IS protection and generic use. At the
risk of generalising, over time there is support for the enhanced protec-
tion of zerroir products and a demand for effective proscriptions against
misleading use but generic use remains divisive.””” A detailed account of
the various national interests and positions is provided in Part III of a
study on the Madrid Agreement in 1920.”°° Far more striking is the
distance between the positions of official European delegations, such
as the fairly sharp exchanges between the delegation of Spain and those
of France and Portugal,””” or the fact that it would take IS provisions
being incorporated into the Treaty of Versailles to bring Germany
around to accepting enhanced protection for wine appellations.””® We
will return to these rifts between European approaches in Part II, as it
explains the compromised final form of the definition of a GI in the
TRIPS Agreement.

4. Conclusion

The history of the foundational legal discourse in this area reveals much
that is useful. For a start, we identify a compelling answer to the related
questions of whether the IS was an appropriate fit within the category of

255 See, e.g., Actes de la Haye, 105-6; Actes de Lisbonne, 963-5, 970.

256 Ftudes Générales, ‘La Question des Fausses Indications de Provenance et
I’Arrangement de Madrid’ [1920] Propriété Industrielle 18, (Part I), 31 (Part II), 40
(Part III), 53 (Part IV).

257 Actes de Bruxelles, 262-73.

258 Arts. 274 and 275, Treaty of Versailles (28 June 1919). For details, see Etudes
Générales, ‘La Question des Fausses Indications de Provenance’, 53-5; Wadlow, The
Law of Passing Off, 73-6.
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IP and why. According to the participants in these discussions and based
on contemporary understandings, as a sign indicating geographical
origin the IS was also capable of supporting a collectively generated
reputation. The valuable intangible that we must seek at the centre of
any IP regime is thus identified. Ensuring clear channels of communi-
cation for such signs, by suppressing fraudulent or misleading uses,
would benefit the general consuming public as well as honest producers.
There are traces of this impulse to protect location specific reputation
in the formation of international norms for collective marks, as well as
unfair competition prevention. This epistemic logic also neatly maps on
to that of contemporaneous trade mark doctrine. However, the collective
dimension to this valuable reputation would prove to be an enduring
obstacle, particularly at the stage of defining entitlements. Trade mark
doctrine had developed around the legal requirement of distinctiveness,
or the ability to indicate a single trade source as the basis for distinction
on the marketplace. Accommodating a fluid group of users, as opposed
to a specific commercial entity, ran against the grain. This is possibly
yet another symptom of the liberal individualism bias in modern intel-
lectual property law, where recognising the group or collective has
proved challenging.””” In this case, the effect was to redirect these signs
away from trade mark law, into the choppy waters of unfair competition
prevention.

Of necessity, the IS was grafted onto a range of laws organised around
the prevention of false labelling, but differing greatly in institutional
form and teleological aspirations. Besides the conceptual clutter this
generated, origin marking was itself subject to competing fields of inter-
ests. Finally, the IS was conceived very much with an eye to international
protection and influenced by trade across jurisdictional boundaries.
Since meaning was fluid and signifiers could gain new connotations over
space and time (including through generic use or qualified use), such
contingent protection was deemed unsatisfactory. While the IS repre-
sented a simplified link between product and place of origin, tzerroir

239 Property rights in intangibles are usually granted on the basis of creation, where the
individual is the primary creator, the creative output is inevitably commoditised and its
market value is predominantly recognised. This view is now being challenged. WIPO,
‘The Protection of Traditional Knowledge: Revised Objectives and Principles’, 22
January 2010 (WIPO/GRTKEF/IC/16/5 Prov), Annex 3 (‘“The protection of [TK]
should aim to ... recognize the holistic nature of traditional knowledge and its intrinsic
value, including its social, spiritual, economic, intellectual, scientific, ecological,
technological, commercial, educational and cultural value, and acknowledge that
traditional knowledge systems are frameworks of ongoing innovation and distinctive
intellectual and creative life that are fundamentally important for indigenous and local
communities and have equal scientific value as other knowledge systems’).
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suggested that certain products were anchored more tightly to their
origins, thereby strengthening opposition to use by outsiders. At this
stage the communicative logic supporting IS protection, that is shared
with trade mark law, is layered over with rerroir logic. As we see in the
next chapter, the regulatory regimes that emerged around the AO were
concerned with far more than just IP protection, but it is important to
remember that reputation protection continues to be an essential ingre-
dient. What does change is the procedure for defining the circle of those
entitled to the use of the sign, as well as the basis for defining the subject
matter and scope of protection. These begin to diverge from standard
approaches under trade mark or unfair competition law. Zerroir logic is
used to justify the creation of a distinct category of legally protected signs
and the AO, representing version two in the convoluted journey towards
the GI in TRIPS, is unpacked across the rest of Part I. Predictably
enough, there’s a lot about wine in the following pages.



3 The Appellation of Origin in France

1. The significance of the French experience

Terroir is a crucial ingredient in the processes of legitimation whereby
IGOs are treated as a discrete category of protected signs. The previous
chapter suggests that there are progressively more specialised functions
for geographical designations associated with products: (1) Signs which
are technically geographical (they correspond to a place on a map) may
not always signify that the product originated there. Instead they may be
perceived as fanciful, allusive or generic designations. ‘Great Snoring’ is
the name of a village in the UK but is unlikely to be regarded as a
geographical designation by consumers. (2) All signs which do signify
the product’s origin fit within the overarching category of the IS. The
ubiquitous ‘Made in China’ is an example. (3) For a subset of such
products, the origin message is the cue for associations of repute, based
on subjective perceptions of quality. Here it is helpful to adopt the
terminology of German unfair competition law, where the ‘qualified
IS’ is a sign deemed worthy of protection, on the basis of a reputational
link between product and place.’ At this stage, the qualified IS functions
analogously to a trade mark, bearing in mind the geographical descrip-
tiveness and collective interest aspects impeding its assimilation within
conventional trade mark law. Preserving the clarity of the origin signal is
important to both purchasers and legitimate producers, with reputation
protection as a desirable side-effect. (4) For an even more select sub-set,
the logic of zerroir structures the relationship between product and place,
where the qualities of the goods are uniquely or distinctively determined
by the place of origin. Following through on this logic, the ‘real thing’
is inimitable elsewhere and its use by outsiders should be strictly

! F_K. Beier, “The Need for Protection of Indications of Source and Appellations of Origin
in the Common Market’ [1977] Industrial Property 152, 159 (describing qualified
indications of source as those where the ‘link between quality and geographical area ...
cannot be proved objectively, but nevertheless exists because it is recognised by the
trade’).
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prohibited. By definition, claims of equivalence are simply not true and
will inevitably misappropriate the reputation of the original. It is there-
fore within this fourth category that the divergences between a trade
mark and a GI are most apparent. Since Chapter 4 considers the Lisbon
Agreement, which in turn is designed around the Appellation d’Origine
(AO), this bridging chapter sets out to unpack this controversial linkage.
It reviews the process by which the connection between product, place
and people was initially configured and then reconfigured over the
twentieth century in France. A richer account of the emergence of zerroir
and its subsequent institutional expression is indispensable if we wish to
engage with contemporary claims supporting the distinct ontological
status of GIs. The reader is therefore invited on a detour on the history
of French wine regulation.

Lest the sober minded question this Bacchanalian diversion, it has
been noted that certain archetypes, or perhaps ideal types, provide much
of the scaffolding for the subject matter categories of modern IP law.
Mechanical and chemical inventions have historically formed the kernel
for the patent system, which raises all sorts of awkward conceptual
questions when the system encounters computer software or biotechno-
logical inventions.” Similarly, for trade marks registration, visual signs
consisting of words and figurative devices have formed the paradigmatic
subject matter. Attempts to register scents, sounds, tastes, textures
and movements as trade marks have given rise to both adjectival and
substantive law concerns.” Brad Sherman and Lionel Bently draw
attention to the long term influence of subject matter models, whereby
‘the shape that intellectual property law took, as well as the way this
mode of organisation was explained were strongly influenced by the
particular type of subject matter that was protected and the way in
which that subject matter was interpreted’.” In the case of the AO, wine
has long been considered the archetypal subject matter and legislative

2 Biogen Inc v. Medeva plc [1997] RPC 1, 31-2 (HL) (Lord Mustill refers to ‘the
mechanical and chemical inventions to which so much of traditional patent law
relates’); B. Sherman, ‘Regulating Access and Use of Genetic Resources: Intellectual
Property and Biodiscovery’ (2003) EIPR 301 (‘Given that the rules and principles of
patent law largely developed in response to mechanical and chemical inventions,
a lot of energy was also spent on adapting the existing framework to accommodate
biotechnological inventions’). Cf. A. Pottage and B. Sherman, Figures of Invention:
A History of Modern Patent Law (Oxford University Press, 2010).

3 WIPO, ‘New Types of Marks’, 1 September 2006 (SCT/16/2), [3] (‘The types of signs
that are nowadays considered as being capable of constituting a trade mark have
expanded beyond words or figurative devices’).

4 B. Sherman and L. Bently, The Making of Modern Intellectual Property Law: The British
Experience, 1760—-1911 (Cambridge University Press, 1999), 142.



The significance of the French experience 79

experiments in France influenced wine regulation in its Southern European
neighbours, went on to shape the European Union’s wine labelling
system, would serve as a foil to the geographical demarcation of wine
regions in the New World and gradually extended to other product
categories such as cheese. Teachings from French national experiences
have informed EU GI policy for agricultural products and foodstuffs,
while reinforcing arguments for enhancing the scope of GI protection at
international debates.’

Since the French model serves as a reference point, Warren Moran
reminds us of its potential limitations:

The justifiability of appellation systems [as distinct regimes] depends on the
validity of their assumptions, the most important of which is that the character
(sometimes defined as quality) of the product derives from the physical and
human environment in which it is produced. While at first sight this statement
seems like a truism, its truth really depends on the extent that the various
components that give agricultural products character and quality are irrevocably
tied to territory. Could a product with exactly the same characteristics be
produced in a different locality?°

Furthermore, if wine occupies the core, craft products hover on the
periphery of GI law, with doubts being expressed about their inclusion.
So if the French wine appellation system has shaped suz generis GI law,
different approaches to zerroir have in turn shaped the French regime.
The transformations in the manner in which place has been represented
and then legally recognised are revealed most strikingly in the transition

> C. Foulkes (ed.), Larousse Encyclopedia of Wine, 2nd edn, (Hamlyn, London 2001), 130
(The French system forms the prototype for European national laws and ‘impregnates
the European Community (EC) Wine régime’); E. Barham, ‘Translating Terroir: The
Global Challenge of French AOC Labeling’ (2003) 19 Journal of Rural Studies 127, 128
(“The AOC system is the oldest of the European label of origin systems and is widely
regarded as the most strict and thoroughgoing of its kind. It is, in this sense, a model of
reference for origin labelled products. The system is guided by the concept of “terroir”’);
O. Brouwer, ‘Community Protection of Geographical Indications and Specific Character
as a Means of Enhancing Foodstuffs Quality’ (1991) 28 Common Market Law Review
615, 618 (For details on the original French proposal to establish the European
registered GI system for agricultural products and foodstuffs); B. Lehman, ‘Intellectual
Property under the Clinton Administration’ (1993-4) 27 George Washington Fournal of
International Law and Economics 395, 409 (attributing the TRIPS GI provisions to ‘strong
French interest in appellations such as Champagne, Burgundy, and Chablis’). Lisbon
Assembly, ‘Report of the Twenty Third Session’, 29 September 2008 (LI/A/23/2), [7]
(“The protection of appellations of origin was a subject that was of particular importance
for France’).

W. Moran, ‘Rural Space as Intellectual Property’ (1993) 12 Political Geography 263, 266-7.
Cf. G. Teil, “The French Wine “Appellations d’Origine Controlée” and the Virtues of
Suspicion’ (2010) 13 JWIP 253 (reviewing criticism of the appellation system within
France, on the basis that it is unhelpful in making differentiations based on quality).
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from the Appellation d’Origine to the Appellation d’Origine Contrélée
(AOC), which is the major thematic focus of this chapter.

2. The role of origin in wine regulation

In Chapter 2 we witnessed the emergence of zerroir as an anchor in
multilateral debates. According to its advocates, the distinctive geogra-
phical influences of a region combine to imprint themselves on suitably
receptive ‘natural’ products. Strategically, this logic functions to insulate
these signs. Within this paradigm, they are shielded against the semantic
storms and commercial cross winds which otherwise buffet wine desig-
nations, weakening their geographical signification. Consumer under-
standing of the indication is no longer the yardstick of true beliefs, for
while we may be deluded into believing that imitations are perfect copies
(champagne-style wine or Australian champagne), this ought to yield to
the higher epistemic benchmark — certain products are irreproducible
elsewhere, due to the special link between authentic product and unpar-
alleled place. Origin is therefore a proxy for quality and wine exemplifies
this product category. The ‘concept of geographical indications relies on
the assumption, almost universally accepted today in the wine industry,
that different environments produce different wine grapes and, thus,
wines of different characteristics . . . As a region or a producer gains repute
as a source of a distinct and desirable product, imitations appear and the
battle against fraud begins’.”

The linkages between origin and quality are not recent, being traced
back to ancient Greek and Roman efforts at wine regulation. “The con-
nection between geography and quality had become a widely accepted
belief, if not to say myth, by the nineteenth century, and is still the gospel
of enophiles’.® Preventing origin fraud is therefore considered an impor-
tant facet of preventing wine fraud more generally, with the overarching
regulatory goal being to ensure quality. Since a deterministic understan-
ding of terroir and the biophysical influences of place had surfaced early
in the history of international GI protection, the aim of this chapter is
to follow the twists and turns of its fortunes in France. Just how much
authorship was attributed to ‘nature’? Put differently, was geographical
origin per se a sufficient proxy for the purposes of guaranteeing product
quality? If wine epitomises the category of agricultural products whose

7 M. Maher, ‘On Vino Veritas? Clarifying the Use of Geographic References on American
Wine Labels’ (2001) 89 California Law Review 1881, 1884.

8 L. A. Loubére, The Wine Revolution in France — The Twentieth Century (Princeton
University Press, 1990), 114.
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characteristics and qualities are uniquely shaped by ‘conditions particulieres
de chimat et de terroir’, to what extent is a regulatory regime based on
guaranteeing geographical origin alone satisfactory? In addressing these
questions, it helps to first outline the functions of origin marking in the
wine industry more generally, in order to highlight the distinct inflections
terroir brings to this otherwise familiar requirement.

The grapes of vitis vinifera have been subjected to legal regulation for
a considerable period. This regulation often includes rules requiring
truthful origin marking, satisfying a cluster of policy objectives in the
process. Wine markets have been internationalised for some time, with
taxation being predictably premised on accurate source identification.
An oft-cited example is the sixty-two customs points along the Rhine in
the fourteenth century, requiring wines traversing this route to be suit-
ably marked with indications of origin.” In tracing the commercial
fortunes of fortified Port wine, the significance of origin marking is again
noteworthy. Paul Duguid observes that Portuguese trade benefitted
from the fluctuating fortunes of the Anglo-French relationship. Since
Port wine was favoured with preferential duties during the eighteenth
and nineteenth centuries, British customs officials were careful to verify
origin on this account.'’ Others provide additional illustrations of such
taxes targeting either exports or imports, with the goal occasionally
being to discourage exports by taxing them heavily."’

Apart from the relevance of origin labelling for revenue generation and
attempts to control trade flows, another key theme is the persistence of
fraud. The response was to ensure truthful origin marking. A charac-
teristic feature of the international wine trade was the distances involved
in transactions, which encouraged merchants to transform wines of an
inferior quality into those of an apparently superior quality or ‘revive’
wines after a long ocean voyage.'” In medieval England, food and drink
quality was regulated by a melange of city ordinances as well as by
Parliament. A proclamation was issued in 1419, requiring that wine
from one ‘geographical area must be so labelled and could not be mixed
with another’.’” Since origin was perceived as a proxy for quality, there

° H. Johnson, The Story of Wine (Mitchell Beasley, London 1989), 120.

19 P, Duguid, ‘Networks and Knowledge: The Beginning and End of the Port Commodity
Chain, 1703-1860’ (2005) 78 Business History Review 453.

"' K. Andrerson, D. Norman and G. Wittwer, ‘Globalisation and the World’s Wine
Markets: Overview’, CIES Discussion Paper No. 143, Adelaide University (2002), 3.

12 This included the addition of Turnsol or the juice of elderberries. T. Unwin, Wine and
the Vine: An Historical Geography of Viticulture and the Wine Trade (Routledge, London
1991), 241-4, 276-17.

13 p. B. Hutt and P. B. Hutt II, ‘A History of Government Regulation of Adulteration and
Misbranding of Food’ (1984) 39 Food, Drug, Cosmetic Law Journal 2, 16.
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are references to a league of wine makers being established in Rioja to
set rules to control wine production collectively and establish quality
zones as early as 1560.'" A similar case in point is the initiative of
Medici Grand Duke, Cosimo III of Florence, who issued an edict in
1716 establishing geographic delimitations for Tuscan wine grape-
growing regions, most notably Chianti, Carmignano and Pomino. This
restricted the use of these regional names exclusively to wine originating
in the delimited regions.'” Similarly, those involved in the Port com-
modity chain grappled with fraud in the eighteenth and nineteenth
century.'® Reverting to the English market for alcoholic beverages, by
the beginning of the nineteenth century the beverages that appeared
in advertisements were generally distinguished by regions, including
Edinburgh ales, French Cognac, Champagne, Sherry and Port. Based on
archival research, Duguid establishes that ‘the trade press regularly pro-
tested advertisements for alcohol that, through either cupidity or stupidity,
made false claims of origin’.'” Therefore a legal guarantee of origin is often
situated within a well-established narrative of combating fraud.

It is also worth remembering that some of these initiatives created the
space for more questionable agendas. A primary concern here is rent-
seeking.'® “The essential characteristic of all wine demarcations based
on the territorial origin of wines is that they attempt to guarantee the
quality of a wine through reference to the land upon which the vines are
grown. By purporting to guarantee quality, however, such classifications
also enable owners of such land to reap greater profits than would other-
wise be realised from their vineyards in the form of a monopoly rent’.'’
This raises the spectre of unwarranted yet legally buttressed exclusive
rights to a designation. Certain classificatory practices in Bordeaux and
Burgundy grew out of the desire of entrenched interests to ensure con-
tinued profits.”’ Bordeaux benefitted from the rule that only wines from
the proximate region were allowed entry into its port facilities.”" Its wine

14 Foulkes, Larousse Encyclopedia of Wine, 131. 15 Maher, ‘On Vino Veritas?’, 1884.
16 Duguid, ‘Networks and Knowledge’, 520-3.

'7 P. Duguid, ‘Developing the Brand: The Case of Alcohol, 1800-1880° (2003) 4
Enterprise and Sociery 405, 425-6.

Economists define rent as revenue higher than would be necessary to justify a given
investment, i.e. pure profit. The expenditure of resources in an effort to capture these
supra-normal revenues is described as rent-seeking. It is a common concern when
property rights are sought. W. M. Landes and R. A. Posner, The Economic Structure of
Intellectual Property Law (Harvard University Press, Cambridge MA 2003), 17-18.

19 Unwin, Wine and the Vine, 312.

20 Although the reference here is to the system of classifying vineyards into a hierarchy of
crus within the appellation area. Ibid., 278.

W. van Caenegem, ‘Registered Geographical Indications: Between Rural Policy and
Intellectual Property — Part II’ (2003) 6 JWIP 861, 861-3.
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producers and merchants also profited from the privilége de la descente
(wines from other regions were not to be brought down the river to
Bordeaux for sale before 11 November each year) and the privilége de la
barrique (Bordeaux wines were exclusively entitled to the use of distinctive
barrels that were larger and made of superior wood, thereby travelling
better while also costing less as the freight was levied per barrel).””
Consequently, Robert Ulin argues that the reputation for Bordeaux wines
displays many of the characteristics of an invented tradition. ‘Bordeaux’s
ascendancy to its current paramount position follows conjointly from
its political and economic history and from a more general process of
“invention” that disguises what is social and cultural in “natural” attire’.>”
In summation, it is well established that origin marking in the wine trade
addressed a range of policy objectives, as well as occasionally enabling
partisan agendas. What is noteworthy is that during the period under
consideration here, terroir logic brought something new to these estab-
lished practices.

3. A geology of terroir™*

The French appellation system emerged in the context of urgent
demands for state intervention as a direct response to the phylloxera
crisis of the nineteenth century and premised on (a fluid notion of)
terroir. Each of these constitutive influences does much to explain the
manner in which it defines the circle of legitimate users of an appellation
and why it excludes outsiders. Terroir is a key ingredient in differentiating
between wines by indicating a distinct origin. It is a cipher operating as
the explanation for why place of origin influences quality. According to
Elizabeth Barham, this ‘expression of place’ refers ‘to an area or terrain,
usually rather small, whose soil and microclimate impart distinctive
qualities to food products’. Here human agency is also acknowledged
alongside terrain since the ideal pairing of people and place requires
an act of ‘interpreting or translating the local ecology, displaying its
qualities to best advantage. A great deal of knowledge about the local
terrain is needed for success, as well as respect for local natural condi-
tions that can be expressed through the wine’.”” Roger Bohmrich refers
to the combination of soil, topography and climate with the human

22 Tbid., 862.

23 R. C. Ulin, ‘Invention and Representation as Cultural Capital: Southwest French
Winegrowing History’ (1995) 97 American Anthropologist 519.

2% My thanks to Alain Pottage for suggesting this title.

25 Barham, “Translating Zerroir’, 131.
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contribution, where ‘privileged’ zerroir is ‘seen to reflect evolutionary
adaptation to the natural environment [and] judged to be a complex
interaction of factors, some still unknown’.”® Others celebrate the palp-
able sense of ‘somewhereness’ expressed in the goiit de terroir or taste of
place, where it is considered important to let the wine evoke its region of
provenance without too much fiddly authorial interference on the part
of the winemaker.?’ Yet gauging a physical site’s precise impact on the
quality of the end product has been the subject of intense, unresolved
debates.”® Disambiguating the concept is an important task, because
arguments mythologising or overemphasising the influence of place on
quality can find traction with courts.

The two features of Champagne of prime importance for its uniqueness are the
soil and climate in which the grapes are grown, and the method of manufacture
by skilled personnel. The first of those elements cannot be exactly duplicared
anywhere in the world, but the second can. It apparently is generally recognised
among wine experts that the precise geographical location (i.e. soil and climate)
for the growing of a vine is the outstanding, unchanging factor which governs
the final product. Hence the predominance of place names for appellations
(emphasis added).*’

The region in which the Champagne vineyards are found is about one hundred
miles east of Paris around Reims and Epernay, where there is a chalky, flinty soil
and the climate is subject to extreme variations of heat and cold. Ir appears that
these factors give to the wine its particular qualities (emphasis added).””

The words ‘Great Western’ as applied to wines whether still or sparkling are
certainly a geographical term. The natural characteristics of the locality give a special
quality to the wine produced there (emphasis added).”’

Terroir therefore has legal significance and courts are often approached on
the basis of geographically or biophysically deterministic arguments
that account for this ‘special quality’. In turn this forms the basis for claims
to exclusive use of an appellation. The entire paradigm is also periodically
contested. In the words of a LLeague of Nations Report from 1922:

26 R. Bohmrich, ¢Térroir: Competing Perspectives on the Roles of Soil, Climate and People’

(1996) 7 Fournal of Wine Research 33.

27 M. Kramer, “The Notion of Terroir’, in F. Allhoff (ed.), Wine & Philisophy: A Symposium
on Thinking and Drinking (Blackwell, Oxford 2008), 225.

28 R. E. White, Soils for Fine Wines (Oxford University Press, New York 2003), 3 (Térroir
‘evokes passion in any discussion’); J. Robinson (ed.), The Oxford Companion to Wine,
2nd edn (Oxford University Press, 1999), 700 (It is ‘central to philosophical and
commercial differences’).

2% Comité Interprofessionnel du Vin de Champagne v. Wineworths Group Ltd [1991] 2 NZLR
432, [10] (Wellington HC).

30 ¢ Bollinger v. Costa Brava Wine Co Ltd [1961] 1 All ER 561, 563 (Ch D) (Danckwerts J).

31 Thomson v. B. Seppelt & Sons Ltd [1925] 37 CLR 305, 313 (HCA) (Isaacs J).
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[It is argued that] some products of the vine derive their special qualities from
the peculiar characteristics of the soil or climate of one particular district, and
are therefore inherently incapable of being produced of the same quality
elsewhere. So far as this is really true, the particular district in which they are
produced may be said to have an absolute natural monopoly of their production,
and it would seem that any geographical appellation in their title can never
be employed properly in a ‘generic’ sense as the result of use or custom.
Unfortunately, there is not always general agreement either as to the fact of the
regional monopoly or as to the limits of the area possessing such monopoly.
There is a natural tendency to exaggerate the view that the special qualities of a
wine are in reality a ‘regional’ monopoly, and in many cases there has been keen
dispute as to the limits of the area (if it exists) which is alone capable of
producing a speciality.’?

The extent to which legal institutions have incorporated and legitimate
terroir, as well as the particular iteration of zerroir that is integrated,
begins to matter a great deal. In this regard, it is helpful to identify at
least three overlapping narratives which conceive of zerroir as (1) a
holistic or mythical anchor, associated with regional identity formation;
(2) a deterministic influence, with the emphasis on physical geography
and environmental conditions; or (3) a more contingent composite of
natural and human factors, open to innovation. The first two assume
static conceptions of place, while the third permits a more adaptive
approach.

According to the first school of thought, zerroir is a ‘much discussed
term for the total natural environment of any viticultural site. No precise
English equivalent exists for this quintessentially French term and con-
cept’.”” The influential expert Hugh Johnson says that it ‘means much
more than what goes on beneath the surface. Properly understood, it means
the whole ecology of the vineyard . . . not excluding the way the vineyard is
tended, nor even the soul of the vigneron’.”* Others believe that it extends
beyond the chemical composition of the soil to indicate ‘the coming
together of the climate, the soil and the landscape’.”” Considered by some
as ‘a mythic and holistic concept, terroir refers to the distinctive and inimit-
able environment of a specific vineyard’.”® Thus conceived, zerroir reaffirms

Report on Unfair Competition, Particularly in Relation to False Marks and Indications
[1922] League of Nations Official Fournal 625, 630.

Robinson, Oxford Companion, 700.

See the Foreword to J. E. Wilson, Zérroir: The Role of Geology, Climate, and Culture in the
Making of French Wines (Mitchell Beazley, London 1998), 4.

B. Prats, “The Terroir is Important’ (1983) 8 Decanter 16 cited in Unwin, Wine and the
Vine, 45.

W. Zhao, ‘Understanding Classifications: Empirical Evidence from the American and
French Wine Industries’ (2005) 33 Poetics 179, 185.
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the uniqueness of place by emphasising a spiritual bond. Such statements
implicitly assume that place is both conveniently bounded and static. These
perspectives appear to be a reworking of a previous, more complex version
of the concept. Kolleen Guy has traced the term back to the late thirteenth
century, where it initially refers to ‘aptitudes of various soils for the produc-
tion of grapes’. Yet by the eighteenth century, it ‘had gone beyond linking
soil and wine and was applied metaphorically to describe a host of qualities
or defects not only in wine but also in people originating in certain pays’.””
This transformation was in keeping with contemporary French medical
practice, which studied the transfusion of the essence of place into physical
as well as psychological conditions of its inhabitants, through the consump-
tion of zerrotr products.

Some scholars situate this ‘spiritual bond’ within the broader project
of environmental determinism, which produces ‘a highly constructed,
deeply essentialised and static conception of place’.”® While this discip-
linary perspective alludes to a particular legitimating function of zerroir,
an alternative and altogether more compelling account 