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Preface

This book was conceived from a wish to have easy access to the key intellec-
tual property laws and regulations of the United Arab Emirates (UAE). The
substance of this book therefore consists of the laws and regulations in Arabic
as published, and my English translations of them. To add some commentary
seemed like a good idea if only to provoke a greater level of discussion about
questions of interpretation and application of the law.

The Scope of This Book

There is a lot that this book does not do. The IP laws and regulations collected
here, in Arabic and in translation, are only a selection of those that have been
issued, but they are the most important for any IP practitioner. The selection
of laws and regulations does not include any of the related areas of practice.
For example, there is now a consumer protection law in the UAE. It is neither
included in the texts nor discussed in the commentary. Other related subject
areas not covered at all or in any detail include business associations and
companies, printed matter and publishing, domain names, signage, geo-
graphical indications, circuit layouts, advertising, defamation, the penal jus-
tice system, computer related crimes, the customs system (beyond specific IP
provisions), the arrangements between the Gulf Cooperation Council coun-
tries, commercial laws, and court practices and procedures. Each of these
areas and its intersection with intellectual property subject matter is a poten-
tial area of study in itself.

In preparing the commentary for this book I have not undertaken a com-
prehensive study of issued court decisions and have referred to only a few of
these decisions. The UAE is a civil law jurisdiction and so prior court deci-
sions are not binding precedents. They may be a useful guide, but in my view
their proper use requires a systematic study and analysis to identify what
principles have been consistently adopted and the factual contexts in which
those principles have been applied. The tendency to extract “rules” from prior
decisions and to assume that when and how to apply the rule can be dis-
cerned from the rule itself is, in my view, one requiring further examination.

Xix



XX Preface

The reporting of cases with key facts deleted compounds the problems in
using past court decisions. Until such a comprehensive study is undertaken,
any commentary on the IP laws of the UAE will surely be incomplete.

This book also does not comment on all the subject areas that are dealt
with in the laws and regulations. When there are comments, the comments
do not necessarily seek to canvass all the issues that might relate to that sub-
ject. This is not a general IP handbook. The subjects and issues chosen for
comment are those that have occurred to me as interesting or relevant based
on my experience practicing in the UAE. No doubt others will see more and
better than I have.

Another line of study that this book only begins to pursue is the tracing of
the origins of the laws and regulations that are presently in place. In many
cases, the meaning of the current provisions only becomes clear when one
sees them against the provisions that they replaced, the international obliga-
tions with which they were seeking to comply, or the law from which they
were inspired or adapted. In some parts of the commentary, I have made
comparisons between the provisions of the laws and international conven-
tions, but this has not been done systematically or with the depth that it
deserves.

Not Official

There is nothing official about this book. The UAE authorities have not been
involved in its preparation and have not endorsed the result. The translations
are not official. This book would no doubt have benefited from the input of
the UAE government agencies dealing with intellectual property matters.
Understandably, government officials are busy people and do not always have
the time to answer what may seem to be obscure questions from lawyers.
There is also an understandable hesitancy on the part of government officials
to give any kind of information unless one is armed with an order from the
ruler or other high authority.

The Common Law/Civil Law Interface

Once there was perhaps a clear divide between the common law systems and
the civil law systems. Features of a civil law system can certainly be detected
in the laws of the UAE. But those features have traveled an indirect route,
very often via the laws of Egypt. They have also been subjected to much alter-
ation by the forces of international conventions and norms. The common law
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influences might be traced through British colonialism in Egypt and the role
of the Empire in India and the Gulf, including the lands that eventually
became the UAE, in the nineteenth and early twentieth centuries. The English
law system is now winning the day in special jurisdictions like the Dubai
International Financial Centre. It is probably fair to say that a large propor-
tion of the lawyers working in the UAE (I am one of them) come from
common law countries.

Despite the growing prevalence of the common law mentality in the UAE,
some care and respect still needs to be shown by practitioners and others for
those aspects of UAE laws that cannot be entirely re-packaged under the
rubrics of the common law vocabulary. In this book, for example, I have
decided to refer to the author’s rights instead of copyright. The word “copy-
right” carries with it, in my view, a substantial amount of historical and cul-
tural baggage that is not part of the UAE’s author’s rights law or its history.

It might be said that only civil law trained lawyers have the legal compe-
tence to comment on the laws of the UAE. There is probably a lot about that
view that is right. On the other hand, there is a lot to be gained from seeing
the laws from another perspective—one that many working in the legal field
in the UAE and in other countries will share. One consequence of globaliza-
tion is that national laws are often asked to satisfy the needs of various inter-
national communities. The UAE is more globalized than most nation states.
Whether one sees with common law or civil law eyes, it would be fair to say
that a successful law is one that is clear, complete, and reasonable enough for
the individuals and businesses that live under it to comply with it, to rely on
it in their dealings with others, and to prosper as a result.

Translating Arabic

Translation is an art, not a science. Some say that “all translation is explana-
tion.” Almost every step in making a translation is a matter of judgment in
which there is often a vast space for different opinions. Different translators
are guided by different principles. As a lawyer and not a professional transla-
tor, I have tried as much as possible to stay close to the Arabic word and
phrase structure and to capture all of what is written, even if it has meant
adopting a less than elegant prose style, whilst trying not to fall into “literal”
or word by word translation. I have not tried to remove the “feeling” that the
text is a translation from another language. For example, Arabic uses “and”
where English might use a full stop. I have sometimes preserved structural
teatures like this instead of trying to present the text as if it was originally
written in English. Legal texts are not, in any case, meant to be “beautiful”
but are rather intended to be certain and as clear as possible and to identify
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specific concepts, elements and criteria whose relationships with each other
are unambiguous. It would be a happy result if these translations led to some
level of debate about how certain legal texts should be understood and
expressed in English.

As a matter of style, there is a tendency in Arabic to try not to use the same
word repeatedly, or more than once in the same sentence. I was trained to use
one word for one meaning and if I wanted to express that same meaning
I should use that word again (however inelegant that may be), and not use an
apparent synonym. The use of a different word would be taken as importing
a different meaning. One of the puzzles for a translator of legal texts in Arabic
is to try to determine when a different word signals a different meaning and
when a different word is being used for the same meaning and merely to sat-
isfy a stylistic requirement.

No doubt there will be controversial points in the way I have translated
some expressions and there will very likely be different points of view about
the meaning of certain phrases and articles. My hope is that the translations
in this book represent a better alternative to what is presently available to
practitioners.

Transliterations Used

There are many different systems for transliterating Arabic characters into
Latin characters. I have not followed any of them. The transliterations that
appear in this book are my impressions of how best to render the sounds of
Arabic in Latin characters for the purposes of indicating to Arabic speakers
what is the Arabic word or expression used and to give non-Arabic speakers
a handle on an Arabic word so that it can be seen as different from other
words with similar meanings.

Spellings, Dates, etc.

The spelling of English words used in this book follows conventions used in
the United States of America and is not necessarily a reflection of spelling
commonly in use in the UAE. For example, “trade mark” is spelled “trade-
mark” throughout. “Colour” is spelled “color” and “licence” (the noun) is
spelled “license.” United States date conventions are also used so that, for
example, 2/3/1998 is 3 February 1998.
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Brief Introduction to the Economic and
Legal Context

The purpose of this brief introduction is to highlight some of the context in
which the intellectual property laws of the UAE are required to operate and
be effective in their various tasks. Therefore, the extent of the discussion of
each of the subjects touched upon is limited to this purpose.

A Federation of Emirates

The word “emirate” is derived from the Arabic word “amir” meaning “prince”
but also “chief,” “leader,” or “master.” There are seven emirates because ulti-
mately seven different rulers or ruling families were recognized after the
withdrawal of the British from the Gulf in the late 1960s. Up until the 1850s,
the coast of what is now the UAE was known as the “Pirate Coast” because of
the prevalence of raids on shipping through the Gulf. After the local sheikhs
signed a maritime truce with the United Kingdom, it became known as the
“Trucial States” until the withdrawal of the British and the federation of the
sheikhdoms or emirates in 1971, which gave birth to the United Arab Emirates
as a nation. The emirates that make up the federation today are: Abu Dhabi,
Dubai, Sharjah, Ajman, Umm Al Quwain, Fujeirah, and Ras Al Khaimah.

Economic Development

Although Abu Dhabi is the capital of the UAE, until recently it was Dubai
that became the most well known of the emirates internationally. Dubai took
an early lead in seeking to develop trade and investment and is today more
like a modern metropolis than any of the other emirates, including Abu
Dhabi. However, it was Abu Dhabi, the geographically largest of the emirates,
that was gifted with substantial quantities of fossil fuels. With large reserves
of oil revenues, Abu Dhabi has begun investing heavily in the development of
the emirate to make it a center of culture and tourism, with plans for numerous
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museums, sporting events, and luxury hotels, such as the Louvre Abu Dhabi
(to be completed in 2012), the Guggenheim Abu Dhabi (to be completed
between 2011 and 2012), the Paris-Sorbonne University Abu Dhabi, New
York University Abu Dhabi (opening in 2010) and Ferrari World, which will
host the Formula 1 Grand Prix in 2009. It is not difficult to see a degree of
economic rivalry between the emirates of Abu Dhabi and Dubai.

The commercial activity responsible for the rise of Dubai has in significant
part been fostered by the extensive use of economic free zones, such as the
Jebel Ali Free Zone, the Dubai Airport Free Zone, and the Dragon Mart (to
name only three of many). Indeed, both inside and outside the free zones,
there are extensive areas of warehouses where traders store, produce, assem-
ble, and repackage products, the majority of which probably come from
China, for distribution principally in the Middle East and Africa. The emirate
of Sharjah has also sought to encourage industry and trade with the creation
of industrial areas containing warehouses and light industry. Other emirates,
also not blessed with significant quantities of fossil fuels, have developed
ports and free zones to generate revenue.

Dubai has also sought to foster service and knowledge industries. Early
examples of this were the Dubai Media City, Dubai Internet City, and
Knowledge Village. The Dubai International Financial Centre (DIFC), estab-
lished in 2004, aims to be a tax-free center of excellence in international bank-
ing and finance with its own stock exchange (now known as the NASDAQ
Dubai) and laws in key areas including arbitration, corporations, contracts,
employment, data protection, and intellectual property. As it continues to
self-legislate, the DIFC is increasingly taking on the appearance of a state
within a state. Various other free zones focus on technology (e.g., Dubai
Silicon Oasis and Techno Park) and health care (e.g., Dubai Healthcare City).

An extraordinary wave of change and development has rolled across much
of the UAE in the last fifty years or so to produce an increasingly diverse busi-
ness environment covering all kinds of industrial sectors and service indus-
tries. The legal apparatus necessary for the efficient operation and sustainable
growth of these industries has struggled to develop at the same rate. The con-
tinuing challenge for the leaders of this aspiring country is to develop laws
and regulations that have a clarity of purpose and that are adapted to the
economic conditions that they are seeking to foster. Intellectual property laws
and procedures are part of that apparatus. Their ultimate objective must be
the confidence and trust of those to whom they apply.

Demographics

One feature of the UAE makes it very different from other countries. A sub-
stantial majority of its inhabitants are not UAE nationals or citizens. The total
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population is probably between 4.5 and 5 million. Less than one million or
twenty percent are UAE nationals. This means that the material conditions
for living, everything from housing to utilities and transport infrastructure,
are based on a population consisting in large part of people who belong to
other countries and who, in certain circumstances, may go home perma-
nently. The UAE has increasingly become highly dependent on maintaining
a high percentage of foreign nationals as residents on its lands. Whatever
long-term implications this may have for the future of the UAE, the immedi-
ate impact is the creation of a delicate balance between policies that encour-
age the inflow of foreign nationals and at the same time regulate, control, and
profit from them. The threat of imbalance has recently become apparent with
the international economic downturn and the fall in confidence in the finan-
cial and real estate markets in the region. The cancellation of residency visas
and the departure of foreign nationals must be disconcerting indications of
the need for policy adjustments.

The Legal Framework

Federation established a federal judicial system with the supreme federal
court at its head and lower courts of first instance and appeal. The emirates of
Abu Dhabi, Sharjah, Ajman, Umm Al Quwain, and Fujairah opted to incor-
porate their judicial systems into the federal system, whereas the emirates of
Dubai and Ras Al Khaimah maintained their own systems. Dubai now has its
own first instance, appeal and cassation courts. Dubai also maintains its own
police force and prosecution, whereas police and prosecution in the other
emirates are part of the federal system.

The civil law system, rather than common law system, lies at the founda-
tion of the UAE’s laws and legal institutions. The laws of Egypt, which are
based on French civil law, are the source or inspiration for many of the legal
concepts and provisions in the laws of the UAE. The presence of the British in
the Gulf during the first part of the last century also had its effects. More
recently globalization has pulled the legal system of the UAE in different
directions. The UAE’s membership of the Gulf Cooperation Council is yet
another line of political and economic force that will affect the future direc-
tion of the country. The laws and judicial system of the DIFC represent a
major departure from the existing system, with laws written in English only
and, in some cases, based on English law.

The judicial system has adopted many civil law features. Litigation is con-
ducted by way of exchange of memoranda. The pleadings often make no clear
distinction between fact and law. When matters of fact are disputed, or there
are technical matters in issue, an expert may be appointed to make a report to
the court. Oral argument and evidence are rare and there is no “trial” at the
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end of the proceedings. Prior judgments of the court are not binding. There is
no procedure for discovery of documents. There are no specific courts or
judges for IP matters.

Most judges are from other Arab countries, but that is rapidly changing as
more Emiratis develop the necessary expertise.! The independence of the
courts is guaranteed by the UAE Constitution.?

The Intellectual Property Laws

The importance of intellectual property to the leaders of the UAE was
expressed in the issuing of a suite of IP laws in the early 1990s. At that time,
the responsibility for patents and designs, trademarks, and author’s rights fell
across three different Ministries. The different styles and drafting of the IP
laws can perhaps be traced back to this tripartite origin. There are many
points at which a greater degree of cross-pollination between the responsible
Ministries would have benefited the IP laws that resulted. Only recently has
IP been brought under the single overview of the Ministry of Economy.
Perhaps in the early 1990s the UAE simply needed to have some IP laws
and at that time the business environment in which those laws were to oper-
ate was still developing. It would have been difficult to foresee fully the role
that the IP laws of the country would be required to play. The laws of other
countries, such as Egypt, were looked to for guidance on what the UAE’s IP
regime should deal with and how it should do so. When the UAE joined the
WTO and needed to bring its laws into compliance with the TRIPs Agreement,
the focus was probably more on how to make the laws satisfy international
obligations than any other objectives closer to home. Some of the changes to
the laws that were made by the tranche of new laws and amending legislation
at the beginning of this century appear to have been rushed and driven by the
need to meet a deadline. This history has resulted in the IP laws of the UAE
having a hybridized character. What is yet to be done is the difficult task of
making a legal framework for the creation, use, and exploitation of intellec-
tual property in the UAE that is tailored to its economic objectives and that
will take it prosperously into the future. That task is difficult because it
will need to be done with an understanding of what, in practical terms, the

1. There are 45 UAE national judges in the Dubai Courts as against 116 foreign national judges
(EMIRATES TODAY, Arabic edition, February 5, 2009, at 2.)

2. Justice Moustafa Gamal Aldeen, at the end of his 10-year tenure at the Federal Supreme Court,
has been quoted as saying: “In all of my 10 years here, I did not receive even one phone call
where someone tried to persuade my decision one way or the other. No one has ever ques-
tioned me for judging a specific case. The independence of judges here is exemplary.” (A Judge’s
Verdict on Abu Dhabi, THE NATIONAL, December 25, 2008, online edition).
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various stakeholders need from the law. Those charged with drafting the
UAE’s IP laws of the future might start the process in the field, speaking to
and getting a better understanding of the needs of businesses, investors,
inventors, and designers of everything from software to clothing.

Of course, laws and regulations only go part of the way. Ultimately, imple-
mentation is what governments are judged by. In the UAE, overcoming the
gulf that lies between the law and practice is the real challenge. Making laws
that are written in a way that can guide the practice on the ground is the first
step. Fostering a sense of ownership of the laws by those who are responsible
for their implementation is the next. This is a matter of leadership and direc-
tion from within the responsible Ministry as to how the law is to be under-
stood and what it means in practice. There is little doubt that when the
Ministry makes a statement on an issue, those applying the law in the various
administrative bodies are listening. Developing that leadership role will very
likely require internal change and courage to speak out and bear the respon-
sibility for taking a position. The IP laws of the UAE work in practice very
often because of the good intentions and intelligence of those in minor offi-
cial roles who want to make the system work for the benefit of their country.

Of course, the role and position of the relevant Ministries is a matter ulti-
mately determined by the leaders of the nation. If there is to be a change
toward service-driven government and away from government as a means of
revenue generation,? that must come from the top. Similarly, basic informa-
tion about the government’s activities (such as filing, grant, and registration
statistics) will only become more accessible if “open government” is embraced
at high levels.

The Role of the Professions

The legal profession in the UAE is very young. With a few exceptions, only
lawyers who are UAE nationals have rights of audience before the courts. The
majority of the lawyers in the country are foreigners, filling positions such as
in-house counsel or working in local law firms or legal consultancies. There
are also firms of IP registration agents who often have no legal qualifications.
Many of them have accounting backgrounds. Perhaps because of these vari-
ous facts, the professions appear not to participate in any kind of disinter-
ested activism for reform of laws or procedures. There is no professional body
regulating the persons that deal with IP matters. Presently, it is the Ministry’s
responsibility to register and de-register IP agents. There is consequently no
voice for the profession of IP agents and advisers and there is no think-tank

3. The fees for the UAE government’s IP services are amongst the highest in the world.
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for the generation of ideas and intellectual leadership. Sometimes the partici-
pants in a particular field have a vested interest in maintaining the status quo
and actively discourage change or improvement. Without government lead-
ership to create the conditions for relevant stakeholders including the profes-
sions to engage in development and reform, the confidence and respect that
will come from better laws, regulations, and practices may remain elusive.
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1.1 Patents
1.1 Patents

Introduction

History of the UAE's Patent Law

In October 1992, the UAE issued its first law dealing with the protection of
inventions and industrial drawings and designs.! Ten years later, the PDL
1992 was repealed and replaced by federal law no. 17 of 2002.2 The PDL 2002
has been the subject of only one amending law that changed the references to
the Minister and the Ministry (discussed below).?

The 1993 regulations were not expressly repealed, but to the extent that
any of the regulations are inconsistent with the PDL 2002, they have been
repealed.* The Ministry continues to refer to the PDR 1993 in its documents
and so presumably it deems them still to be in force.”> Without the PDR 1993
there would be no regulations and no guidance as to how some significant
areas of the law should be dealt with. Article 72 of the PDL 2002 directs the
Cabinet to issue implementing regulations upon the suggestion of the
Minister. Nevertheless, the lack of any new regulations to the PDL 2002 has
not stopped the Ministry from continuing to administer the law or from
receiving patent and design applications and granting patents and designs.

Looking to the future, the Dubai International Financial Center (DIFC)
has released for comment a draft patent law that is to apply within the juris-
diction of the DIFC. There may also be a push within the Ministry to issue a
new patent and designs law.°

International Conventions

The first international intellectual property law convention to which the UAE
became a party was the Paris Convention. It acceded to it on June 19, 1996
and it entered into force on September 19, 1996.7 In relation to patents,
it imposes a number of obligations on contracting parties including in

1. Federal law no. 44 of 1992 (“PDL 1992”).

2. Federal law no. 17 of 2002 (“PDL 2002”). The language of article 73 of the PDL 2002 is clear in
its intent to repeal the PDL 1992 rather than add to or amend it.

3. Federal law no. 31 of 2006 amending Federal law no. 17 of 2002 in relation to the regulation
and protection of industrial property for patents, industrial drawings and designs.

4. Cabinet decision no. 11 of 1993 (“PDR 1993”). The repealing provision of the PDL 2002 is
article 73.

5. A copy of the PDR 1993 was available on the Ministry of Economy’s Web site at the time of
writing.

6. The subject received some brief television coverage in late January 2009.

7. Paris Convention, as revised at Stockholm in 1967, and later amended. The dates are from
WIPO.
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relation to reciprocal treatment,® the right to claim priority from earlier filed
patent applications,’® the availability of divisional applications, the indepen-
dence of patents for the same invention across countries,'* the right of the
inventor to be named,!! compulsory licenses,'? patented devices forming part
of means of transport,'® the importation of products manufactured by a
process protected in the importing country,'* and the temporary protection
of inventions.!

In 1998, the UAE acceded to the Patent Cooperation Treaty (PCT).1® The
PCT establishes a system for the filing of a single application seeking patents
in any of a number of designated member countries. A number of provisions
in the PDL 2002 reflect the UAE’s PCT membership.

The UAE became a member of the World Trade Organization in 1996 and
in doing so committed to bring its intellectual property laws in line with the
TRIPs Agreement. The deadline to comply was January 1, 2000. The PDL
2002 was intended to be TRIPs compliant.!” The UAE is not presently a party
to the Patent Law Treaty established in 2000.

Government Authorities Dealing with Patents

Both the PDL 1992 and the PDL 2002 named the Minister of Finance and
Industry as being responsible for their implementation and administration.
“The Department” was defined in both laws as the Department of Industrial
Property.'® In 2006 all references in the PDL 2002 to the Ministry of Finance
and Industry and the Minister of Finance and Industrial were replaced by the
Ministry of Economy and the Minister of Economy respectively.!®

Patent applications are filed with the Department of Industrial Property
at the Ministry’s offices. The principal emirates for these purposes are
Abu Dhabi, Dubai, and Sharjah. The Ministry is continuing to develop its
online services. Its website can be found at http://www.economy.ae.

8. Paris, articles 2 and 3.
9. Paris, article 4.
10. Paris, article 4bis.
11. Paris, article 4ter.
12. Paris, article 5.
13. Paris, article 5ter.
14. Paris, article 5quater.
15. Paris, article 11.
16. Accession was on December 10, 1998 and it entered into force on March 10, 1999. (WIPO)
17. WTO, Council for Trade-Related Aspects of Intellectual Property Rights, Legislation Review,
United Arab Emirates, report of meeting June 18-22, 2001, Introductory Statement.
18. The name of the Department is often translated in official documents as “Administration of
Industrial Property”
19. Federal law no. 31 of 2006 amending Federal law no. 17 of 2002 in relation to the regulation
and protection of industrial property for patents, industrial drawings, and designs.
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1.1 Patents

Patent Statistics

The international patent applications (PCT) database maintained by WIPO
contains the bibliographic data for more than 1.5 million PCT applications
filed since 1978. The UAE is a designated country for close to one million of the
applications. This means little until one sees it against the data for the number
of applications that entered the UAE national phase. That data is not available
in the WIPO database. The UAE patent office would have such information
because it is receiving the national phase applications. That data does not
appear to be reaching the WIPO database. Searching on WIPO’s Patentscope
database for international applications in which one of the applicants has a
UAE residency reveals 161 PCT applications. Searching for PCT applicants
with UAE nationality reveals 73 applications. Twenty-six PCT applications
claim priority from a UAE application.?’ From the available data, it appears
that Mr. Moosa Eisa Al Amri has filed ten PCT applications, the largest number
filed by anyone resident in the UAE. The General Headquarters for the
Armed Forces of the United Arab Emirates has filed six PCT applications.?!

Another source of UAE patent filing information is the UAE OFFICIAL
GAZETTE (to 2008) and the INDUSTRIAL PROPERTY JOURNAL (from 2008).
The first group of patent applications accepted and published in the UAE
was in the OFFICIAL GAZETTE of July 14, 2002, no. 383. It must have been a
moment of national pride that the first accepted and published patent appli-
cation in the list of nine patent applications published on that day was filed by
an Emirati national, Mr. Mousa Eisa Al Amri, filed on April 20, 2002. He had
to wait less than three months for the acceptance and publication of his patent
application. The other eight applications published were filed during 1994.

Since the first acceptance and publication of patent applications in 2002,
the UAE Patent Office has continued to publish for opposition purposes
patent applications on a regular basis as follows:

Year Number of Accepted Patent Official Gazette Numbers
Applications Published

2002 9 383

2003 11 396, 404

2004 15 412, 420, 423

2005 8 437

2006 49 459

2007 58 463, 464, 467, 469

Total number of patents 150

published to 2007

20. As at January 16, 2009.
21. See also WORLD PATENT REPORT—A STATISTICAL OVERVIEW 2008, for other statistics.
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In March 2008, the Ministry issued the first INDUSTRIAL PROPERTY
JourNAL. The patent applications published in 2008 are as follows:

Number and date of JOURNAL Number of accepted patent
applications published

No. 1, March 2008 1

No. 2, April 2008 nil

No. 3, May 2008 nil

No. 4, June 2008 nil

No. 5, July 2008 2

No. 6, August 2008

Total number of patents published 6

in 2008

Patent filing statistics available from the Ministry are as follows:??

Year Number of patent
applications filed

2001 352

2002 404

2003 442

2004 528

2005 627

Total patent filings from 2001 to 2005 2353

During the same period, only 43 patent applications were published for
opposition purposes.

Patent Searching

It is not possible to carry out any kind of search for patents at the UAE Patent
Office. Only once a patent application has been accepted and published in the
INDUSTRIAL PROPERTY JOURNAL is it possible to know that an application
for it was filed in the UAE. Because national phase entry information is not
being received by WIPO from the UAE, it is not possible to see from the PCT
database which PCT applications have entered the UAE national phase.

22. These numbers are from a document prepared by the Ministry of Economy titled “World
Intellectual Property Day” dated April 22, 2007. Thanks to the Brand Owners’ Protection
Group for giving me a copy (see http://www.gulfbpg.com).
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GCC Patents

The member states of the Cooperation Council of the Arab States of the Gulf are:
Bahrain, Kuwait, Oman, Qatar, Saudi Arabia, and the United Arab Emirates.
Its Supreme Council approved the GCC Patent Regulations in 1992 and the
GCC Patent Office started receiving applications in 1998. Patents granted by the
GCC Patent Office cover all the countries of the GCC and so are enforceable in
each of the countries including the UAE. In November 2008, the GCC Patent
Office reported that it had received nine thousand patent applications, five
hundred of which were from countries of the Council, and that it had granted
five hundred patents.?> The gazettes of the GCC Patent Office are available on its
Web site at http://www.gccpo.org. They are published in Arabic only. However,
other information concerning procedures is available on the Web site in English.

What Is an Invention?

The PDL 2002 introduced into the law for the first time a definition of an
invention:

An idea arrived at by an inventor and that gives a new technical solution appli-
cable to a specific problem in the domain of technology.>

This definition contains the key concepts of patents including that an
invention must have an inventor, the invention must be new, it must have
some applicability, and it must take our technological knowledge forward by
solving a problem previously unsolved or not solved as well. These concepts
are discussed below.

Novelty

Only inventions that are new may be the subject of a patent.?> The PDL 2002 is
silent on the issue of how and when novelty is to be assessed. However, the PDR
1993 sets out what matters must be determined in examination of a patent appli-
cation. One of the matters to be determined is whether the invention is new.

That the invention is new, that is, it has not been anticipated by the prior indus-
trial art. Prior industrial art in this context means any disclosure that has been

23. AL WATAN, November 15, 2008.
24. PDL 2002, article 1.
25. PDL 2002, article 4.
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made to the public in any place or at any time by written or oral description, by
use, or any other means of knowing the invention, before the date of the filing
of the application or the priority date requested or the commencement of tem-
porary protection on the condition that the application was filed within
6 months of the date of commencement.?®

Clearly, the requirement is for absolute novelty. The relevant prior art
includes any public disclosure made anywhere prior to the relevant date.
An earlier filed patent application would not, until it was open for public
inspection, constitute part of the prior art against which novelty is to be
assessed. This leaves open the possibility of double patenting—two patent
applications for the same invention, each having been filed before the other
was made public. In terms of novelty, both applicants are entitled to a patent.
The PDL 2002 deals with the issue of double patenting by giving the person
who files before others, or has an earlier priority date, the right to the patent
for the invention.?’

A possible consequence of these provisions is as follows. Assume that
patentee A is granted a UAE patent for an invention. Patentee B discovered
the same invention before patentee A’s patent was disclosed and obtained
patents for it outside the UAE. Each of the patentee’s patents was validly
granted because as at the priority date for each none had been disclosed.
Each patentee has valid rights in the countries in which each has obtained a
patent. Patentee B will not be able to import into the UAE products made
embodying the invention without infringing patentee A’s UAE patent. The
moral of the story is that despite international novelty requirements, patent
rights are national, and although filing first is an important milestone in
seeking to protect an invention, so is the disclosure of the invention in order
to prevent others from claiming novelty for the same invention. The timing
of disclosure is a key part of patenting strategy.

The “first to file” right is supported by the right to seek cancellation
of a patent, wholly or partially.?® The cancellation provision mentions two
possible cases of cancellation (in the context of setting out the notice require-
ments for them): (a) the patent was granted without satisfying the require-
ments for its grant, and (b) it was granted without taking into consideration
“the priority of prior applications pursuant to article 11” of the PDL 2002
(concerning priority rights).?

26. PDR 1993, article 20.11.

27. PDL 2002, article 7.2.

28. PDL 2002, article 34[A] and [C].
29. PDL 2002, article 34[B],1 and 2.
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Obviousness

The PDL 2002 does not address the issue of obviousness. Instead, it is dealt
with in the PDR 1993 in the list of matters that are to be determined in exam-
ination. The invention must contain “creative activity”—a literal translation
of “nashaatt ibtikaari”—“not obvious to the ordinary man skilled in the art to
achieve intuitively based on the prior industrial art relating to the patent
application.”® “Creative activity” is probably to be understood as expressing
the same concept as “inventive step.”! In any case, its meaning is given by the
rest of the provision—it must not be obvious, based on the prior art, to an
ordinary person skilled in the art.

Industrial Applicability

Industrial applicability is a requirement for the grant of a patent: “any new
invention . . . which is . . . capable of industrial exploitation.”*? It also gives a
definition of “industrial application,” presumably referring to the require-
ment for it to be capable of “industrial exploitation.”** An invention is indus-
trially applicable if it is possible to apply it or use it in any kind of industry (in
its widest sense) including in agriculture, hunting, handicrafts, and services.**
This requirement is repeated in the PDR 1993.%

Article 4 of the PDL 2002 refers to inventions “founded on a scientific
basis and capable of industrial exploitation.”® The expression “founded on a
scientific basis” is possibly there to make it clear that “inventions” based on
other forms of “knowledge,” such as witchcraft or magic, are not patentable.
It also introduces the idea that the invention must be able to withstand scien-
tific scrutiny and its alleged benefits are able to be verified. In any case, it is
not referred to as one of the matters to be determined in examination.

30. PDR 1993, article 20.12. It appears in the translation in this book as “inventive step”

31. The IPEG uses a literal translation of “inventive step”—“khattwa ibdaaee” An expression
that could be translated literally as “inventive step” is used in the PDL 2002 in article 7—
“khattwa ibtikariya’—when discussing the rights of persons who merely participate in
implementation of the invention.

32. PDL 2002, article 4[1].

33. PDL 2002, article 4[1] uses the word “istighlal” and article 4[2] uses the word “tattbeeq.”

34, PDL 2002, article 4[2].

35. PDR 1993, 20.13.

36. PDL 2002, article 4[1].

1
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Sufficiency

The concept of sufficiency is an expression of the implied bargain that is
struck between the inventor and the public that is at the foundation of the
patent system. The inventor makes public the invention for the benefit of the
public (the growth and development of knowledge and research) for which
the inventor receives from the state a temporary monopoly. However, the
inventor’s side of the bargain is only fulfilled if the invention is sufficiently
disclosed in the patent application to enable others to perform it.

In the PDL 2002, the principle of sufficiency is expressed by limiting the
scope of protection granted by a patent to what is in the application seeking
the grant of the patent.” That is to say, if it is not disclosed, it is not protected
and no monopoly is given. The PDR 1993 requires that examination deter-
mine whether the inventive elements for which protection is requested are
specifically stated in the application. They must be explained in the descrip-
tion and the engineering drawings. No other guidance is given as to what
would constitute sufficient disclosure, to whom it must be sufficient, the
degree of sufficiency, and so on.*® However, it could be argued that the
concepts appearing in the TRIPs Agreement provisions are to be imported
into the UAE provisions. The TRIPs Agreement mentions that the level of
disclosure required is to be such that the invention could be carried out by a
person skilled in the art.?® Indicating the best mode of carrying out the inven-
tion known to the inventor appears to be optional but it is included in the
regulations.

Patent or Utility Certificate?

Very many of the provisions in the PDL 2002 refer and apply to both patents
and utility certificates. A utility certificate is defined as:

The deed of protection that is granted by the Department in the name of the
State for an invention that results from innovative activity that is insufficient for
the grant of a patent.*!

The invention for which a utility certificate is granted must nevertheless
be novel and capable of industrial application.? The extent to which the

37. PDL 2002, article 16.

38. PDR 1993, article 20.14.

39. See article 6.1.c of the PDR 1993.

40. TRIPs Agreement, article 29.1 and article 6.1.e of the PDR 1993.

41. PDL 2002, article 1.

42. PDL 2002, article 5[1] mentions both novelty and industrial applicability.
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invention may contain an insufficiency of innovative activity is not stated.
The implication from the language used is that the insufficiency may be total
provided that it is not so lacking in inventiveness that is not novel.

The fact that the invention lacks the degree of innovative activity required
for the grant of a patent has consequence for the rights of the owner of the
utility certificate. The right to prevent others from engaging in the acts that it
is the right of the patentee to do is not expressed to extend to the owners
of utility certificates, only to patentees.*> The holder of either a patent or a
utility certificate for a new method or application of a known industrial
method or means receives only the right to use the method and practice any
of the acts that are given to patentees in relation to products obtained directly
from the method.** There are several points to note in this provision. First, an
application for a patent for a new application of a known industrial method
would face the challenge of obviousness. But that challenge has been removed
for utility certificates—they may lack an inventive step and be obvious. The
provision therefore must be aimed principally at utility certificates. Secondly,
a “new application of a known method” is probably the substance of the
concept of an “insufficient amount of innovative activity” for the grant of a
patent. If the new application of the known method is obvious to someone
skilled in the art, then it will lack the innovation required for the grant of a
patent. Thirdly, the right to use the method and practice the acts of manufac-
ture, use, sale, etc. is not expressed to be an exclusive right. It is not supported
by a right of prevention. It is therefore a non-exclusive right. In other words,
there appears to be no possibility of infringing a utility certificate and no
entitlement to any remedy.

In other countries, similar forms of protection are known as utility models
(Egypt). Australia had a system of petty patents that was recently replaced
with the “innovation patent.”

The term of the utility certificate is only ten years as opposed to twenty
years for a patent.*

Patentable Subject Matter

The TRIPs Agreement requires that patents be “available for any inventions,
whether products or processes, in all fields of technology, provided that they
are new, involve an inventive step and are capable of industrial application.”®

43. The rights of prevention are set out in the second and third paragraphs of article 15.1.a
of the PDL 2002.

44, PDL 2002, article 15.1.b.

45. PDL 2002, article 14[1.].

46. The TRIPs Agreement, article 27.1.

13
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However, it also permits members to exclude from patentability certain
inventions.

Plants and Animals

Plant and animal research, biological methods for their reproduction, as well
as plant and animal varieties, are not patentable, but microbiological meth-
ods and their products are.*’ The TRIPs Agreement permits the exclusion of
biological processes for the production of plants and animals but not non-
biological and microbiological processes. The PDL 2002 provision is probably
compliant. However, plant varieties must also be protectable either by
patents or a sui generis system.*® Neither of these are available in the UAE.

Presumably the term “animals” in the PDL 2002 provision includes human
beings and therefore the patenting of processes for the cloning of human
beings and human gene sequencing is not possible.

Methods for the Treatment of Human Beings and Animals

Diagnostic, therapeutic, and surgical methods necessary for the treatment of
human beings and animals are excluded from patentability.*® This exclusion
is consistent with article 27.3(a) of the TRIPs Agreement.

Principles, Discoveries, Theories, etc.

Principles, discoveries, and scientific theories, as well as mathematical
methods, are not patentable.® This exclusion follows the well-established
general principle in patent law that discoveries and principles in themselves
are not patentable for lack of industrial applicability.>! The useful employ-
ment of a principle or discovery may well constitute a patentable invention.

Business Methods

Plans or rules or methods followed for carrying on a commercial business
are not patentable.’? The exclusion groups such methods together with per-
forming purely mental activities or games. The TRIPs Agreement does not
expressly permit business methods to be excluded from what is patentable

47. PDL 2002, article 6.1.a.

48. The TRIPs agreement, article 27.3(b).

49. PDL 2002, article 6.1.b.

50. PDL 2002, article 6.1.c.

51. The exclusion is also consistent with the TRIPs Agreement which requires that patents be
available for inventions capable of industrial application.

52. PDL 2002, article 6.1.d.
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subject matter. If a business method satisfies all the criteria for being an
invention and being patentable, it is difficult to see how the exclusion in the
PDL 2002 can be justified. As a matter of principle, if a business method is
truly a new technical solution to a specific technical problem, it should be
entitled to protection.

Computer Programs

Computer programs are not in the list of matter excluded from patentability
and therefore must, in principle, be patentable in the UAE. Their exclusion is
not permitted by the TRIPs Agreement.

Inventions Contravening Public Order or Morals

Inventions whose publication or exploitation would lead to a contravention
of public order or morals may not be patented in the UAE.>® The exclusion
permitted by the TRIPs Agreement relates to commercial exploitation that
would contravene public order or morals. Not permitting a patent to be
granted for inventions whose publication alone might contravene public
order or morals is not expressly authorized by the TRIPs Agreement.>* The
TRIPs Agreement also requires that the exclusion not be made simply because
the exploitation of the invention is prohibited by national law. For example,
the emirate of Sharjah was recently reported to have banned the riding of
bicycles in the streets because of the danger they represent to motorists.
Following the TRIPs Agreement, such a ban would not be sufficient to justify
not granting patents for bicycle inventions, even though the riding of bicycles
might be contrary to the law.

Denying patents to inventions whose publication or exploitation would
lead to a contravention of public order or morals introduces considerations
of Islamic law. Shari’a is the source of the laws of the UAE, according to the
Constitution.>® In practice, it regulates matters concerning the family, but
also deems certain subjects to be immoral. Potentially, inventions relating to
the production or consumption of alcohol or pork would contravene the
morality of the state (notwithstanding that both are widely available in most
emirates of the UAE). The earning of interest from debts (usury) is held to
be contrary to Islam and therefore inventions relating to certain financial
matters may be contrary to morality.

53. PDL 2002, article 6.1.e.
54. TRIPs Agreement, article 27.2.
55. UAE Constitution, article 7.

15
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National Defense

Inventions relating to national defense were, under the PDL 1992, not
patentable.>® The provision does not appear in the PDL 2002. However, there
are now specific procedures for such inventions.””

Chemical Inventions Relating to Medical Drugs and Pharmaceutical
Compounds

Chemical inventions relating to nutrition, medical drugs, and pharmaceuti-
cal compounds were excluded from being patentable under the PDL 1992 in
certain circumstances.’® The UAE availed itself of article 65.4 of the TRIPs
Agreement, which permits a five-year delay in extending patent protection to
areas of technology not protectable at that time. Hence the PDL 2002 expressly
provided that such chemical inventions were protectable in the UAE from
January 1, 2005.% Prior to this date, the Department was required to continue
to receive applications for such patents and record them. If the applicant
had a patent issued for the invention in a WTO member country and had
been licensed to market the invention in that country, then the applicant
would enjoy the right to market exclusively the invention in the UAE for
five years after being licensed to do so by local authorities. The five-year
protection period would end when either the application is granted or
rejected.®

Inventors

The inventor, prima facie, has the right to what he or she invents. If two or
more persons participate in the creation of an invention, they share the right
to the invention. Persons who merely assist in the implementation of the
invention without participating in any inventive step are not deemed to be
inventors.%! These principles of ownership are altered if the inventors are
employees or have been commissioned (see the discussion below).

The inventor has the right to be named in the patent as the inventor.
The inventor can declare not to be named, but such a declaration must be in
writing.®2

56. PDL 1992, article 6.4.
57. PDL 2002, article 6.2.
58. PDL 1992, article 6.2.
59. PDL 2002, article 70.
60. PDL 2002, article 71.
61. PDL 2002, article 7.1.
62. PDL 2002, article 10[1]. See also Paris Convention, article 4ter.
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Employee Inventors

The creation of an invention during the carrying out of an employment
contract results in the employer having the right to the invention, unless
there is an agreement to the contrary.®

This is if the employee’s role is an inventive one. If the employee’s contract
of employment does not include inventive activities as part of the employee’s
role, and the employee creates an invention related to his or her employment
using the resources of the employer, the employer has the option to own the
invention and may exercise that option within four months of the employee
reporting the creation of the invention or otherwise becoming aware of it
(if the employee fails to report it).** The employee is under an obligation to
report the invention in writing.®> The employee has a right to fair compensa-
tion, which can be determined by the court if compensation cannot be
agreed.®® The right to the invention passes to the employee if the employer
does not exercise the option.

These provisions do not deal with the protection of the invention.
Four months is a long time to wait to determine the ownership of the inven-
tion and therefore to determine who may seek to protect it. In the meantime,
there is no obligation on either party not to disclose the invention and thereby
destroy its novelty. How the provisions could work effectively in practice is
open to question.

If an employment contract seeks to deny any of these rights to the employee
(the right to additional compensation, the right to the invention if it is not
taken up by the employer, the right to fair compensation if the employer
exercises the right to the invention), it is deemed void.®’

Each of these provisions apply to inventions, whether or not the subject of
a patent filed later, or indeed whether the invention is patentable at all. The
definition of an invention is very broad: “an idea arrived at by an inventor
and that gives a new technical solution applicable to a specific problem in the
domain of technology.”® The broad drafting of the employee inventor
provisions in the PDL 2002 may have effects beyond what was intended.
Perhaps the provisions were intended to relate to patentable inventions only,
but there is no evidence of that in the language of the provisions.

63. PDL 2002, article 9.1.
64. PDL 2002, article 9.3.
65. PDL 2002, article 9.4.
66. PDL 2002, article 9.5.
67. PDL 2002, article 9.6.
68. PDL 2002, article 1.

17
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Contracted or Commissioned Inventors

The creation of an invention during the carrying out of a “commission con-
tract” results in the commissioner having the right to the invention, unless
there is an agreement to the contrary.®®

The inventor is entitled to additional compensation if an amount is not
specified in the contract and if the invention has an economic value above
what the parties expected at the time of contracting. The amount of the addi-
tional compensation is to be specified by the court (presumably if the parties
cannot agree).”

Joint Patentees

The right to an invention can be shared by virtue of the invention being
created by more than one inventor’! or as a result of assignment or other
transmission of the right. Joint inventors could become joint patentees.
As joint patentees, it appears they are to be treated as “tenants in common.”
This might be inferred from the fact that they are able to assign their right to
the invention or patent independently of the other inventor/patentee and to
exploit the rights given to patentees independently.”> However, they may
only license the exploitation of the invention jointly and not independently.

Patent Application

Although the inventor prima facie has the right to the invention, the PDL
2002 does not expressly give a right to file an application to obtain a patent
or utility certificate. It simply says that the filing of applications and related
matters are to be specified in the implementing regulations.”® The appli-
cation is to be made using Form 5 to the regulations.”* The forms used by
the Ministry change over time and the latest version needs to be obtained
before use.

69. PDL 2002, article 9.1.

70. This is an interpretation of the articles 9.1 and 9.2 of the PDL 2002.

71. PDL 2002, article 7.

72. PDL 2002, article 20.

73. PDL 2002, article 10[2].

74. PDR 1993, article 5. The form as it was issued in 1993 is an annexure to the regulations.
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The regulations list the following as having to be attached to the application:

The description (specification).”

The drawings.”®

An abstract for the invention not exceeding two hundred words.””

An extract from the commercial register legalized up to the UAE

Embassy.”®

5. The document evidencing the entitlement of the applicant to the inven-
tion if the applicant is not the inventor, legalized up to the UAE
Embassy.”

6. The power of attorney given to the agent filing the application, legalized
up to the UAE Embassy.®

7. A certified copy of any priority application.?! The regulations require

the priority application to be legalized up to the UAE Embassy but a

certified copy is sufficient.

Ll

Any document not in Arabic must be accompanied by an Arabic transla-
tion and if not in English, by an Arabic and English translation.®? The letter
from the Israeli Boycott Office mentioned in the regulations is no longer
required.®

The description, drawings, and abstract must be filed with the application.
All the other documents may be filed within ninety days if an undertaking
to do so is given using Form 6. This period cannot be extended. If it is only
the priority document that cannot be filed within the ninety days, only the
priority claim is lost.3* If the application is a PCT national phase entry, it is
not necessary to file any kind of copy of the PCT application.

For those preparing the application, the drawings, etc., the regulations
specify various formal requirements that need to be complied with, such as
the paper margins and what can be included in the drawings.

75. PDR 1993, article 6.1.
76. PDR 1993, article 6.2.
77. PDR 1993, article 6.3.
78. PDR 1993, article 6.4.
79. PDR 1993, article 6.5.
80. PDR 1993, article 6.7.
81. PDR 1993, article 6.8.
82. PDR 1993, article 6[C].
83. PDR 1993, article 6.10.
84. PDR 1993, article 6[E].
85. PDR 1993, articles 7 to 13.
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One Invention Only

Each application for a patent must relate to one invention only, or a group of
interrelated inventions formed around a single innovative concept.3® A patent
cannot be declared invalid if it is discovered that the requirement for the
interrelatedness of the inventions was not met.®” In some jurisdictions,
divisional applications can be filed as a way of overcoming a lack of unity
problem. However, divisional applications are not available in the UAE and
any claims for inventions that do not meet the interrelatedness requirement
would have to be deleted if identified in examination.

Divisional Applications

To provide for the filing of divisional applications is an obligation under
the Paris Convention.8 However, there are no provisions for divisional
applications in the law or regulations. One of the circumstances in which an
applicant might wish to file one or more divisional applications is if the
examination of the application reveals that the application contains more
than one invention. Instead of giving the applicant the right to divide the
application, the PDL 2002 permits the patent application to relate to a group
of interrelated inventions based on one innovative concept.® Failure to meet
this requirement is not a ground for the invalidity of the patent.”

PCT Applications

The PDL 2002 provides that the Department may receive PCT applications
and that the procedures for them are to be set out in the regulations.”® No
regulations have yet been issued, but as a matter of practice, applications are
being received and the Department’s forms and systems cater for them.
If a patent application is a PCT national phase entry, it is not necessary to file
a copy of the PCT application, but a copy of the PCT publication notice is
required or an undertaking to file it at a later time.

86. PDL 2002, article 4 [3]. The UK Patents Act 1977 contains a similar provision: “the claims or
claims . . . shall relate to one invention or to a group of inventions which are so linked as to
form a single inventive concept” (section 14 (5) (d)).

87. PDL 2002, article 4 [4]. Compare the UK Patents Act 1977, article 26.

88. Paris Convention, Article 4, G.

89. PDL 2002, article 4.[3].

90. PDL 2002, article 4.[4].

91. PDL 2002, articles 37 and 38.
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Priority Claims

A claim for priority can be made from the first filed patent application for
the invention within twelve months of its filing date.”> The method of
calculation of the period is not set out in the law or regulations but the Paris
Convention gives some guidance. The twelve (calendar) months are to be
calculated from the day after the day on which the first application was filed.”
If the first application was filed on January 1, 2008, the deadline for subse-
quent applications claiming priority would be January 2, 2009. If January 2,
2009 is an official holiday or the Patent Office is not open, the deadline is to
be extended to the next working day.>

The law and regulations do not state whether the priority claim must be
made at the time of filing the application or whether it can be made later.
Certainly, the application must state the date and number of the priority
application and the name of country in which it was filed,”® but whether it
must contain this information at the time of filing is not addressed. One of
the matters for examination is whether the priority request is consistent
with the provisions of any agreement between the UAE and the country in
which the priority application was filed.”® The timing of the making of the
priority claim is not addressed.

The regulations make it clear that a copy of the priority application is one
of the documents to be attached to the application.”” However, the applicant
or the applicant’s agent may give an undertaking to file it within ninety days
of filing the application.”® The instructions given by the Patent Office for
the preparation and filing of patent applications state that the priority
document must be a certified copy.

The priority document must be translated to Arabic if it is in English and
must be translated to English and Arabic if it is in a language other than
English.

There are no provisions in the PDL 2002 or regulations relating to claim-
ing multiple priorities. The Paris Convention provides that:

No country of the Union may refuse a priority or a patent application on the
ground that the applicant claims multiple priorities, even if they originate in

92. PDL 2002, article 11.2. The right to claim priority is enshrined in the Paris Convention,
Article 4, A (1).

93. Paris Convention, Article 4, C (2).

94, Paris Convention, Article 4, C.(3).

95. PDL 2002, article 11.1.

96. PDR 1993, article 20.15.

97. PDR 1993, article [A.]8.

98. This is consistent with the Paris Convention: Article 4.D.(3). See the section above on filing
a patent application.
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different countries, or on the ground that an application claiming one or more
priorities contains one or more elements that were not included in the applica-
tion or applications whose priority is claimed, provided that, in both cases,
there is unity of invention within the meaning of the law of the country.*®

As matter of practice, multiple priority claims are permitted.!?

Examination of Patent Applications

The Department’s obligations under the law are to examine the patent
application and to notify the applicant of the rejection of the application.
It also has the right to request (presumably from the applicant) what it con-
siders necessary in order to grant the patent.!%!

The examination procedure as described by the regulations separates the
process into formal and substantive examination. Objections made as to
form have ninety days from the delivery of the official notice in which to be
resolved. Failure to resolve the issues results in the application being deemed
not to have been filed.!??

Substantive examination will only occur after the estimated examination
fees have been paid within ninety days of delivery of the official notice.
If the fees are not paid within the period, the application is deemed not to
have been filed.!%?

The regulations list 15 matters that are to be determined in the examina-
tion process (no distinction is made between those that are formal and those
that are substantive—items 1 to 4 in the list appear to be formal and the
remainder substantive).!% In summary, the matters for substantive examina-
tion are: that the invention is patentable subject matter,'% that it does not
relate to national defense,!% that it does not contravene public morals,!?” that
it has not been taken from another person,'® that it is novel,!® that it

99. Paris Convention, article 4 F.
100. For example, see design application nos. 15/2005 and 198/2005 (both published in
INDUSTRIAL PROPERTY JOURNAL no. 6).
101. PDL 2002, article 12.
102. PDR 1993, article 92.
103. PDR 1993, article 93.
104. PDR 1993, article 20.
105. PDR 1993, articles 20.5, 20.6 and 20.7.
106. PDR 1993, article 20.8.
107. PDR 1993, article 20.9.
108. PDR 1993, article 20.10.
109. PDR 1993, article 20.11.
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contains an inventive step,'!? that it is capable of industrial application,!!!

that it is sufficiently disclosed,'!? and that the priority claim is in order.!!3

The examination of UAE patent applications has been outsourced to the
Austrian Patent Office.!'* However, the Department may be seeking to
establish its own examination capability in the UAE.

Appealing Examination Decisions

If a patent application is rejected, the applicant has sixty days from the date
of notification of the rejection to file an appeal with the committee.!!®

Publication

Patent applications are published by the Patent Office upon acceptance for
opposition purposes.!!® There are no provisions in the PDL 2002 for making
patent applications available for public inspection prior to acceptance. There
is a right to view patents in the presence of a responsible employee at the
Department, but this appears to relate only to granted patents and as a matter
of practice is not done.!!’

The PDL 2002 provides that granted patent applications are to be pub-
lished in the “Journal,” which is defined as a periodical publication issued by
the Department.''8 The PDR 1993 provides that the decisions to grant patents
are to be published in the OrFICIAL GAZETTE, in which the Ministries publish
all new laws, regulations and decrees.!!” The publications of granted patents
between 2002 and 2007 occurred in the OFFICIAL GAZETTE. The abstracts for
the patents published were not part of those publications. They made avail-
able only basic information about the patent granted. The Paris Convention
obliges each member of the Union to publish an official periodical journal
with “the name of the proprietors of patents granted, with a brief designation
of the inventions patented.”’?* In March 2008, the Department issued the

110. PDR 1993, article 20.12.

111. PDR 1993, article 20.13.

112. PDR 1993, article 20.14.

113. PDR 1993, article 20.15.

114. PDR 1993, article 22 permits the Department to seek the assistance of others including
foreign bodies outside the UAE.

115. PDL 2002, articles 7.3 and 12 [2].

116. PDL 2002, article 13 [1].

117. PDR 1993, article 91.

118. PDL 2002, articles 13 and 1.

119. PDR 1993, 24.2.

120. Paris Convention, article 12 (2)(a).
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first edition of the INDUSTRIAL PROPERTY JOURNAL, which was followed by
five others during 2008. The numbers of patents and designs published in
2008 are set out in the sections on patents and design statistics respectively.

Opposition

The right to oppose the grant of a patent application is first expressed in
article 7.3 of the PDL 2002. Article 13 expresses the right again but together
with the period of opposition and the forum: within sixty days of publication
of the application and before the committee.!?! The regulations repeat the
right, the period, and the forum.!??

There are no provisions for obtaining an extension of the period in which
to oppose or for filing a late notice of opposition.

It seems that there is a standing requirement in order to oppose. The
opponent must have an “interest,” an expression capable of broad inter-
pretation.!?* It is nevertheless an important consideration in deciding who
the proper opponent should be (for example, amongst a group of companies,
or as between the licensee and the licensor of a competing invention). The
purpose of the requirement may only be to deter frivolous oppositions.
The procedures for patent oppositions follow those for cases coming before
the committee.

There are no provisions in the law or regulations setting out or limiting the
possible grounds of opposition. Presumably any and all of the requirements
for grant can be raised as grounds of opposition. There is nothing that limits
the opponent to these or indeed to grounds from within the patent law and
regulations.

It appears that none of the patents published in the UAE between 2002
and 2007 were opposed, so the issues and procedures for oppositions may
well yet be untested.

The Patent Term

The term of a patent is twenty years from the filing date in the UAE. The term
for a utility certificate is ten years.!2*

121. PDL 2002, article 13.

122. PDR 1993, article 24.2.

123. The Arabic word here is “masslaha”: PDL 2002, article 13. There are many similar expres-
sions in Arabic and many of them are used in legal contexts.

124. PDL 2002, article 14.[1].
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Under the PDL 1992, the patent term was 15 years with the possibility of
renewal in special circumstances for a five-year period. This was inconsistent
with the TRIPs Agreement.!?®

No patents were granted during the period in which the PDL 1992 was
in force, or before the UAE’s obligations under the TRIPs Agreement began
The PDL 2002 provisions therefore have the effect of giving all patents a
twenty-year term.

Patent Annuities

Annuities are the annual fees that are required to be paid to maintain a patent
or utility certificate. The second annuity falls due in the year following the
year of filing and it is due at the beginning of that year and each subsequent
year for the term of the patent or utility certificate. It is a requirement of the
Paris Convention that a grace period of not less than six months be given for
the payment of annuities.!?® Consistent with this, the PDL 2002 provides
for an initial three-month grace period, and then a further three months
subject to payment of a fee.!?”

The regulations on this issue are presumably null and void because they
are inconsistent with these provisions. Article 28 provided for the payment of
annuities in the last three months of the year in which they were due, with a
30-day extension period.'?®

Annuities must be paid whether the patent or utility certificate has been
granted or not.!?® They can also be paid in advance for all or some of the
term.!30

Rights of the Patentee

The principal right of the patentee is to exploit the invention the subject of the
patent.!3! Although not expressly stated, it can be inferred that the right
of exploitation is an exclusive one from the fact that it is accompanied by a
right of prevention.

125. TRIPs Agreement, article 33.
126. Paris Convention, Article 5bis.1.
127. PDL 2002, article 14.[2].

128. PDR 1993, article 28.2.

129. PDL 2002, article 14.[5].

130. PDL 2002, article 14.[3].

131. PDL 2002, article 15.1.
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In relation to a product patent, the right of exploitation includes the
right to:

a. manufacture the product

b. use the product

c. offer the product for sale

d. sell the product

e. import the product for any of the above purposes

In the case of a process or method patent, the right of exploitation includes
the right to:

a. use the process or method

b. use the product that is obtained directly by means of the process or
method

c. offer for sale the product that is obtained directly by means of the pro-
cess or method

d. sell the product that is obtained directly by means of the process or
method

e. import for any of these purposes the product that is obtained directly by
means of the process or method

The patentee also has the right to prevent others from doing any of the
above acts during the term of the patent.!®? The rights of prevention do not
extend to acts done for non-commercial or non-industrial purposes and do
not limit what can be done with a product after it has been sold.!*?

Assignment

Both patent applications and granted patents can be assigned.!* The assign-
ment must be in writing and must be executed by both parties before a
responsible employee at the Department or before a notary public in the
UAE.!% This is a highly impractical requirement since most patent applica-
tions filed in the UAE are filed by non-residents. This provision is not
followed as a matter of practice and therefore raises the question of whether
most patent assignments filed in the UAE are, strictly speaking, null and void
for failure to comply with the law.

132. The rights of prevention are expressly provided for in the TRIPs Agreement: article 28.1.
133. PDL 2002, article 15.2.

134. PDL 2002, article 18[1]; PDR 1993, articles 29 and 30.

135. PDL 2002, article 18[2]. This provision was also in the PDL 1992, article 18.
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Assignments must be recorded in the register.!>® Both assignments of
applications and of granted patents are subject to Departmental vetting
procedures and may be rejected on a wide range of grounds.!¥”

Licenses

The provisions in the PDL 2002 regulating the granting of licenses for patents
and utility certificates tend to favor the licensee and thereby place the onus
on licensors to make express all limitations on the licensee’s rights. The
provisions also give to the Department rights to vet, approve, and record all
licenses. Failure to comply with the provisions results in the license not being
effective.

The Right to License

The owner may license the use or exploitation of “the right the subject of the
protection.”!3® The law gives to the owner a cluster of rights (as discussed
above). Despite the use of the expression “the right the subject of the protec-
tion,” the licensor should be able to break up the rights and license them
separately giving, for example, the right to produce the product (in the case
of a product patent) to one person and the rights to offer it for sale and sell it
to another. Such “restrictions” would nevertheless need to be approved by the
Department (discussed below).

If the patentee does not expressly specify in the license the particular
“domains” and “means” of use and exploitation, then the licensee is deemed
to have a right to use and exploit the invention in all domains and by all
means.'® This provision probably does not mean that if the license does not
specify the specific rights being licensed, then the license is for all the rights
arising from the patent protection. More likely it is saying that, for example,
if the right to sell is being granted, the licensee may sell by any means, unless
the agreement limits the means of selling, for example, through supermarkets.
Similarly, if the invention can be used in a number of different fields, such as
aerospace as well as civil aviation, the right granted is not limited to one or

136. PDL 2002, article 18[3].

137. PDR 1993, articles 30, 50, 51, 42 and 43. The drafting and internal referencing of these arti-
cles is complex. The Departmental vetting procedures and rejection grounds are in articles
42 and 43, but they were drafted referring only to know-how contracts. Article 50 seeks to
replace certain terms of these articles so that they apply to licenses. Article 51 then seeks
to replace all references to licenses (which are only there by replacement) with references to
assignments, assignors, and assignees.

138. PDL 2002, article 54.

139. PDL 2002, article 57[1].
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the other unless specified. If something specific is intended, it should be
expressed to avoid being given a broad interpretation.

Duration of Licenses

The license term may not exceed the term of the protection given by the
law.14? This appears to mean that if the patent protection for an invention
expires on January 1, 2010, the license may not specify a term beyond that
date. It is unclear whether the patentee may include in the license provisions
for the protection of invention-related know-how beyond the expiry of the
patent, relying on the know-how provisions in the PDL 2002. Assuming
that the patent license may not contain a license of the related know-
how beyond the patent expiry (that is, assuming the most restrictive inter-
pretation of the provision), the patentee will need to enter into a separate
know-how license at the time of granting the patent license to try to maintain
some level of protection beyond the patent expiry. Of course, the related
know-how will need to be kept confidential during the term of the patent,
notwithstanding that the invention itself had been published. Whether
there is invention-related know-how, or whether such know-how is
developed during the term of the patent license, is a question of fact in each
case.

If no term is expressly stated in the license, the term of the license is
deemed to be the entire term of the patent.'4!

In Writing and Signed by the Parties

The license must be in writing and signed by the parties'4? and therefore oral
licenses are not recognized (a potentially important issue in infringement
proceedings). The provision suggests that the license may be simply signed by
the parties, but given the need for recordal of the license (discussed below),
the recordal requirements should also be complied with. The license
should therefore be signed before a notary and translated into Arabic.!*3
Although not mentioned in the regulations, it may need legalization if
executed outside the UAE.

140. PDL 2002, article 54.

141. Interpreting article 57 of the PDL 2002.

142. PDL 2002, article 54.

143. PDR 1993, article 50, which applies article 41 to licences.



1.1 Patents

Non-Exclusivity

All patent licenses are non-exclusive unless they are expressed to be other-
wise. Equally, the grant of a license does not exclude the patentee from
exploiting the invention unless such an exclusion is expressly stated.!4*

Geographical Limitations

The license is deemed to be a license for “all the lands of the State” unless
expressly stated to be otherwise.!*> For example, if it is intended that the pro-
duction of a patented product be done at a particular factory located at a
particular address, then that needs to be expressed in the license, otherwise
the licensee will be able to produce the product at any location in the UAE.

The Licensee’s Right to Prevent Infringement

The licensee has the right to prevent infringement or threat or damage to the
subject of the protection. However, the licensee may only instigate legal
and judicial procedures and demand compensation after the licensee has
informed the patentee by registered letter and the patentee does not under-
take the “necessary procedures” within thirty days of the notice.!46

This provision places a great weight on the patentee. What are the “neces-
sary measures” that the patentee must take? For example, if the patentee
sends the infringer a letter of demand, is that sufficient to stop the licensee’s
right to commence proceedings from arising? It probably means that the
patentee must commence legal proceedings or the licensee will be entitled
to do so. The thirty-day period then is the time in which the patentee has
to consider the report of infringement, investigate the facts, take advice,
demand that the infringement cease, and negotiate a settlement if possible.

The patentee has good reason to pursue the matter promptly because the
licensee has the right to sue the patentee for damage resulting from the neglect
or delay of the patentee.

There are many practical and legal issues that the law does not address,
such as whether the patentee must be made a party to the proceedings, the
defense of any counterclaim for invalidity, the consequences if the patent
were found invalid, the costs of the proceedings, and the entitlement to
damages.

144. PDL 2002, article 56.
145. PDL 2002, article 57[1].
146. PDL 2002, article 57[2].
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Recordal of Licenses

Patent and utility certificate licenses must be recorded with the Department
of Industrial Property at the Ministry.!*” Once recorded, the license must
be published in the JournaL. Until it is published, it is deemed to have “no
effect on others.”'*® This concept is used in various places throughout the
intellectual property laws of the UAE and potentially has different meanings
in different contexts. Here we are dealing with a license contract, usually
between two parties only. Who are the others on whom it might have an
effect after it is published (and no effect before)? One interpretation is that
the contract is not effective as between the parties themselves until after it
has been vetted by the Department and approved, recorded and published
(and the fees paid). On this view, “no effect on others” is a way of enforcing
the monitoring and recordal of licenses (at the cost of making a significant
intrusion into the freedom to conduct business).

Vetting of Licenses by the Department

All license contracts, assignments, amendments, and renewals are to be sub-
mitted to the Department for inspection of their terms and contents.!*

The Department may request the parties to amend the contract if it con-
tains “an offence against the use of any industrial property right or damage to
the commercial competition related to the subject” of the contract. This is
from the PDL 2002. The PDR 1993 provides for different vetting criteria: the
Department may require the parties to amend the terms of the contract “so as
to realise the interests of the parties within the framework of the law and the
economic interests of the State.”!*" If there is a conflict between the law and
the regulations, then the law takes precedence over the regulations.!®!

The process of vetting licenses appears to be part of the recordal process.
If the license is not in order, in the view of the Department, then it will
not record the license. The grounds on which a recordal application can be
rejected add another layer of compliance and criteria for vetting licenses.
The provisions relating to the rejection of applications to record know-how
licenses are said to apply to license contracts.'®> The following appear
to be the relevant criteria for rejecting an application to record a license

147. PDL 2002, article 55.

148. PDL 2002, article 55 and PDR 1993, article 50.
149. PDL 2002, article 59[1].

150. PDR 1993, article 42.

151. PDL 2002, article 73.

152. PDR 1993, article 50.
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(making the various adjustments to the provisions directed by article 50 of
the PDR 1993):

a. that the term of the license and its renewal is longer than the term of
protection;

b. that the license grants to the licensee rights that are not granted by the
deed of protection;

c. that the license contains restrictions on trade or research or production
or pricing;

d. that the license requires the return of documents containing the license
[sic];

e. that the price paid for the license is not proportionate;

f. that the license contains other purchase obligations.!*?

The license recordal and vetting provisions have the potential to be
extremely bureaucratic and a disincentive to business. Firstly, the parties
must sign the license before a notary. That very often means that both parties
must be in one place to go before the notary together. Once the notarized
copy of the license is filed with the Department for recordal, the Department
may request amendments. The parties may not be happy with what the
Department wants and will have to negotiate a compromise or appeal to
the committee against the decision.!® If amendments are ultimately agreed,
the parties may need to go back to the notary to execute a new version of the
license. Whilst all this is happening, the license has not come into effect
despite what the parties might have agreed, and their commercial plans
are on hold. The degree to which the provisions are not consistent with
commercial realities probably results in them being ignored more often than
complied with.

Mortgages

Patents may be mortgaged as security for debts. However, the mortgage
cannot be used as evidence “against others” until it has been recorded and
published in the JourRNAL.!5> Mortgages are not expressly stated to be subject
to Departmental vetting (as are assignments). However, if they are consid-
ered to be “ownership transfer agreements” t